i o o 1d have l{een*;allowed ‘over that
{ept in Examining Groups  relel This_applies to anything in the
rork Report and Actions To Be  pats e, including the extent of the field
. , o ~ of search and any entry relating thereto, Th
~ record of a patented file must speak for itself.
_ Practitioners can be of material assistance in
 this regard by refraining from making suc | in-
' : _quiries of members of the Examining Corps.
17.8.-Philippines Search . ~_Answers to inquiries of this nature must of
. U.$.-Swedish Search Exch :  necessity be refused, and such refusal should be
, ' . ~ considered neither discourteous nor an expres-
1 Examiners To Express Opin-  sion of opinion as to validity. =~ ‘
jon on Validity Nor Testify as fAl}im, lExamin:l:;sI;_ aﬁedrem';nded ;ha}l;, irll) view
tent Experts , of the long establishe icy of the Patent
Patgnt; e 1 L Office to refuse to perm’itp:xembers of the staff
_ Inasmuch as_public policy does not permt ‘of the Patent Office to testify in patent suits,
Examiners to decide, as judges 1  Patent  they should, before allowing an application, de-
Office, questions upon which they have bee termine that the written record is accurate an
ined to give opinions as expert witnesses complete. ' e
in patent in the courts, every Examiner ; e
: Wht:ﬁ shall testify as rim eﬁpﬁ:tdl:l ﬁ,égzéen.t %:: .. 1702 Restrictions on Examiners Re. - -~
nding in any court will be dismissed, un Sl e , TR '
gg shaﬁ have so testified involuntarily, upon slgnmg From the;’Oﬁice [R-24]
- compulsion by competent judicial authority,  Eatract from Rule 341. Registration of Attorneys
and without retainer or preparation. and Agents. (g) Former cramincrs. No person who
- Congress, in 35 U.S.C. 282, has endow:ed has served in the examining corps of the Patent Office
every patent granted by the Patent Office with  will be registered after termination of his services, nor,
a presumption of validity. Public policy de-  if registered hefore sueh service, be reinstated, unless
mands that every emp'loyee of this Office re-  he undertakes (1) ot to prosecute or aid in any
frain from expre%ing, to any,intérested person manner in the prosecution of any application pending

" any opinion or view as to the invalidity of any in any examining group during his period of serviee
' 1 “therein : and (2) not to prepare or prosecute nor 10

U.S. Patent. The question of validity or in- ™ 17420 ot o
ity s cxcusively a matte for the courts 2L IL s B
‘ t?‘dmmeﬁ Ewh m em,be r “.f the Exsznmng " after the date he left such group, and assigned to such
f,arl')s 13:“““"“9‘1 w be "S”Qmﬂ'l,]y wary of any group, without the specific authorization of the (‘om-
mquiry from any person outside the Patent  missioner. Ascociated and related classes in other
Office (inciuding any employee of another  groups may be required fo be included in the under-

ernment agency), the answer to which taking or designated claxses may be excluded. In care

might indicate that a particular patent'should application for registration or reinstatement i made
o after resignation from the Office, the applicant will not

not have been issued. i | ;
Whenever an Examiner is asked or sub- he pegistersd, or reinstated, if he has prepared or
poenaed to?teé;t;ify in a suit conceming a pat- prosecuted, as agsisted in the preparation or prosecu-;
ent, traderﬁark”regimration, or app]icaticm for tion of any such application ns indicated in this para-
either, he is directed to report that fact im- graph.  (See further 18 U.8.C. 207).
 mediately to the Solicitor, ‘ S See also 300,
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application; and in the case ¢

the term of the patent.
 The Official Gazette also
ot trademark py

su ,
ficat Correction i

available for license or sale, and general infor-

mation such as orders, notices, changes in rules,
changes in classification, certain adverse gl
sions in interferences, the condition of w

the Office, disbarment and registration
torneys, and notices to parties not reach
mail. ‘ e i
 The patent and trademark decisions include
_in particular those of the Unitec es Court
~of Customs and Patent !
Supreme Court, a '

! /A o /Ourtr Of Ap'

 peals for the District of Columbia Cireuit, and
selected decisions of .
Patents and Board
constitute suc

Appeals. These decisions
nt statements of the law

_arately prin aflet form and is dist

_ buted to the Examiners,

~ An annual subseription to the Official

 Gazette costs $78 (%20 additional for foreign

mailing). Single copy $1.50.

purchased independently of the remainder of
the publication. They are issued on the same
date as the Gazette, :

Rev. 24, Apr. 1970

the U.S.
he Commissioner of

ecision section 18 sep-.

The following parts of the Gazette may be
~ port,

Single co)

Orders should be address
made payable to Superinten:
U.S. Government

D.C. 20402.
1704 Records

ept in the Examining
ards, {Ponn PO-205

1 plications that

, ; he Groups, identified by
name of applicant, title of invention, serial
number and filing date. Notation of attorneys
 also made. Each set of cards also showg"rtl’\'e'

xaminer to whom the examina- :

ted or the assigned docket desig-

e class and -subclass considered ~ - 7
t for examination, the successive
en, patenting or

ent or transfer of thecase.
n s are also kept relating
ses on appeal, cases in-

ce, patentability report

in or out of the Groups,

ssification questions and ap-

rences charged out.

Al reporting of Examiner’s production,

 docket, and time activities is on n bi-weekly
~ bhasiscorresponding to the period covered by the
Time and Attendance Reports, PO-516.

Data Processing Branch makes the following
reports for each art unit: L
Examiner’s Bi-Weekly Docket Activity Re-
PO-290-~This report covers infor-
mation regarding the new and amended appli-

cations awaiting action. The information is
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mendment after final act!
7. Letter advising applic
" abandonment has taken place
be sent to the Abandoned F
_ ference

_ ch
~ allowances by the Examiner as the result
_ of the examination of a new application or
the reconsideration or reexamination of
‘amended application; requirements for formal
changes or corrections; acti ; :
iner applying or carrying into effect final de-
cisions in interference, either on motions or on

priority;

of affidavits or
appellants.

- with all such amendments.
_ The following should not be

' iner’s Amendments;

tions: Exami supplemental

actions citing additional references or correct-

ing the data of references of record; letters
acknowledging receipt of communications (new
or supplemental oaths,
drawings, etc.),
cation up for action;

and answers t¢ petitions to revive or to make

actions on cases remanded by an
appellate tribunal for reconsideration in view
proposed further amendmentsby
Where more than one amendment
is filed in any case before it is reached for

orders for corrections of
which do not bring the appli-
letters stating that the
~ Notice of Allowance will be sent in due conrse

& limited time, *

By “regular” action is meant rejections, in-
fing requirements for restriction; letters or -

an
~ documents y
ons of the Exam-

consideration of the first of such amendments,
only one action will be counted in connection

counted as ac-

245

~ stroyed unl

Declaration or redeclaration of an inter-  letterinu re

" Although there are no restrictions as to

accepts and preserves, for
sure Documents” as evi-
f conception of inventions.

dence of th
; -

n invention and sighed
nventors may be forwarded
y

ce by the inventor (or by
wh:n th :

or.two y
¢ ess it is referred
lated patent appli
' _The Disclosure: Document is no
Y)hcatmn, and the date of its receipt in the
atent Office will not become the effective filing
date of any patent application subsequently
filed. Howeve patent applications, these
nts wil kept in confidence by the
Patent Office. =~ = .
This program does not diminish the value of
the conventional witnessed and notarized rec-
ords as evidence of conception of an invention,
but it should provide a more creditable form of
evidence than that provided by the popular

_ practice of mailing a disclosure to oneself or an- . "
other person by registered mail.

 ConrexT oF DrscLosure DocuMENT
con-

not necessary, the benefits

tent and claims are e b
Document will de-

afforded by the Discl

osure

 pend directly upon the adequacy of the dis

strongly urged thiat the

closure. Therefore, it is

tion of the manner and process of making and
nusing the invention in sufficient detail to enable
a person having ordinary knowledge in the field
of the invention to make and use the invention.
When the nature of the invention permits, a

Rev. 26, Oct. 1970

document contain a clear and complete explana-



 diigently led
d. The inventor's

,, ing the
disclosed invention, reguests ,,
papers be accepted under the Disclosure Docu-
ment Program, and th
a period of two years.

2

The Disclosure Document will be preserved

in the Patent Office for two years and then will
parate
letter in a related patent application filed within
the two-year period. The Disclosure Document
may be referred to in a separate letter filed in )

be destroyed nnless it is referred toina

~ a pending application by identifying the 1
ment,by%ts' t%?ﬂe, number, and date of
Acknowledg

made in the next official communication or in
separate letter from the Patent Oflice. U nless
it is desired to have the Patent Office retain the

Disclosure Document bag'ond the two-year pe-
riod, it is not required th
‘a patent application.

~ ACKXOWLEDGMENT

When a t{m w’rwi&rring to u Diselosure Doe-
ument is filed in a patent application within

Rev. 26, Oct. m’m

- pe

- num t. ]
_memo or copy is stapled to and retained with

. Afeeof8l10ischarged for
! wentor of the  Document. Payment must accompany the Dis-
uests that the enclosed

at they be pmﬁewej@l‘fﬁr, :

filing the patent ap
the ?') ’

ement of receipt of such letters is

at it be referred to in.
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ied and returns
' The returned
ide left flap
the Examiner’s at-
ien he prepares the

lirected to it

ion. If ”]])mmut;ion before the "
en ol

one uded :

separate letter
Disclosul o

Jocument will
applicant by
knowledging le nailed, the
aper in the application file referring to the
Jisclosure Document is noted with the paper
of the acknowledgment. The returned

the original paper in the file wrapper referring

to the Disclosure Document.

 Fm

ﬁlinga Diééldéu’re -

closure Document when it is submitted to the

Patent Office. :

 WaRxING To INVENTORS

The two-vear retention period should not be /

considered to be a “grace period” during which

the inventor can wait to file his patent applica- -
tion without possible Joss of benefits. It must
be recognized that in establishing priority of in-

vention an affidavit or testimony referring toa

Disclosure Document must usually also estab-

sh diligence in cams)leting the invention orin
ication since the filing

o Disclosure Document.
Inventors are also reminded that any

_ use or sale in the United States or publication of

the invention anywhere in the world more than'
ki

~ one year prior to the filing of a patent

tion on that invention will prohibit the granti
of n patent on it o ;
1f the inventor is not familiar with
considered to be “diligence in compl
invention” or “reduction to pra
patent law, or if he has other questions a
patent matters, the Patent Office advises him to
consult an attorney or agent registered to pr




_examiner ] :
~ first in Germany and later i
origin ﬁ?plicatmn).ﬂ
- through the newly
Section, is responsibl
" in connection with the exch
_ operation with the Examin i

171001 US. Origin Applicatio
s RO e

The GGerman Patent Office will identify
_man applications which refer to a rior
cation for patent in the U.S. for the sam
vention, and request a search report fro
U.S. This request is on 'a'print:(g’zheetf(blue) ,
designated by them as Form B, which gives the
gerial number of the U.S. ‘?’mlicatmn, and
the Application Number of

apﬁicatmn; .

e Fnte‘ign Exchange Séction of Special

Services receives and processes the forms.
 Where the application has been disposed of or
has already received an action on the merits the
Foreign Exchange Section will prepare from
the files the list of citations for the German

office. 1f the U.S. application has not yet been

acted on, a printed Notice is placed in the inside
Jeft section of the file jacket to advise the Ex-
aminer and the Examining Group that the

_search results will be furnished Germany when
the action is written. This Notice also contains
information to assist the Group in handling
such cages, o

246,

check the apﬁ) yriate pla

the German

 Foreign | S
~ time before the case is to

_in the file, by the Foreign E

e merits does not cite

application is being
' n, the clerk will
the Notice and
oreign Exchange Section.

turn it to the

German Origin Applications

of a U.S. application which refers
rman application for the same in
an search results are requested by
1 Exchange Section when the U.S.
s are received in Application
| form, PO-952, identifyin the U.S.
lications is completed and for-
Terman Patent Office. At the
ime, n Notice containin
st the Group in handling the ap )
the left inside section of the
ise the (iroup that search results

on to the newly filed applications,

; pending are included in the pro-

oreign Exchange Section will

applications in the Grou

, 1e Notice in the file, and send
request for rch results on PO-952 to the
German Patent Office. o L
"If the Examiner notices an application in

" which there is a prior filed German ap lica-
~ tion but which has not heen marked by placing

therein the Notice, he may in his own iscretion
equest the German search results through the
Exchange Sectio there is sufficient
reached for action.

The search report, on F

~A), when received from G
with copies of any referenc

warded to the Examining G

Normally, the search
received hefore the U.S. application is reached
for action in regular course. If it is not in the
file of the application when it is reached for ac-
tion, an inquiry may be made of the Foreign

Rev. 26, Oct. 1970

ge Section. it
is expected to be



? not be searc

references cited by the German
additional ones

g ‘ if pertinent, ci

- usual manner ‘References shov

have searched such puent ‘

tention should be pm to searching recent U.S.
patents. Also, the German exa
according to a classification sy
along lpmunples somewhat differe
U.S. classification, and references in related

analogous arts are not used to the same extent

~as here,

In recording the field of search on the
jacket, the Examiner should indicate
usual manner those sub-classes in whic

‘made his usual search; where he has found it

necessary to make only a partial or‘updatmg
search, the listing of the sub-cl
searched should be so marked.
_ The search rep rt and the Notice a
from the file when the application i
of and ret&med in the Foreign Exc

. Section.

17 11 U.S.-Philippine- ;
change [R-21]

The United States-Philippines search ex- , ,
""':',:;,Patent Oﬁice, appropriate information will be.

~ sent to the Phnhppme«; Patent Office whlch will

change program involves patent applications
filed in the United States which are subse-
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exarnmer, as
d, uretobecon-ﬂ '
in the

_ mitted to the Pluhppmw

searches

tion, applicant must also that a.ll amend-

_ments to his U.S. application will also be made :
 with respect to his upphcatlon ﬁled in the Plul-, '

. Upon te; b
the U.S. Patent Office shall all
S. file and romptly
the Philippines : atent e.
‘ for partlc ation in this s
yrogram must be signed in duplicate
ultaneously accompany the application to be
{the Phxh mes , :

, l«notlfyu e
S. Patent Office of the election by for-

of the electmn forms to the
» ’atent ce. The Philiy mes Patent
Office will defer action on the Phil lppmes' appli-

g one cop

cation pending receipt of information as to the
»,’dl osition of theupphcatlonb ytheU.S. Patent
ormation is received by the

ce, If no such in
Pluhppmes Office within a reasonable amount

of time from the date of filing in the Philip-
pines, the Philippines Oﬂiee , either on its
initiative, or at ap%_xcan request, inquire
'status of th lication and, if

l‘of the apphcatlon b) the U.S.

62




.pted in the Philippines. All avenues of
will remain open to the applicant.
co ing applications are ci

ramination will not be forwarded

ilippines Patent Office, and the fact

. U.S, copending application was cited
would be noted as a matter of information, since
_such references are inapplicable in the Philip-

pines, .

. Ttisbe this program will facilitate
_ the handling of U.S. origin applications filed in
the Republic of the Philippines resulting in a

savings in time and expense of prosecution to

U.S. applicants.

Election forms for participation in this spe-

n r ted and | .V
ring examination in the U.S. Patent

nishing of listin

e

t pplication in the U.S.
vhich

rocesses the applica-

mary manner and in the usual

,plicmtl_ater'ﬁles an applicat,i'(}’n',
ming the priority of the U.S. appl

, Cl? 02 l vm})en fnotiﬁersa the

this filing by forwarding

f the references cited by the

{in the first office action on the

merits. - ,,

' Where the application originates in Sweden

nd is subsequently filed in the U.S. Paten
Office, a similar procedure is followed whereby

~ the U.S. Office requests and the Swedish Office ’
supplies a list of references cited by the

Swedish examiner. e

This program, which involves only the fur-
) of references cited, could
improve the ‘quality of the patents granted by

each office.
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