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2300.01 Introduction [R-9]

Title IT of the Patent Law Amendments Act of 1984 (Public
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Law 98-622) combined the Patent and Trademark Board of
Appeals and Board of Patent Interferences into anew Board, the
Board of Patent Appeals and Interferences (Board), and amended
35 U.S.C. 135(c) to provide that in an interference the jurisdic-
tion of the new Board would extend not only to priority of
invention, but also to questions of patentability. These provi-
sions took effect on February 8, 1985. On the next working day,
February 11, 1985, the former interference rules, 37 CFR 1.201
to 1.288, were replaced with a new set of rules, 37 CFR 1.601
to 1.688. With a few exceptions, the new rules apply to all
interferences declared on or after the date of their adoption;
interferences declared prior to that date will continue to be
governed by the old rules covered in Chapter 1100 >of this
Manual<,

The notice promulgating the new rules, which was pub-
lished in the Federal Register on December 12, 1984 (49 F.R.
48416) and in the Official Gazette on January 29, 1985 (1050
0.G. 385), included not only the text of the rules, but also a
discussion of the rules and analysis of the comments received,
which serve as the “legislative history” of the rules. A practitio-
ner who is or may become involved in an interference under the
new rules would be well advised to study this notice closely.

Attention is also directed to the correction notice published
in the Federal Register on May 31, 1985 (S0F.R. 23122) and in
the Official Gazette on October 22, 1985 (1059 O.G. 27).

It is believed that the statutory changes, and the new rules,
will result in a more rapid determination of the rights of the
parties, and avoid the lengthy proceedings which have charac-
terized some interferences in the past. Since the Board has been
given jurisdiction to decide patentability, it will no longer be
necessary to decide whether or not an issue is “ancillary o
priority”; The Board can now decide all patentability issues in
the interference, if properly raised by the parties, without the
necessity for dissolving the interference and pursuing patenta-
bility questions ex parte (in which case arcversal of the ex parte
rejection would require reinstatement of the interference). Each
interference under the new rules is assigned to an examiner-in-
chief, who is expected to exercise such control over the interfer-
ence that it will not normally be pending before the Board more
than two years (37 CFR 1,610). 37 CFR 1.616 provides that ap-
propriate sanctions may be imposed by an examiner-in-chief
against a party who fails to comply with the interference rules
or an order of the examiner-in-chief or Board, The ultimate
sanction, entry of adverse judgment against the party, may be
imposed by the Board in an extreme case.

The interference practice is based on 35 U.S.C. 135, as
amended by P.L. 98-622,

3SUS.C. 135 Interferences.

(a) Whenever an application is made for a patent which, in the
opinion of the Commissioner, would interfere with any pending
application, or with any unexpired patent, an interference may be
declared and the Commissioner shall give notice of such declaration to
the applicants, or applicant and patentee, as the case may be, The Board
of Patent Appeals and Interferences shall determine questions of
priority of the inventione and may determine questions of patentability.
Any final decision, if adverse to the claim of an applicant, shall
constitute the final refusal by the Patent and Trademark Office of the
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claims involved, and the Commissioner may issue a patent to the
applicant who is adjudged the prior inventor. A final judgmentadverse
to a patentee from which no appeal or other review has been or can be
taken or had shall constitute cancellation of the claims involved in the
patent, and notice of such cancellation shall be endorsed on copies of
the patent distributed after such cancellation by the Patent and Trade-
mark Office,

(b) A claim which is the same as, or for the same or substantially
the same subject matter as, a claim of an issued patent may not be made
in any application unless such a claim is made prior to one year from
the date on which the patent was granted.

(c) Any agreement or understanding between parties to an interfer-
ence, including any collateral agreements referred to therein, made in
connection with or in contemplation of the termination of the interfer-
ence, shall be in writing and a true copy thereof filed in the Patent and
Trademark Office before the termination of the interference as between
the said parties to the agreementor understanding. If any party filing the
same so requests, the copy shall be kept separate from the file of the
interference, and made available only to Government agencies on
written request, or to any person on a showing of good cause. Pailure
to file the copy of such agreement or understanding shall render
permanently unenforceable such agreement or understanding and any
patent of such parties involved in the interference or any patent
subsequently issued on any application of such parties so involved. The
Commissioner may, however, on a showing of good cause for failure
to file within the time prescribed, permit the filing of the agreement or
understanding during the six month period subsequent to the termina-
tion of the interference as between the parties to the agreement or
understanding,

The Commissioner shall give notice to the parties or their attorneys
of record, & reasonable time prior to said termination, of the filing
requirement of thig section. If the Commissioner gives such notice at
a later time, irrespective of the right to file such agreement or under-
standing within the six-month period on a showing of good cause, the
parties may file such agreement or understanding within sixty days of
the receipt of such notice.

Any discretionary action of the Commissioner under this subsec-
tion shall be reviewable under section 10 of the Administrative Proce-
dure Act.

(d) Parties to & patent interference, within such time as may be
specified by the Commissioner by regulation, may determine such
contest or any aspect thereof by arbitration, Such arbitration shall be
govemned by the provisions of title 9 to the extent such title is not
inconsistent with this section, The parties shall give notice of any
arbitration award to the Commissioner, and such award shall, as
between the parties to the arbitration, be dispositive of the issues to
whichitrelates, The arbitration award shall be unenforceable until such
notice is given, Nothing in this subsection shall preclude the Commis-
sioner from determining patentability of the invention involved in the
interference,

(Subsection (a) amended Nov, 8, 1984, Public Law 98-622, sec,
202, 98 Stat, 3386.)

(Subsection (c) amended Oct. 15, 1962, Public Law 87-831, 76
Stat, 958; Jan, 2, 1975, Public Law 93-596, sec. 1, 88 Stat, 1949,)

(Subsection (d) added Nov. 8, 1984, Public Law 98-622, sec, 105,
98 Stat, 3385.)

The Patent and Trademark Office (PTO) conducts interfer-
ence proceedings to determine who as between two or more ap-
plicants for patent or one or more applicants and one or more
patentees is the first inventor of a patentable invention, Prior to
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INTERFERENCE
February 11, 1985, the determination was made by a Board of ~ 1.204(b)
Patent Interferences. The Patent Law Amendments Actof 1984,  1.204(c)
Public Law 98-622. §§ 201 - 202 combined the Board of  1.205(a)
Appeals and the Board of Patent Interferences into a single 1.205(b)
Board of Patent Appeals and Interferences (Board) and author- 1.205(c)
ized the Board to consider priority and patentability in interfer- '1“"2"5 62)
ence cases. ‘ 1:207(3)
In view of the discretion given the Board under 35 US.C. ..,
135(a), asamended by PublicLaw 98-622 (“The Board....may  1.207(b)
determine questions of patentability . .. .”, therules set forthin 1,208
this chapter will apply to all interferences declared on or after  1.211
February 11, 1985, except in special circumstances, suchas: (1)  1.212
interferences which are declared as a result of a motion in ~ new
another interference which was pending before the Board be- 1228
foreFebruary 11,1985, (e.g.,aninterference declared asaresult 1€V
of a motion under 37 CFR 1.231 to declare an additional }'gif(g)
interference); (2) an interference related to another interference 1'21'5’8
declared priorto February 11,1985 (e.g.,aninterferenceinvolv- 1:21 6(a)
ing a method of using a compound where an interference 1 216(a)(1)-(6)
involving the same parties and the compound was declared prior  1,216(b)
to February 11, 1985); and (3) an interference reinstituted after  1,216(c)
having been dissolved under the old rules (37 CFR 1.201 -  1.217(a)
1.288) (e.g., an interference reinstituted after having been  1.217(b)
dissolved asaresult of amotion under 37 CFR 1.231 todissolve ~ 1.218
on the grounds of unpatentability where the applicant has  1.219
obtained allowance of the claims held unpatentable in the 1.222
decision on motions). For these interferences the provisions of :gg
>MPEP< Chapter 1100 remain in effect. 1'225
Through the rules and provisions of this chapter, the PTO 1:226
secks to improve interference procedure so that the rights of ;594
parties in interferences are determined at an early date and the g,
overall process of examining patent applications whichbecome 1,231
involved in interferences is simplified, 1.237
The new rules for interferences are set forth herein in >37  1.238
CFR< 1.601 through 1.688. The new rules replace entirely the ~ 1.242
previous interference rules (37 CFR 1.201 through 1.288), A  1.243
“six hundred” number series is used for the new rules, Theuse ~ through 1.640
of a six hundred number series for the new rules will permit }223?
interested individuals to research published decisions (e.g., 1'24 6
F.2d, USPQ) or computerized legal research services (€.8., ;547
LEXIS) citing the new rules. 1.248
An index of the headings of >37 CFR< 1,601 - 1.688 anda ¢y
table correlating 37 CFR 1.201 through 1.288 (former rules)to 1,251
>37 CFR< 1,601 through 1.688 (revised rules) appears below. 1,252
1,253
Rule Correlation Table 1.254
1.255
FormerRule ' 1256
1.201(a) 1.601(i) 1.257(a)
1.201(b) 1.601(i) 1.257(b)
1.201(c) 1.602 1.258
1,202 none 1.259
1.203(a) 1.603 new
1.203(b) 1.605(a) 1.262
1.203(c) 1.605(b) 1.263
new 1.604(a) 1.264
1.203(d) 1.604(b) new
1.204(s) none 1.265
2300-3
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1.608(a)

1.608(b)

1.606

1.607(a), ()
1.607(d)

1.608(=)

1.607(b)

1.609

1.610

1.611

1.613(b)

1.614

1.615

1.616

1.617

1.618

1.621(a)

1.521(b)

1.629(c)

1.622(a), (b)
1.623(a)

1.623(c), 1.624(c), 1.625(c)
1.666

1.624(a), 1.625(a)
1.623(a)

1.621(a)

1.627

1.628

1.629

1.630

1.64((d), (e), and 1.651(c)(4)
1.612

1.631

1.632

1.633, 1.634
1.641

1.642

1.643

1.635, 1636, 1.637(b), 1.638

1.644
1.645(a)
1.645(b)
1.646
1.646
1.647
1.651
1.652
1,653
1,656
1.656(c)
1.654
1,657
1.658(c)
1.655
1.659
1.660
1.662(a)
1.622(c)
1,662(b)
1.662(e)
1,663
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1.266 1.664
1.267 1.665
1.268 1.666
1271 1.671(h)
new 1.671(g)
1.272(a) 1.672(a), (b)
1.272(b) 1.672(d)
1.272(c) 1.672(e), ()
1.273(a) 1.673(a), (c), (d)
new 1.673(e)
1.273(b) 1.673(f)
1.274 1.674
1.275 1.675
1.276 1.676
1.277 1.677
1,278 1.678
1.279 1.679
1.281 1.645(a)
1.282 1.682
1.283 1.683
1.285 1.685
1.286 climinated
1.287(a)(1)(), (if) 1.673(b)
1.287(a)(1)(ii) 1.673(a)
1.287(a)(2),(3) eliminated
1.287(b) 1.687(b)
1.287(c) 1.687(c)
1.287(d)X(1) 1.673(c)
1.287(d)(2) 1.616
1.287(c) 1.687(d)
1.288 1.688

2300.02 Outline of Interference Procedure [R-9]

The following statement appears in a “section-by-section”
analysis submitted for the Record by Representative Kasten-
meicr during discussion of H.R. 6286 (Pub. L. 98-622) on the
fioor of the House (130 Cong,. Reg, H10528, columns 2 and 3):

“It is expected that interferences will become simpler,
more expeditious, and less costly, Under the bill, all issues of
patentability and priority which arise in an interference can be
decided in a single proceeding rather than in a series of
complicated inter partes and ex parte proceedings.”

Under the revised rules, interferences are decided by the
Board. The Board has jurisdiction to determine (1) priority of in-
vention, (2) patentability of any claim corresponding to a count
both astoapplicants and patentees, (3) any issuc of interference-
in-fact as to any count, and (4) any other issue necessary o
resolve the interference, The rules permit an interference to be
declared on the basis of a single count defining one patentable
invention in interferences involving patents as well as applica-
tions, The Board also has jurisdiction to determine whether
counts ar¢ patentably distinct,

When an interference is declared, an examiner-in-chief iy
assigned to handle the interlocutory stages of the interference,
An ¢xaminer having full signatory authority detcrmines wien
onc or more applications or one or more applications and a
patent claim the same patentable invention, When the examiner
makes such determination, the examiner will forward any
involved applications or patents to the Board, The examiner will
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designate, at the time the involved applications or patents are
sent to the Board, the claims of any application and patent which
correspond to each count, The examiner-in-chief can subse-
quently designate additional claims to correspond to the count,
The examiner-in-chief assigned to handle the interference will
issue a notice to the parties declaring the interference.

The object of the interference will be to resolive all contro-
versies astoall interfering subject matter defined by one ormore
counts. A final decision in the interference will determine who,
if anyone, is entitled to claims which correspond to a count, Any
decision adverse to an applicant by the Board will constitute a
final refusal by the PTO to that applicant of the claims involved.
Any decision adverse toapatentee constitutes cancellation from
the patent of the claims invoived.

Any decision by the Board on any issue is binding on the
examiner and >will<* govern further proceedings in the PTO.

The designation of a single examiner-in-chief to handle the
interlocutory phases of an interference will permit better man-
agement of, and control over, interference proceedings. The
rules provide that times be sct and the examiner-in-chief exer-
cise control over proceedings in the interference such that
pendency of the interference before the Board from declaration
to final decision will not normally exceed 24 months, The
cxaminer-in-chief should be familiar with the history of the
interference and will be accessible to counsel for the parties. For
example, an examiner-in-chicf, when appropriate, may conduct
telephone conference calls to obtain agreement of the partics on
the setting of schedules. The rules also permit the examiner-in-
chiel to hold hearings in the PTO or by conference telephone call
in order to expedite or settle interlocutory issues in interfer-
ences, Any hearing can be transcribed by a court reporter under
such conditions as an examiner-in-chief or the Board deems
appropriate, The examiner-in-chief, where appropriate, will be
available by phone to rule on the admissibility of evidence in the
event parties encounter unusual problems during the taking of
depositions, The examiner-in-chief will also be availableto rule
on requests for production of documents which take place
during cross-examination. Oral orders given by phone will be
followed by writicn orders.

At the time an interference is declared, the examiner-in-
chief will set a time for filing preliminary motions, The prelimi-
nary motions can include;

(1) A motion for judgment on the ground that a claim corre-
sponding to the count is not patentable to an opponent under 35
U.S.C. 102, 103, 112, or any other provigion of law,

(2) A motion for judgment on the ground that there is no
interference-in-fact between the claims of the opponents in the
interference,

(3) A motion to add or (0 substitute new counts, to amend a
claim corresponding to a count, to designate an application or
patent claim to correspond to & count, o designate an applica-
tion or patentclaim as not corresponding to a count, or to require
an applicant to present a claim to be designated to correspond to
acount,

(4) A motion to substitute another application for the appli-
cation involved in the interference or to add an application for
reissuc to the interference.
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(5) A motion to declare another interference,

(6) A motion to be accorded the benefit of an earlier
application or to autack the benefit of an earlier application
which has been accorded to an opponent.

Other motions are permitted as necessary, such as a motion
to amend the count and/or a claim corresponding to the countin
response to a preliminary motion for judgment.

Oppositions to motions are permitted if filed within a time
sct by the examiner-in-chief. Replies arc also authorized. Papers
which arc not authorized by the rules or requested by the
examiner-in-chiel can be returned unfiled.

A preliminary staternent will be filed priorto orconcurrently
with the preliminary motions outlined above,

Motions wil! be decided by an examiner-in-chicf, who may
consult with an examiner on questions of patentability which
have not previously been decided by the examiner, The exam-
incr-in-chief may grant a motion, deny a motion, defer consid-
eration on the merits of a motion to firial hearing, or take such
other action with respect (0 a motion as may be appropriate, ¢.g.,
dismiss an entirely inappropriate motion,

At the time preliminary motions are decided, the prelimi-
nary statements will be opened. If a decision on a motion or an
inspection of the preliminary statement results in entry of an
order i show cause why a judgment should not be entered, the
party against whom judgment might be entered can request a
hearing before the examiner-in-chief and two additional exam-
incrs-in-chief, The decision will govern further procecdings. I£
adverse, the decision will constitute a final agency action. If
favorable, the interference will proceed before the examiner-in-
chief,

After preliminary motions are decided and assuming judg-
meut does not result, a period may be sct for the parties to file
motions for additional discovery. The scope of the additional
discovery would be the same as under current practice.

When a time period is set for filing discovery motions, or
after discovery has closed, the examiner-in-chief will set a
period for taking testimony, Any party wishing to take testi-
mony of 2 witness can elect to have the testimony of the witness
taken by deposition or presented by affidavit. A wanscript of an
ex parte deposition can be used as an affidavit, If an affidavit is
presented, the opposing party may then cross-¢xamine on oral
deposition. Any redirect will take place at the deposition. The
party calling the witness is responsible for securing a court
reporter and filing the transcript and record associated with
cross-examination of its witness,

In the event a party neceds testimony from a third-party who
will not appear unless a subpoena is issued, including a hostile
witness, direct and cross-cxamination testimony may be taken
on oral deposition, The rules provide that prior authorization of
an examiner-in-chief is required before a party can take testi-
mony by issuance of a subpoena under 35 U.S.C. 24, The
revised rule thus adopts the policy of Sheehan v, Doyle, 513 F.2d
895, 898, 185 USPQ 489, 492 (1st Cir.) cert. denied, 423 U.S.
874 (1975), and Shechan v, Doyle, 529 F.2d 38, 40, 188 UJSPQ
545,546 (15t Cir.), cert. denied, 429 U.S. 870 (1976), rehearing
denied, 429 U.S, 987 (1976), and rejects the policy announced
in Brown v. Braddick, 595 F.2d 961, 967, 203 USPQ 95, 101-
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102 (5th Cir. 1979). Testimony obtained in other proceedings,
e.g..anotherinterference or an infringement action, may beused
if otherwise admissible.

Under the rules, the Federal Rules of Evidence are made
applicable to interferences, except for those portions which
relate to criminal actions, juries, and other matters not relevant
to interferences. Those portions include:

(1) Rule 103(c)

(2) Rule 104(c), (d), and (e)

(3) The language in Rule 105 which reads “and instruct
the jury accordingly.”

(4) Rule 201(g)

(5) The language in Rule 403 which reads “or misieading
the jury.”

(6) Rule 404(a)(1) and (2).

(7) The word “charge” in Rule 405(b).

(8) The language “or criminal” and proviso (ji) in Rule
410.

(9) Rule 412

(10) Rule 606

(11) The language “whether by an accused™ and “other”
in the last sentence of Rule 607.

(12) The provisions of the first sentence of Rule 611(c)
relating to leading questions on direct examination do not apply
to statements made in an affidavit authorized to be filed under
the rules,

(13) The language “Except as otherwise provided in
criminal proceedings by section 3500 of title 18, United States
Code” and “except that in criminal cases when the prosecution
elects not to comply, the order shall be one striking the testi-
monyor, ifthe courtinits discretion determines that the interests
of justice so require, declaring a mistrial” in Rule 612,

(14) Rule 614,

(15) Rule 706

(16) The language “excluding, however, in criminal
cascs matters observed by police officers and other law enforce-
ment personnel” and “and against the Government in criminal
cases” in Rule 803(8).

(17) The language “but not including, when offcred by
the Government in a criminal prosecution for purposes other
than impeachment, judgments against persons other than the
second” in Rule 803(22).

(18) The language *‘prosccution for homicide orina” in
Rule 804(b)(2).

(19) The language “A statement tending to expose the
declarant to criminal liability and offered to exculpate the
accused is not admissible unless corroborating circumstances
clearly indicate the trustworthiness of the statement” in Rule
804(b)(3).

(20) Rule 1101(¢a), (b), (d)(3), and (c).

The examiner-in-chicf will set a period for [iling the record
and briefs. Oral hearings normally will be held before a panel
consisting of the examiner-in-chicf assigned to the interference
and two other examiners-in-chief, The pancl will render a final
decision in the interference. Requests for reconsideration are
permitted,

In rendering its decision, the Board will consider only that
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cvidence which can be made available to the public under >37
CFR<* 1.11(a). Accordingly, the Board will not consider evi-
dence which is submitted under a protective order issued by a
courtif release of thatevidence under>37 CFR<* 1.11(a) would
be inconsistent with the terms of the courts order.

A final decision of the Board is reviewable in the U.S. Court
of Appeals for the Federal Circuit or an appropriate U.S. district
court. Any reviewing courtcanreview all aspects of the decision
including patentability, priority, and ll relevant interlocutory
orders, such as denials of discovery.

Except as noted above, the revised rules are applicable to all
interferences declared on or after February 11, 1985. Interfer-
ences declared prior to February 11, 1985 continue to be
governed by the prior rules (37 CFR 1.201 - 1,288, July 1, 1984)
and will be decided by personnel of the Board of Patent Appeals
and Interferences. Actions previously taken by a patent interfer-
ence examiner or examiners of interference will be taken by an
exar.iner-in-chief.

An anticipated time schedule for a two-party interference
follows:

Event in Interference Time from last Total time in

MANUAL OF PATENT EXAMINING PROCEDURE

2301.01 Preliminaries to an Interference [R-2]

An interference is often an expensive and time-consuming
proceeding. Yet, it is necessary to determine priority when two
applicants, or an applicant and a patentee, are claiming the same
patentable subject matter and their filing dates are close together
that there is areasonable possibility that the first to file is not the
firstinventor. The fact that an application is areissue application
does not preclude it from being involved in an interference.

The greatest care must therefore be exercised both in the search
for interfering applications and in determining whether an
interference should be declared. Also the claims in recently
issued patents, especially those used as references against the
application claims, should be considered for possible interfer-
ence.

The question of the propriety of initiating an interference in
any given case is affected by so many factors that a discussion
of them here is impracticable. Some circumstances which
render an interference unnecessary are hereafter noted, buteach
instance must be carefully considered if serious errors are (0 be
avoided.

Indetermining whether an interference is necessary, a claim

event in interference
interference should be given the broadest interpretation which it reasonably
will support, bearing in mind the following gencral principles:
Interference declared (1.611) (a) The interpretation should not be strained.
Filing of preliminary statements (1.621) (b) Express limitations in the claim should not be ignored
and preliminary motions (1.633) 3 months 3 months nor should limitations be read therein.
Filing oppositions of preliminary (c) Before a claim (unless it is a patented claim) is consid-
motions (1.638(a)). 2Bmonth 323 months oy 46 e basis for the count of an interference the claim should
F'l"fg. replics to oppositions .(l 638()  2/3 month 4 1/3 months be allowable and in good form, No pending claim which is in-
?Qf’;’lﬁmﬁmﬁmmgw oo definite, ambiguqus or othicrwise defective should be the basis
set times for filing motions for discovery for a count of an interference.
(1.687(c) and testimony (1.651(a)). I1month 5 1/3 months (d) A claim copied from a patent, if ambiguous, should be
Filing of motions of discovery (1.635, interpreted in the light of the patent in which it originated,
1.651(a), 1.687(c)). 1month  61/3 months (e) Since an interference between cases having a common
Filing of opposition to motion for discovery assignee is not normally instituted, all cases must be submitted
(1.638(a)). y . 2/3 month 7 months to the Assignment Division for a title report.
FE‘I“;% ;;(g;!)" to opposition to motion for di’;;’s";]‘znm 7203 months () 1f doubts exist as to whether there is an interference, an
Decision on motion for discovery 2/3 month 8 1/3 months interference should ot be declared.
Time for compliance with any discovery 2/3 month 9 months
Junior party testimony (case-in-chief; 2301.01(a) In Different Groups [R-2]
1.672(b)): Testimony 2months 11 months
Senior party cross-examination of An interference between applications assigned to different
affiants if needed o Imonth 12 months groups is declared by the group where the controlling interfering
if;'ffmi :::‘1"'1“2'7‘32’ g)"s;,e’:l::‘:‘; and 123 mte 1323 mihs claim would be classified. Appropriate transfer of one of the
Junior party més_;mmin'ﬂ tion of affiants applications is made. After tcrmmatim? of the interference,
if needed Imonth  142/3 mths further transfer may be necessary depending upon the outcome,
Junior party testimony (case-in rebuttal):
Testimony 113 mths 16 months 2301.01(b) The Interference Search [R-9]
Senior pariy cross-examination of affiants
I;if];“‘:)‘ﬁccm 41653 %’3 /;“::‘d‘i‘: :g i‘em“ The search for interfering applications must not be limited
Bric fgfm junior p M'ly (1.656) { month 19 months to the class or subclass in which mo_z application is classified, but
Brief for senior party (1.656) imonth 20 months must be egcwr.ldcd to all classes, in and out.of the exa{nining
Reply brief for junior party (1.656) 2B month  202/3 mths group, which it has been necessary o search in the examination
Final hearing (1.654) Imonth 212mths  Of theapplication, See >MPEP< § 1302.08.
Decision (1.658) 2months 23273 mths Moreover, the possibility of the existence of interfering ap-
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plications should be kept in mind throughout the prosecution.
Where the examiner at any time finds that two or more applica-
tions are claiming the same invention and the examiner does not
deem it expedient to institute interference proceedings at that
time, the examiner should make a record of the possible inter-
ference as on the face of the file wrapper in the space reserved
for class and subclass designations. Such notations, however, if
made on the file wrapper or drawings, must notbe such asto give
any hint to the applicants, who may inspect their own applica-
tions at any time, of the date or identity of a supposedly
interfering applications. Serial numbers or filing dates of con-
flicting applications must never be placed upon drawings or file
wrappers. A book of “Prospective Interferences” should be
maintained containing complete data concerning possible inter-
ferences and the page and line of this book should be referred to
on the respective file wrappers or drawings. For future refer-
cnce, this book may include notes as to why prospective inter-
ferences were not declared.

In determining whether an interference cxists, the primary
examiner must decide the question. An examiner-in-chief may,
however, be consulted for advice.

The group director should be consulted if it is believed that
the circumstances justify an interference between applications
neither of which is ready for allowance.

2301.02 Definitions [R-9]

37 CFR 1.601 Scepe of rules, definitions.

This subpert governs the procedure in patent interferences in the
Patent and Trademark Office. This subpart shall be construed to secure
the just, speedy, and inexpensive determination of every interference.
For the meaning of terms in the Federal Rules of Evidence as applied
to interferences, see § 1.671(c). Unless otherwise clear from the
context, the following definitions apply to this subpart:

(a) “Additional discovery” is discovery to which a party may be
entitled under § 1.687 in addition to discovery to which the party is
entitled as a matter of right under § 1.673(a) and (b).

(b) “Affidavit” means affidavit, declaration under § 1.68, or
statutory decleration under 28 U.S.C, 1746. A transcript of an ex parte
deposition may be used as an affidavit,

(c) “Board" means the Board of Patent Appeals and Interferences.

(d) “Case-in-chief” means that portion of a party’s case where the
party has the burden of going forward with evidence.

(¢) “Case-in-rebuttal” means that portion of a party’s case where
the party presents evidence in rebuttal to the case-in-chief of another
party.

(f) A “count” defines the interfering subject matter between (1)
two or more applications or (2) one or more applications and one or
more patents, When there is more than one count, each count ghall
define & separate patentable invention, Any claim of an application or
patent which corresponds to & count is & claim involved in the interfer-
ence within the meaning of 35 U.$.C. 135(a). A claim of a patent or
application which is identical to a count is said to “correspond exactly”
to the count, A claim of & patent or application which is not identical to
a count, but which defines the same patentable invention es the count,
is said to “correspond substantially” to the count, When a csunt is
broader in scope than all ¢laims which correspond to the count, the
count is & “‘phantom count,” A phantom count is not patentable to any
party,
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(g) The “effective filing date" of an application or & patent is the
filing date of an earlier application accorded to the application or patent
under 35 U.S.C. 119, 120, or 365.

(h) Inthe case of an application, “filing date” means the filing date
assigned to the application. In the case of apatent, “filing date” means
the filing date assigned to the application which issued as the patent.

(i) An “interference” is a proceeding instituted in the Patent and
Trademark Office before the Board to determine any question of
patentability and priority of invention between two or more partics
claiming the same patentable invention. An interference may be
declared between two or more pending applications naming different
inventors when, in the opinion of an examiner, the applications contain
claims for the same patentable invention. An interference may be
declared between one or more pending applications and one or more
unexpired patents naming different inventors when, in the opinion of
an examiner, any application and any unexpired patent contain claims
for the same patentable invention.

(i) An “interference-in-fact” exists when at least one claim of a
party which corresponds to a count and at least one claim of an
opponent which corresponds to the count define the same patentable
invention,

(k) A “lead” attorney or agent is a registered attorney or agent of
record who is primarily responsible for prosecuting an interference on
behalf of a party and is the attorney or agent whom an examiner-in-
chief may contact to set times and take other action in the interference,

(1) A “party” is (1) an applicant or patentee involved in the inter-
ference or (2) a legal representative or an assignee of an applicant or
patentee involved in an interference. Where acts of a party are normally
performed by an attorney or agent, “party” may be construed to mean
the aitorney or agent, An“inventor” is the individual named as inventor
in an application involved in an interference or the individual named as
inventor in a patent involved in an interference,

(m) A “scnior party” is the party with carliest effective filing date
as to all counts or, if there is no party with the earliest effective filing
date as to all counts, the party with the earliest filing date. A “junior
party” is any other party.

(n) Invention “A” is the “same patentable invention” as an
invention “B” when invention “A” is the same as (35 U.$.C.102) or is
obvious (35 U.S.C. 103) in view of invention “B" assuming invention
“B" is prior art with respect to invention “A", Invention “A” is a
“separate patentable invention” with respect to invention “B” when
invention“A" isnew (35 U.S.C. 102) and non-obvious (35 U.S.C. 103)
in view of invention “B" assuming invention “B" is prior art with
respect to invention A",

(o) “Swom" means swom or affirmed.

(p) “United States” means the United States of America, its
territories and possessions,

[49 FR 48416, Dec. 12, 1984, effective Feb, 11, 1985; 50 FR
23123, May 31, 1985, ]

Under »37 CFR< 1,601 the rules shall be construed to secure
the just , speedy, and inexpensive determination of interfer-
ences. »37 CFR< 1.601 defines various terms used in Subpart
E of the Rules of Practice including “additional discovery,”
“affidavit,” “case-in-chief,” “case-in-rebuttal,” “count,” “cf-
fective filing date,” “filing date,” “interference,” “interference-
in-fact,” “junior party,” “lead” attorney, “party,” “phantom
count,” “same patentable invention,” * separate patentable
invention,” “senior party,” “sworn,” and “United States .”
“Affidavits” include declarations under 35 U.S.C. 25 and 37
CFR 1.68 as well as statutory declarations under 28 U.S.C.
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1746. The definition “United States” is the same as the defini-
tion of United States in 35 U.S.C. 100(c).

The definition of “interference” permits an interference be-
tween one or more applications and one or more patents. Thus,
the revised rules follow the policy of Wilson v. Yakel, 1876 C.D.
245 (Comm'r. Pat. 1876) and, to the extent inconsistent there-
with, do not follow the policy announced in Touval v. New-
combe, 194 USPQ 509 (Comm’r. Pat. 1976). However, in view
of the statutory requirement for the presence of at least one
application in an interference, if an applicant were to concede
priority or otherwise be terminated from an interference involv-
ing only one application and more than one patent, the interfer-
ence would have to be terminated for lack of subject matter
jurisdiction unless one or more of the patentees filed an appli-
cation forreissue which could be added tothe interference under
>37 CFR< 1.633(h).

A “count” defines interfering subject matter. An interfer-
ence may have two counts only if the second count defines a
“separate patentable invention” from the first count. The reason
the second count must define a separate patentable invention is
to permit the PTO to lawfully issue separate patents to different
parties in an interference when a single party does not prevail as
toall counts. A “separate patentable invention” is defined in>37
CFR< 1.601(n):

Invention (A) is a “separate patentable invention” with
respect to invention (B) when invention (A) is new (35 U.S.C.
102) and unobvious (35 U.8.C. 103) in view of invention (B)
assuming invention (B) is prior art with respect to invention
(A).

2302 Ownership of Applications and Patents
Involved in an Interference [R-9]

37 CFR 1.602 Inserest in applications and patents involved in an
interference.

(2) Unless good cause is shown, an interference shall not be
declared or continued between (1) applications owned by a single party
or (2) applications and an unexpired patent owned by a single party.

(b) The parties, within 20 days aller an interference is declared,
shall notify the Board of any and all right, title, and interest in any
application or patent involved or relied upon in the interference unless
the right, title, and interest is sct forth in the notice declaring the
interference.

(¢) If a change of any right, title, and interest in any application or
patent involved or relied upon in the interference occurs after notice is
givendeclaring the interference and before the time expires for secking
judicial review of a final decision of the Board, the partics shali notify
the Board of the change within 20 days of the change,

[49 FR 48416, Dec. 12, 1984, added effective Feb, 11, 1985)

>37 CFR< 1,602 continues the previous PTO practice (37
CFR 1.201(c)) of not declaring or continuing an interference
between (1) two or more applications owned by the same party
or (2) an application and a patent owned by a single party unless
good cause is shown, A corporation and its wholly-owned
subsidiary are considercd a“single party” within the meaning of
>37 CFR< 1.602(a). Under prior rules, when a patent and an
application involved in an interference became commonly
owned, the interference was not “dissolved.” Rather, the PTO
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required that the interference be terminated with a judgment.
Chillasv. Weisberg, 1928 C.D. 24 (Commr. Pat. 1928); Malone
v. Toth, 202 USPQ 397 (Comm'r. Pat. 1978); and Morehouse v.
Armbuster, 209 USPQ 514 (Comm’r. Pat. 1980). Under the
revised rules, all interferences, including those involving only
applications, will be terminated with a judgment. As noted in
Chillas v. Weisberg, supra a125 “the common owner can allow
a judgment against the junior party to be rendered by default or
it can file a concession of priority from one party to the other.”
Paragraphs (b)and (c) of >37 CFR< 1.602 continue the previous
PTOpractice (37 CFR 1.201(c)) of requiring a party to notify the
PTO of any real party in interest not apparent on the face of the
notice declaring the interference (see>37 CFR< 1.611) orof any
change in the real party in interest after the interference is
declared. The PTO needs to know the identity of any real party
in interest to properly enforce >37 CFR< 1.602(a) and to enable
an examiner-in-chief to determine whether refusal is necessary
or appropriate, A new requirement in paragraph (b) and (c), of
>37 CFR< 1.602, not present in 37 CFR 1.201(c), is a 20-day
time period for advising the PTO of the identity of, or any
change in, the real party in interest.

COMMON OWNERSHIP

Where applications by different inventive entities but of
common ownership claim the same subject matter or subject
matter that is not patentably different:

L. Interference therebetween is normally not instituted since
there is no conflict of interest. Elimination of conflicting claims
from all except one case should usually be required, 37 CFR
1.78(c). The common assignee must determine the application
in which the conflicting claims are properly placed, Treatment
by rejection is set forth in >MPEP< § 804.03.

I1, Where an interference with a third party is found to exist,
the commonly-owned application having the earliest effective
filing date will be placed in interference with the third party. The
common assignee may move during the interference under 37
CFR 1.633(d) to substitute the other commonly-owned applica-
tion, if desired.

2303 Interference Between Applications [R-2]

37CFR 1,603 Interference betweenapplications, subject matter of the
interference.

Before an interference is declared between two or more applica-
tions, the examiner must be of the opinion that there is interfering
subject matter claimed in the applications which is patentable to cach
applicant subject to a judgment in the interference. The interfering
subject matter shall be defined by one or more counts. Each count shall
define a separate patentable invention, Each application must contain,
or be amended to contain, at Ieast one claim which corresponds to each
count, All claims in the applications which define the same patentable
invention as a count shall be designated to correspond to the count.

[49 FR 48416, Dec. 12, 1984, added effective Feb, 11, 1985]

Where twoor more applications are found tobe claiming the
same patentable invention they may be put in interference,
dependent on the status of the respective applications and the
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difference between their filing dates. One of the applications
should be in condition for allowance. Unusual circumstances
may justify an exception to this if the approval of the group
dircctor is obtained.

Interferences will not be declared between pending applica-
tions if there is a difference of more than 3 months in the
cffective filing dates of the oldest and the next oldest applica-
tions, in the case of inventions of a simple character, or a
difference of more than 6 months in the effective filing dates of
the applications in other cascs, except in exceptional situations,
as determined and approved by the group director. One such
cxceptional situation would be where one application has the
carlicst cffective filing date based on foreign priority and the
other application has the earlicst effective United States filing
date. If an interference is declared, all applications having the
interfering subject matter should be included.

Before taking any steps looking to the formation of an inter-
ference, it is essential that the cxaminer make certain that each
of the prospective parties is claiming the sanie patentable inven-
tion (as defined in 37 CFR 1.601(n)) and that at least one claim
of each party corresponds to cach count of the interference and
is clearly readable upon the disclosure of that party and allow-
able in its application.

It is to be noted that while the claims of two or more
applicants may not be identical, yet if directed to the same
patentable invention, an interferenceexists. Butmere disclosure
by an applicant of an invention which he or she is not claiming
does not afford a ground for suggesting to that applicant a claim
for the said invention based upon claims from another applica-
tion that is claiming the invention, The intention of the partics
toclaim the same patentable invention, as expressed in the sum-
mary of the invention or elsewhere in the disclosure or in the
claims, is an cssential in every instance,

Where the subject matter found to be allowable in one appli-
cation is disclosed and claimed in another application, but the
claims therein to such subject matter are either nonelected or
subject to election, the question of interference should be
considered. The requircment of 37 CFR 1.601(i) that the con-
flicting applications shall contain claims for the same patentable
invention should be interpreted as meaning generally that the
conflicting claimed subject matter is sufficiently supported in
cach application and is patentable to each applicant over the
prior art, The statutory requirement of first inventorship is of
transcendent importance and every effort should be made to
avoid the improvident issuance of a patent where there is an
adverse claimant,

Following are illustrative situations where the examiner
should take action toward instituting interference:

A. Application filed with claims todivisible inventions I and
11, Before action requiring restriction is made, examiner discov-
crs another case having claims to invention I,

The situation is not altered by the fact that a requirement for
restriction had actually been made but had not been responded
to. Nor is the situation materially different if an el ction of
noninterfering subject matter had been made without traverse
but no action given on the merits of the elected invention,

B. Application filed with claims to divisible inventions I and
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I and in response to a requirement for restriction, applicant
traverses the same and elects invention I. Examiner gives an
action on the merits of 1. Examiner subsequently finds an
application to another containing allowed claims to invention I1
and which is ready for issue.

The situation is not altered by the fact that the election is
made without traverse and the nonelected claims possibly
cancelled.

C. Application filed with generic claims and claimed species
a, b, ¢, d, and e. Generic claims rejected and election of a single
species required. Applicant elects species a, but continues to
urge allowability of generic claims. Examiner finds another
application claiming species b which is ready for issue.

The allowability of generic claims in the first case is not a
condition precedent to setting up interference.

D. Application filed with generic claims and claims to five
species and other species disclosed but not specifically claimed.
Examiner finds another application the disclosure and claims of
which are restricted to one of the unclaimed species and have
been found allowable,

The prosecution of generic claims is taken as indication of
anintention to coverall species disclosed which come under the
generic claim,

In all the above situations, the applicant has shown an
intention to claim the subject matter which is actually being
claimed in another application. These are 10 be distinguished
from situations where a distinct invention is claimed in onc
application but merely disciosed in another application without
evidence of an intent to claim the same. The question of
interference should not be considered in the latter instance,
However, if the application disclosing but not claiming the
invention is senior, and the junior application is ready for issue,
the matter should be discussed with the group director to
determine the action to be taken,

2304 Applicant Requests Interference Between
Applications [R-9]

37 CFR 1.604 Request for interference between applications by an
applicans.

(=) An applicant may seck to have an interference declared with an
application of ancther by (1) suggesting a proposed count and present-
ing *>at least one< claim corresponding to the proposed count >or
identifying at least one claim in his or her application that corresponds
to the proposed count<, (2) identifying the other application and, if
known, a claim in the other application which corresponds to the
proposed count, and (3) explaining why an interference should be
declared.

(b) When an applicant presents a claim known to the applicant to
define the same patentable invention claimed in a pending application
of another, the applicant shall identify that pending application, unless
the claim is presented in response to a suggestion by the examiner. The
examiner shall notify the Commissioner of any instance where it
appears an applicant may have failed to comply with the provisions of
this paragraph,

[49 FR 48416, Dec. 12, 1984, added cffective Feb, 11, 1985;
paragraph (a) amended 53 FR 23735, June 23,1988, cffective Sept. 12,
1988]
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2305 Examiner Suggests Claim to Applicant
[R-9]

37 CFR 1.605 Suggestion of claim to applicant by examiner.

(a) The examiner may suggest that an applicant present a claim in
an application for the purpose of an interference with another applica-
tion or a patent. The applicant to whom the claim is suggested shall
amend the application by presenting the suggested claim with in a time
specificd by the examiner, not less than one month. Failure or refusal
of an applicant to timely present the suggested claim shall be taken
without further action as a disclaimer by the applicant of the invention
defined by the suggested claim. At the time the suggested claim is
presented, the applicant may also (1) call the examiner’s attention to
other claims already in the application or which are presented with the
suggested claim and (2) explain why the other claims would be more
appropriate to be included in any interference which may be declared.

(b) The suggestion of a claim by the examiner for the purpose of
an interference will not stay the period for response to any outstanding
Office action. When a suggested claim is timely presented, ex parte
proceedings in the application will be stayed pending a determination
of whether an interference will be declared.

[49 FR 48416, Dec. 12, 1984, added cffective Feb. 11, 1985}

Although the subject of suggesting claims is treated in detail
at this point in the discussion of a prospective interference be-
tween applications, essentially the same practice here outlined
is also applicable to a prospective interference with a patent.

If the applicaiions contain claims covering the entire inter-
fering subject matter the examiner proceeds under 37 CFR

1.609 to form the interference; otherwise, proper claims mustbe
suggested to some or all of the partics.

Under >37 CFR< 1,605, timely filing of an amendment pre-
senting a claim suggested by the examiner for purposes of an
interference would stay ex parte proceedings in the application
in which the claim is presented pending a determination by the
cxaminer of whether an interference will be declared. Also
under >37 CFR< 1.605(a), when an examiner suggests a claim,
the applicant will be required to copy verbatim the suggested
claim. At the time the suggested claim is copied, however, the
applicant may also (1) call the examiner’s attention to other
claimsalready in the application or which are presented with the
copied claim and (2) explain why the other claims would be
more appropriate to be included in any interference which may
be declared.

It should be noted at this point that if an applicant presents
aclaim which corresponds exactly or substantially to aclaim in
another application or patent without suggestion by the exam-
incr, 37 CFR 1.604(b) and >37 CFR< 1/607(c) require him or
her to identify the other application or patent, See >MPEP< §
2308.

The question of what claim or claims to suggest in the inter-
fering apnlication is one of great importance, and failure to
suggest such claims as will define clearly the matter in issuc
leads to confusion and to prolongation of the contest.

Before deciding what claim or claims to suggest to an appli-
cant, the examiner should decide what the count or counts of the
prospective interference will be, keeping in mind that the count
must be patentable over the prior art and define the parties’
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common invention (see>MPEP< § 2309 regarding the forma-
tion of counts). The claim suggested to the applicant necd notbe
identical to the prospective count, but rather should be the
broadest claim within the scope of the prospective count which
the applicant’s disclosurc will support, and which is otherwise
patentable to the applicant.

A response to the examiner’s suggestion of a claim is not
complete unless it includes an amendment adding the exact
claim suggested to the application. Even though the applicant
may consider the suggested claim unpatentable, too narrow, or
otherwise unsuitable, it must be presented; otherwise, the inven-
tion defined by the suggested claim is considered to be dis-
claimed. The applicant must make known any such objections
to the examiner, and may at the same time present other claims,
or call the examiner’s attention to other claims already in the
application, and explain why those claims would be more
appropriately included in the interference.

If,incopying a suggested claim, an erroris introduced by the
applicant, the examiner should correct the applicant’s claim to
correspond to the suggested claim.

Notification of the fact that ihe parties have the same
attorney should be given to both parties at the time claims are
suggested even though claims are suggested to only one party.
See also >MPEP< § 2313.01. Notation of the persons to whom
this letter is mailed should be made on all copies.

The following sentence is usually added to the letter sug-
gesting claims where the same attorney or agent is of record in
applications of different ownership which have conflicting
subject matter:

Attention is called to the fact that the attomey (or agent) in
this application is also the attorney (or agent) in an application

of another party and of different ownership claiming substan-

tially the same patentable invention as claimed in the above-

identified application,

The attention of the Commissioner is not called to the fact
that two conflicting parties have the same attorney until actual
interference is set up and then it is done by notifying the
examiner-in-chief as explained in >MPEP< § 2308.01.

Form paragraphs 11.04 and 11.05 may be used to suggest
claims for purposes of interference to applicants.

§ 11.04 Suggestion of claim

The following allowable claim is suggested for the purpose of an
interfercnce:

1]

The suggested claim must be copicd exactly, although other claims
may be proposed under 37 CFR 1.605(a).

APPLICANT SHOULD MAKE THE SUGGESTED CLAIM
WITHIN ONE MONTH FROM THE DATE OF THIS LETTER.
FAILURE TO DO SO WILL BE CONSIDERED A DISCLAIMER
OF THE SUBJECT MATTER OF THIS CLAIM UNDER THE
PROVISIONS OF 37 CFR 1.605(a). THE PROVISIONS OF 37 CFR
1.136(s) DO NOT APPLY TO THIS TIME PERIOD.

Claim [2] considered unpatentable over this additionally suggested
claim,

Examiner Note:
1. In bracket 1, ingert the suggested claim.
2. In bracket 2, list all claims pending in the application not
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considered to be patentably distinct from the suggested claim.

3. Only one claim should be suggested unless claims to separate
patentably distinct inventions are present. 37 CFR 1,601(n). To suggest
an additional claim to a separate distinct invention, form paragraph
11.05 should follow this paragraph.

4.1f the Officc action addresses other issues, such as a rejection of
other claims, paragraph 11.06 should be included at the end of the
action.

§ 11.05 Suggestion of additional claim for a distinct invention

The following claim is considered allowable and directed to a
separate patentable invention from the claim suggested above:

(1}

The additionally suggested claim must be copied exactly, although
other claims may be proposed under 37 CFR 1.605(a).

APPLICANT MUST ALSO MAKE THIS ADDITIONALLY
SUGGESTED CLAIM WITHIN ONE MONTH FROM THE DATE
OF THIS LETTER. FAILURE TO DO SO WILL BE CONSIDERED
A DISCLAIMER OF THE SUBJECT MATTER OF THIS CLAIM
UNDER THE PROVISIONS OF 37 CFR 1.605(a). THE PROVI-
SIONS OF 37 CFR 1.136(a) DO NOT APPLY TO THIS TIME
PERIOD.

Claim [2] considered unpatentable over this additionally sug-
gested claim.

Examiner Note:

This paragraph must be preceded by paragraph 11.04 and should
only be used to suggest a patentably distinct claim from the one
suggested in paragraph 11.04.

§ 11.06 Suggestion of claims - prosecution suspended

Applicant need respond to the remaining issues in this action if a
suggested claim is copied for the purpose of an interference within the
time limit specified above. 37 CFR 1.605(b).

Examiner Note:

This paragraph should be used at the end of any Office action where
claims are suggested using either paragraph 11.04 or 11.08 and where
additional issues (e.g., arejection of other claims) are addressed in the
action that will be suspended shouid applicant copy the suggested
claim.

2305.01 Action To Be Made at Time of Suggesting
Claims [R-9]

At the same time that the claims are suggested an action is
made on cach of the appiications that are up for action by the
examiner, whether they be new or amended cascs. in this way
possible motions under 37 CFR 1.633(c) and (d) may be
forestalled. That is, the action on the new or amended case may
bring to light patentable claims that should be included as
corresponding to the count of, or as forming the basis for an
additional count of the interference, and, on the other hand, the
rejection of unpatentable claims will serve to indicate to the
opposing parties the position of the examiner with respect to
such claims.

Whenancxaminer suggests that an applicant present aclaim
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for interference, the examiner should state which of the claims
already in the case are, in his or her opinion, unpatentable over
the claim suggested. This statement does not constitute a formal
rejection of the claims, but if the applicant presents the sug-
gested claim but disagrees with the examiner's statement, the
applicant should so state on the record, not later than the time the
claim is presented. In re Bandel, 348 F.2d 563, 146 USPQ 389
(CCPA 1965). If the applicant does not present the suggested
claim by the expiration of the period fixed for its presentation,
the examiner should then reject those claims which were previ-
ously stated as being unpatentable over the suggested claim on
the basis that the failure to present constituted a concession that
the subject matter of those claims is the prior invention of
anotherinthis country under 35 U.S.C. 102(g) and thus prior art
to the applicant under »35 U.S.C.< 103. /n re Oguie, 517 F.2d
1382, 186 USPQ 227 (CCPA 1975). If the applicant does
present the suggested claim, when the interference is declared,
the claims stated to be unpatentable over the suggested claim
will be designated as corresponding to the count.

2305.02 Time Limit Set for Presenting Suggested
Claims [R-9]

Where claims are suggested for interference, a limited
period determincd by the examiner, not less than one month, is
set for reply. See >MPEP< 710.02(c).

Should any one of the applicants fail to present the claim or
claims suggested within the time specified, all claims not
patentable thereover are rejected on the ground that the appli-
cant has disclaimed the invention to which they are directed. If
the applicant presents the suggested claims later they will be
rejected on the same ground. See >MPEP< 706.03(u).

2305.03 Suggested Claims Presented After Period
for Response Running Against Case [R-2]

If suggested claims are presented within the time specified
for making the claims, the applicant may ignore any outstand-
ing rejections in the application. Even if claims arc suggested in
an application near the end of the period for response running
against the case, and the time limit for presenting the claims
extends beyond the end of the period, such claims will be
admitted if filed within the time limit even though outside the
period for response to the rejection (usually a three month
shortened statuiory period) and even though no amendment was
filed responsive to the Office action outstanding against the case
at the time of suggesting the claims, No portion of the case is
abandoned provided the applicant presents the suggested claims
within the time specified. However, if the suggested claims are
not thus presented within the specified time, the case becomes
abandoned in the absence of a responsive amendment filed
within the period for response to the rejection, 37 CFR 1.605(b).
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2305.04 Suggestion of Claims, Application in
Issue or in Interference [R-9]

An application will not be withdrawn from issue for the
purpose of suggesting claims for an interference. When an
application pending before the examiner contains one or more
claims defining an invention 10 which claims may be presented
in a case in issue, the examiner may write a letter suggesting
such claims to the applicant whose case is in issue, stating that
if such claims be presented within a certain specified time the
case will be withdrawn from issue, the amendment entered and
the interference declared. Such letters must be submitted to the
group director. If the suggested claims are not presented in the
application in issue, it may be necessary to withdraw it from
issue for the purpose of rejecting other claims on the implied
disclaimer resulting from the failure to present the suggested
claims.

When the examiner suggests onc or more claims for the
purpose of interference with a case in issue to an applicant
whose case is pending before him or her, the case in issue will
not be withdrawn for the purpose of interference unless the
suggested claims shall be presented in the pending application
within the time specified by the examiner. The letter suggesting
claims should be submitted to the group director for approval.

In either of the above cases the Publishing Division should
be notified when the claims are suggested, so that in case the
issuc fee is paid during the time in which the suggested claims
may be presented, proper steps may be taken to prevent the issue
fec from being applied.

The examiner should borrow the allowed application from
the Publishing Division and hold the file until the claims are
presented or the time limit expires. This avoids any possible
issnance of the application as a patent should the issuc fee be
paid. To further insure against issuance of the application, the
examiner may pencil in the blank space labeled, “Date paid” in
the lower right-hand comer of the file wrapper the initialed
request; “Defer for interference.” The issuc fee is not applied to
such an application until the following procedure is carried out.

Whennotificd that the issue fee hasbeenreceived, the exam-
incr shail prepare 2 memo to the Publishing Division requesting
that issue of the patent be deferred for a period of three months
due to possible interference, This allows a period of two months
to complete any action necded. At the end of this two month
periad, the application must cither be relcased to the Publishing
Division or be withdrawn from issuc.

When an application is found claiming an invention for
which claims are o be suggested to other applications alrcady
involved in interference, to form another interference, the
primary examincr borrows the last named applications from the
Service Branch of the Board of Patent Appeals and Interfer-
ences. In case the application is to be added to an existing
interference, the primary examiner need only send the applica-
tion and form PTO-850 (illustrated in >MPEP< § 2309.07)
properly filled out as to the additional application and identify-
ing the interference, to the examiner-in-chicf in charge of the
interference who will determine the action to be taken, Also see
>MPEP< § 2342,
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§f 11.07 Suggestion of claims - application in issue
This application has been withdrawn from issue for consideration
of a potential interference based on the claims suggested in this action.

Examiner Note: .

1. If a conflicting application is in issue, it should be withdrawn
using paragraphs 10.01 or 10.02 prior 1o suggesting claims for interfer-
ence.

2. Eitherparagraph 11,04 or 11.08 must be used inconjunction with
this paragraph

f 11.08 Requirement to copy patent claim

The following claim number [1] from U.S. patent no. [2] is
suggested to applicant under 35 U.S.C. 135(a) for the purpose of an
interference:

(2]

The suggested claim must be copied exactly, although other claims
may be proposed under 37 CFR 1.605(a).

APPLICANT MUST CQPY THE PATENT CLAIM WITHIN
ONEMONTHFROM THE DATE OFTHIS LETTER. THE EXTEN-
SION OF TIME PROVISIONS OF § 1,136(a) DO NOT APPLY TO
THIS TIME PERIOD, FAILURE TO COPY THE CLAIM WILL BE
TAKEN AS A CONCESSION THAT THE SUBJECT MATTER OF
THIS CLAIMIS THE PRIOR INVENTION OF ANOTHER UNDER
35U.8.C. 102(g) ANDTHUS ALSOPRIOR ART UNDER 35 U.S.C.
103, In re Oguie, 186 USPQ 227 (CCPA 1975).

Examliner Note:

1. In bracket 1, insert the number from the patent of the suggested
claim.

2. In bracket 2, insert a copy of the patent claim,

3. Only one claim from the patent should be suggested for interfer-
ence unless other claims to a separate patentably distinct invention are
claimed in the patent and can be made by the applicant. To suggest an
additional claim, paragraph 11.09 should follow this paragraph.

4, If the Office action addresses other issues, such as arejection of
the claims, paragraph 11,06 should be included at the end of the Office
action,

§ 11.09 Copying additional patent claim for a distinct invention

Claim number [1] from U.S. patent no. [2] is suggested under 35
U.S.C. 135(a) in addition to claim [3] of the patent, suggested above.
The inventions defined by these patent claims are considered to be
“scparate patentable inventions” under 37 CFR 1.601(n) that could
form the basis for plural counts in an interference.

The suggested patent claim, reproduced below, must be copied
exactly, although other claims may be proposed under 37 CFR 1.605(a):

{4]

APPLICANT MUST COPY THE ADDITIONAL PATENT
CLAIM WITHIN ONE MONTH FROM THE DATE OF THIS
LETTER. THE EXTENSION OFTIME PROVISIONS OF § 1,136(a)
DO NOT APPLY TO THIS TIME PERIOD. FAILURE TO COPY
THIS ADDITIONAL CLAIM WILL BE TAKEN A§ A CONCES-
SION THAT THE SURJECT MATTER OF THIS CLAIM IS THE
PRIOR INVENTION OF ANOTHER UNDER 35 U.S.C. 102(g) AND
THUS ALSO PRIOR ART UNDER 35 U.S.C, 103,

Examiner Note:

1. In bracket 1, insert the number of the patent claim that is
patentably distinct from the claim specified in paragraph 11.08.

2, This paragraph must follow paragraph 11,08 and should only be
used in those rare instances where both the patent and the application
claim distinet, interfering inventions,
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§11.11 Failure to apply terms of copied claim to the disclosure

Claim [1] of this application has been copied from U.S, patent (2]
for the purpose of an interference,

Applicant has failed to specifically apply the terms of the copied
claim to the disclosure of the application, a¢ required under 37 CFR
1.607(2)(3).

APPLICANTISREQUIREDTO CORRECT THIS DEFICIENCY
WITHIN ONE MONTH FROM THE DATE OF THIS LETTER, THE
EXTENSION OF TIME PROVISIONS OF37CFR 1.136(a) DONOT
APPLY TO THIS TIME PERIOD.

§ 11.18 Foreign priority not substantiated

Should applicant desire to obtain the benefit of foreign priority
under 35 U.S.C. 119 prior to declaration of an interference, a sworn
translation of the foreign application should be submitted under 37
CFR 1.55 in response to this action.

Examiner Note:

This paragraph may be used when claims are suggested to appli-
cant from either an application or a patent and applicant has a claim for
priority not substantiated by a sworn translation,

2306 Interference Between an Application and a
Patent [R-9]

37 CFR 1.606 Interference between an application and a patent;
subject matter of the interference.

Before an interference is declared between an application and an
unexpired patent, an examiner must determine that there is interfering
subject matter claimed in the application and the patent which is
patentable to the applicant subject to a judgment in the interference.
The interfering subject matter will be defined by one or more counts,
Each count shall define a separate patentable invention. Any applica-
tion must contain, or be amended to contain, at least one claim which
corresponds to each count, All claims in the epplication and patent
which define the same patentable invention as a count shall be desig-
nated 1o correspond to the count. At the time an interference is initially
declared (§ 1.611), a count shall not be narrower in scope than any
patentclaim which corresponds to the count and any single patentclaim
will be presumed, subject to a motion under § 1.633(c), not to contain

separate patentable inventions.
{49 FR 48416, Dec, 12, 1984, added effective Feb, 11, 1985]

Aninterference may be declared between an application and
a patent if the application and patent are claiming the same
patentable invention, and at least one of the applicant’s claims
to that invention arc patentable to the applicant, Since at least
oncof the applicant’s claims must be patentable, an interference
between an application and 4 patent cannot be declared if;

1. The patent is a statutory bar against the application under
35U.8.C. 102(b);

2. The applicant’s claims are not supporied by the applica-
tion disclosure, or otherwise do notcomply with 35U.S.C. 112;

3. The applicant was not claiming the same or substantially
the same invention as claimed in the patent within one ycar after
the date on which the patent was issued (35 U.S.C. 135(b));

4, The patent is a reference against the application under 35
U.S.C. 102(¢), unless the applicant has filed a showing under 37
CFR 1.608. Sce >MPEP< § 2307 concerning the rejection of
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claims in an application which correspond to claims of a patent,

Since the claims of a patent may not be altered (except by
reissue or recxamination), the applicant must claim the same
patentable inventien as is claimed in one or more claims of a
patent in order to provoke an interference with the patent, The
fact that the patent may disclose subject matter claimed by the
applicant is not a basis for interference if the patent does not
claim that subject matter.

The practice followed prior to the adoption of 37 CFR 1.606,
wherein each patent claim formed the basis for a separate count
of the interference, no longer applies. Under present practice,
the cou::is of the interference are formulated in essentially the
same manner regardless of whether a patent is involved. As
stated in 37 CFR 1,606, cach count “shall define a scparate
patentable invention,” Therefore, instcad of having the same
number of counts as copied patent claims, the examiner deter-
mines how many separate patentable inventions are claimed by
the applicant and the patentce. When the interference is de-
clared, tiiere will be only one count for each separate patentable
invention, with all the claims of the applicant and of the patentee
which claim each invention designated as corresponding to the
count for that invention. See >MPEP< § 2309 for a more
detailed discussion of the formulation of counts.

An interference between an application and a patent may
arise in one of the following ways:

1. During examination of an application, the examiner may
determine that the application contains one or more allowable
claims which are drawn to the same invention as claimed in a
patent. In that event, the examiner may proceed to initiate the
interference as described in >MPEP< § 2305,

2. The examiner may discover a patent which claims an in-
vention which is disclosed by the applicant and to which the
applicant could present patentable claims. In that event, the
examiner may suggest to the applicant a claim which would
define the same invention and would be patentable to the
applicant. See >MPEP< § 2305.

3. The applicant may provoke an interference with a patent
by presenting a proposed count and either presenting a claim
corresponding to the proposed count, or identifying a claim
already in the application that corresponds to the proposed
counts. See 37 CFR 1.607.

The requirement that the claims of the application and of the
patent define the same patentable invention in order for an
interference to exist does not mean that the application claim or
claims must necessarily be identical to the corresponding claim
orclaimsof the patent, All thatis required under present practice
isthata claim of the application be drawn to the same patentable
invention as a claim of the patent, An application claim is
considered to be drawn to the same patentable invention as a
patent claim if it recites subject matter which is the same as (35
U.8.C. 102) or obvious in view of (35 U.S.C, 103), the subject
matter recited in the patent claim, 37 CFR 1.601(n), The test is
analogous to that applied for double patenting, ie., if the
applicant’s claims would have been subject (o a double patent-
ing rejection of the “same invention” or “obviousness” type (see
>MPEP< § 804) if the patent and application were by the same
inventive entity, then the application and patent claim are
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directed to the same invention, In all cases the examiner should
keep in mind the fundamental principle that the issuance of two
patents for inventions which are either identical to or not
patentably distinct from each other must be avoided. Aelony v.
Arni, 547 F.2d 566, 192 USPQ 486 (CCPA 1977).

37 CFR 1.601(i) includes the possibility that an interference
may include more than one unexpired patent. The PTO does not
have jurisdiction to determine interferences involving only
patents, since 35 U.S.C. 291 grants the jurisdiction to the courts.
However, if the examiner discovers two or more patents which
are claiming the same invention as an application, an interfer-
ence may be instituted between the application and the patents.
The group director’s approval must be obtained before an
interference involving multiple patents will be declared.

When an interference with a patent is proposed it should be
asceriaincd before any steps are taken whether there is common
ownership. Note >MPEP< § 804.03. A title report must be
placed in both the application and the patented file when the
papers for an interference between an application and & patent
are forwarded. To this end the examiner, before initiating an
interference involving a patent, should refer both the application
and the patented fiic to the Assignment Division for notation as
to ownership.

PATENT IN DIFFERENT GROUP

When an applicant seeks to provoke an interference with a
patent classified in another group, the propriety of declaring the
interference is decided by and the interference is initiated by the
group where the patent is classified. In such a case, it may be
necessary to transfer the application, including the drawings,
temporarily to the group which will initiate the interference.

Under >37 CFR< 1.606, at the time an interference is
declared a rebuttable presumption will exist that any patent
claim designated to correspond to a count does not embrace
separate patentable inventions, Moreover, at the time the inter-
ference is declared, no count will be narrower in scope than the
broadest patent claim designated to correspond to that count.
The presumption is rebuttable and may be challenged and
overcome by a motion under >37 CFR< 1.633(c).

2307 Applicant Requests Interference With a
Patent [R-9]

37 CFR 1.607 Request by applicant for interference with patent,
(8) An applicant may seck to have an interference declared
between an application and an unexpired patent by,

(1) » identifying the patent,

(2)< presenting a proposed count, >

(3)identifying at least one<®* claim >in the patent< correspond-
ing to the proposed count >,

(4) presenting at least one claim corresponding <** to the pro-
posed count >or identifying at least one claim already pending in his or
her application that corresponds to the proposed count, and, if gay
claim of the patent or application identificd as corresponding to the
proposed count does not correspond exactly 1o the proposed count,
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explaining why each such claim corresponds to the proposed count<,
and ¥>
(5)< applying the terms of *>any< application claim
>(i) identified as< corresponding to the count >and
(i) not previously in the application< to the disclosure of the ap-
plication.

(b) When an applicant sceks an interference with a patent, exami-
nation of the application, including any appeal to the Board, shall be
conducted with special dispatch within the Patent and Trademark
Office. The examiner shall determine whether there is interfering
subject matter claimed in the application and the patent which is
patentable to the applicant subject to a judgment in an interference. If
the examiner determines that there is any interfering subject matter, an
interference will be declared. If the examiner determines that there is
no interfering subject matter, the examiner shall state the reasons why
an interference is not being declared and otherwise act on the applica-
tion,

(c) When an applicant presents a claim which corresponds exactly
or substantially io a claim of a patent, the applicant shall identify the
patent and the number of the patent claim, unless the claim is presented
in response to a suggestion by the examiner. The examiner shall notify
the Commissioner of any instance where an applicant fails to identify
the patent,

(d) Anotice that an applicant is secking to provoke an interference
with a patent will be placed in the file of the patent and a copy of the
notice will be sent to the patentee. The identity of the applicant will not
be disclosed unless an interference is declared. If a final decision is
made not to declare an interference, anotice to that effect will be placed
in the patent file and will be sent to the patentee.

[49 FR 48416, Dec. 12, 1984, added cffective Feb. 11, 1985;
paragraph (a) amended 53 FR 23735, June 23, 1988, effective Sept. 12,
1988)]

Special Dispatch
Examiners should note that 37 CFR 1.607 requires that
examination of a application in which applicant sceks an inter-
ference with a patent "shall be conducted with special dispatch.”
>See MPEP § 708.01.<

2307.01 Presentation of Claims Corresponding
to Patent Claims Not a Response to
Last Office Action [R-2]

The presentation of claims corresponding to claims of a
patent when not suggested by the Office does not constitute a
response to the last Office action unless the last Office action
relied solely on the patent for the rejection of all the claims
rejected in that action,

Under 37 CFR 1.615, upon declaration of an interference, ex
parte prosecution of an application involved in the interference
is suspended and any outstanding Office actions are considered
as withdrawn by operation of the rule, Ex parte Peterson, 49
USPQ 119 (Comm’r Pat  1941), Upon termination of the
interference, the examiner will reinstate the action treated as
withdrawn by operation of 37 CFR 1.615 and set a statutory
period for response,
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2307.02 Rejection of Claims Corresponding to
Patent Claims [R-9]

** When claims corresponding to claims of a patent are pre-
sented, the application is taken up at once and the examiner
>must determine whether the presented claims are patentable to
the applicant. If they are not, they should be rejected on the
appropriate ground(s). However, as long as onc of the presented
claims is patentable to the applicant and is claiming the same
invention as at lcast one claim of the patent, an interference
should be declared.

The ground of rejection of the patented claims may or may
notalsobe applicabletothe claimsinthe patent; if itis, any letter
including the rejection must have the approval of the group
dircctor. Sce MPEP 1003, item 10.

An interference will not be declared where the examiner is
aware of a reference for the claims which correspond to the
patent claims, even if it would also be applicable to the patent.
If such areference is discovered while an interference involving
a patentis pending, the examiner should call the reference to the
attention of the examiner-in-chief in charge of the interference,
for possible action under 37 CFR 1.641.<%#*

Examples of * grounds of rejection >which would not also
be applicable to the patent< are insufficient disclosure in the ap-
plication, a reference whose date is junior to that of the patent,
or because the claims are barred to applicant by the second para-
graph of 35 U.S.C. 135, which reads: “‘(b) A claim which is the
same as, or for the same or substantially the same subject matter
as, a claim of an issued patent may not be made in any
application unless such a claim is made prior to one year from
the date on which the patent was granted.” See Ex parte Fine,
217 USPQ 76 (Bd. App. 1981). The anniversary daie of the
issuance of a patent is “prior to onc year from the date on which
the patent was granted”, Switzer v. Sockman, 333 F.2d 935, 142
USPQ 226 (CCPA 1964). It should be noted that an applicant is
permitted to copy a patent claim outside the year period if he >or
she< has been claiming substantially the same subject matter
within the year limit. Sce Thompsanv. Hamilton, 152 F.24 994,
68 USPQ 161 (CCPA 1946); Inre Frey, 182F.2d 184,86 USPQ
99 (CCPA 1950); Andrews v. Wickenden, 194 F.2d 729, 93
USPQ 27 (CCPA 1952); Inre Tanke, 213 F.2d 551, 102 USPQ
93 (CCPA 1954); Emerson v. Beach, 215 F.2d 290, 103 USPQ
45 (CCPA 1955); Rieser v, Williams, 255 F.2d 419, 118 USPQ
96 (CCPA 1958); Stalego v. Heymes, 263 F.2d 334, 120 USPQ
473 (CCPA 1959);, Corbett v. Chisholm, 568 F.2d 759, 196
USPQ 337 (CCPA 1977).

>1f the patent has a filing date carlier than the application,
sce MPEP § 2308.01.<

37 CFR 1.607(b) requires that “When an applicant secks an
interference with a patent, examination of the application,
including any appeal to the Board, shall be conducted with
special dispatch within the Patent and Trademark Office.”
Therefore, when all the claims presented are rejected“* the
examiner sets a time limit for reply, not less than thirty days, and
all subsequent actions, including action of the Board onappeal,
arc special. Failure to respond or appeal, as the case may be,
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within the time fixed, will, in the absence of a satisfactory
showing, be deecmed a disclaimer of the invention claimed.

While the time limit for an appeal from the final rejection of
a claim corresponding to a patent claim is usually set under the
provisions of 37 CFR 1.607(b), where the remainder of the case
is ready for final action, it may be advisable to sct a shortened
statutory period for the entire case in accordance with 37 CFR
1.134.

The distinction between a limited time for reply under 37
CFR 1.607(b) and a shortened statutory period under 37 CFR
1.134 should not be lost sight of. The penalty resulting from
failure to reply within the time limit under 37 CFR 1.607(b) is
loss of the claim or claims involved, on the doctrine of dis-
claimer, and this is appealable; while failure to respond within
the set statutory period (37 CFR 1.134) results in abandonment
of the entire application. This is not appealable.

The rcjection of claims presented for interference with a
patentsometimes creates a situation where two different periods
for response are running against the application - onc, the
statutory period dating from the last full action on the case; the
other, the limited period set for the response to the rejection
(either first or final) of the presented claims, This condition
should be avoided where possible as by setting a shoriened
period for the entire case, but where unavoidable, it should be
emphasized in the examiner’s letter.

In this connection it is to be noted that a reply to a rejection
or an appeal from the final rejection of the presented claims will
not stay the running of the regular statutory period if there is an
unanswered Office action in the case at the time of reply or
appeal, nor does such reply or appeal relieve the examiner from
the duty of acting on the case if it is up for action, when reached
in its regular order,

Where an Office action sets a time limit for response to or
appeal from that action or a portion thereof, the examiner should
note at the end of the letter the date when the time limit period
ends and also the date when the statutory period ends. Sce
>MPEP< § 710.04.

§ 11.12 Rejection of claim corresponding to proposed couns
Cleim[1] of this application has been copied by the applicant from
U.S. patent No. [2]. This claim is not patentable to the applicant because
[3}.
Aninterference cannot be initiated since a prerequisite for interfer-
enceunder 37 CFR 1.606 is that the claim be patentable to the applicant
subject o a judgment in the interference.

Examlner Note:
This paragraph must be preceded by a rejection of the claim.

§ 11.13 Claims not copied within one year
Claim [1] rejected under 35 U,S.C. 135(b) us not being made prior
to one year from the dale on which U.S. patent [2] was granted.

§ 11.14 Copied claims drawn to different invention

Claim[1] of this application is asserted by applicant to correspond
to claims of U.S. patent [2).

The examiner does not consider this claim o be directed to the
same invention as that of U.S. patent [3) because [4). Accordingly, an
interference cannot be initiated based upon this claim,
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2307.03 Presentation of Claims for Interference
With a Patent, After Prosecution of
Application is Closed [R-2]

An amendment presenting a claim to provoke an interfer-
ence in an application not in issuc is usually admitted and
promptly acted on. However, if the case had been closed to
further prosecution as by final rejection or allowance of all the
claims, or by appeal, such amendment is not entered as a matter
ol right,

An interference may result when an applicant presents
claims to provoke an interference with a patent which provided
the basis for final rejection. Where this occurs, if the rejection
in question has been appealed, the Board of Patent Appeals and
Interferences should be notified of the withdrawal of this
rejection so that the appeal may be dismissed as to the involved
claims.

Where the prosecution of the application is closed and the
presented claimsrelateto an inventiondistinct from thatclaimed
in the application, entry of the amendment may be denied (Ex
parte Shohan, 1942 C.D. 1 (Comm’r Pat, 1940)). Admission of
the amendment may very properly be denied in a closed appli-
cation, if prima facie, the claims are not supported by the
applicant’s disclosure. An applicant may not have recourse to
presenting a claim corresponding to a patent claim which
applicant has no right to make as a means to scopen or prolong
the prosccution of his =»or her< case. See >MPEP< § 714.19(4).

AFTER NOTICE OF ALLOWANCE

When an amendment which includes one or more claims
presented to provoke an interference with a patent is received
after the Notice of Allowance and the examiner finds onc or
more of the claims patentable to the applicant and an interfer-
ence to exist, the examiner should prepare a letter, requesting
that the application be withdrawn from issue for the purpose of
interfcrence. This letter, which should designate the claimsto be
involved, together with the file and the proposed amendments,
should be sent to the group direcior.

When an amendment which includes one or more claims
presented to provoke an interference with a patent is received
after Notice of Allowance, and the examiner finds basis for
refusing the interference on any ground, the examiner should
make an oral report to the supervisory primary examiner of the
reasons for refusing the requested interference. Notification to
applicant is made on Form PTOL-271 if the entirc amendment
or a portion of the amendment (including all the presented
claims) is refused. Form paragraph 11.01 should be employed
to express the adverse recommendation as to the entry of the
presented claims,

2307.04 Presentation of Claims For
Interference With a Patent Involved in
a Reexamination Proceeding [R-9]
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An interference will not be declared with a patent which is
involved in an recxamination proceeding except upon specific
authorization from the Office of the Assistant Commissioner for
Patents. When an amendment is filed in a pending application
presenting claims for the purpose of interference with a patent
involved in a reexamination proceeding, the owner of the patent
must be notificd (see 37 CFR 1.607(d)). The applicant must
identify the patent under reexamination with which interference
is sought. The claims may bercjectcd on any applicable ground,
including, if appropriate, the prior art cited in the reexamination
proceeding. Prosecution of the application should continue as
far as possible, but if the application is placed in condition for
allowance and still contains claims which interfere with the
patent under reexamination, further action on the application
should be suspended until the reexamination proceeding is
terminated. See >MPEP< § 2284,

§ 11.15 Patens claims undergoing reexamination

This application contains claims which conflict with the claims of
U.S. patent No. [1], now involved in a recxamination proceeding.

Prosecution in this application is SUSPENDED UNTIL TERMI-
NATION OF THE REEXAMINATION PROCEEDING.

Applicant should inquire as to the status of this application six
months from the date of this letter.

Examiner’s Note:
This paragraph should only be used when the application is
otherwise in condition for allowance.

2307.05 Corresponding Patent Claims Not
Identified [R-2]

37 CFR 1.607(c) requires that “when an applicant presents
aclaim which corresponds exactly or substantially to a claim of
a patent, the applicant shall identify the patent and the number
of the patent claim, unless the claim is presented in response to
a suggestion by the examiner,”

This requirement of 37 CFR 1.607(c) applies to claims pre-
sented in an application at the time of filing as well as to claims
presented in an amendment to a pending application. If an
applicant, attorney, or agent presents a claim corresponding
exactly or substantially to a patent claim without complying
with 37 CFR 1.607(c) the cxaminer may be led into making an
action different from what would have been made had the
cxaminer been in possession of all the facts. Therefore, failure
to comply with 37 CFR 1.607, when presenting a claim corre-
sponding to a patent claim, may result in the issuance of a
requirement for information as to why an identification of the
source of the claim was not made.

The examiner should require the applicant to supply a full
identification of the copied patent claims by using Form Para-
graph 11,10,

§ 11.10 Failure to idensify source of patent claims

Claim [1) of this application has apparently been copied from a
U.S. patent without being suggested by the examiner. The patent
number and the number of the copicd claim have not been properly
identified. 37 CFR 1.607(c).
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Applicant is required to identify the patent and claim numbers and
supply information explaining why a complete identification of the
copied patent claim(s) has not been presented. Following applicant’s
response to this requirement or the abandonment thereof, the applica-
tion will be forwarded by the examiner to the Office of the Assistant
Commissioner for Patents for appropriate review as noted under 37
CFR 1.607(c).

APPLICANT IS REQUIRED TO RESPOND TO THIS RE-
QUIREMENT WITHIN ONE MONTH FROM THE DATE OF THIS
LETTER TO AVOID ANY QUESTION OF ABANDUNMENT.

Examiner’s Note:
The primary examiner must refrain from commenting as to the
reasons for applicant’s failure to disclose the U.S. patentidentification.

After the applicant’s response or abandonment of the appli-
cation, the examiner is required to “notify the Commissioner of
any instance where an applicant fails to identify the patent”
under 37 CFR 1.607(c). The examiner’s notification should be
in the form of a memorandum directed to the Office of the
Assistant Commissioner {or Patents. The memorandum must be
accompanicd by the application and a copy of the patent from
which the claim(s) was copied.

2307.06 Presentation of Claims for Interference
With a Patent, Patentee Must be
Notified [R-9]

When an applicant secks to provoke an interference with a
patent, 37 CFR 1.607(d) requires that the patentee be notified (1)
when the attempt to provoke the interference is first made, and
(2), if an interference is not declared, of the final decision not to
declare an interference.

This regulation provides a patentee with notice as soonasan
applicant attempts to provoke an interference with the patent so
that the patentee can preserve the invention records from the
moment the notice is received until the time, in some instances
many years later, when the interference is ultimately declared
between the patentee and the applicant.

Form Paragraphs 11.19 and 11.20 should be used to nolify
the patentee,

§ 11.19 Notice to patersee, Interference sought

You are hereby notified under 37 CFR 1.607(d) that an applicant
is secking to provoke an interference with your patent No. [1].

The identity of the applicant will not be disclosed unless an inter-
ference is declared.

If a final decision is made not to declare an interference, @ notice
to that effect will be placed in the patent file and will be sent to the
patentee,

If an interfesence is declared, notice thereof will be made under 37
CPR 1611,

§ 11.20 Notice to patensee, Interference not declared

Notice was communicated to you under 37 CFR 1.607(d) on [1)
that an applicant was seeking to provoke an interference with your U.S.
patent No. {2].

A final determination of this issue has resulted in a decision not to
declare an interference,
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No inquiries regarding the identity of the applicast will be enter-
tained.

Examiner’s Note:
In bracket 1, insert the date of mailing of the carlier notice that
>4+ 5 had been copied from the patent.

It is anticipated that patentees may make inquirics as to the
status of the application afier the first notification has been
received. Since the group having responsibility for the applica-
tion will be indicated on the letter and the letter will not contain
any information pertaining to that application, it will be neccs-
sary for cach examining group to establish and maintain some
type of permanent record. The type of permanent record is left
to the discretion of the group director. This permanent record
must be independent of the application file and the patented file
in order to provide adequate information for patentee inquiries
relative to non-reccipt of cither a second notice or a notice of
declaration of interference cither before or after cither is mailed
from the Patent and Trademark Office. Additionally, the perma-
nent record must associate the appropriate patent number and
the serial number of the application, This record could be a
separaic group file for >37 CFR< 1.607(d) notices sent to
patentees having appropriate identification of the patent and
application,

In summary, a 37 CFR 1.607(d) notice (Form paragraph
11.19) is prepared by a person in the group having jurisdiction
over the application attempting to provoke an interference with
apatent. The original is placed of record in the patented file, onc
copy is sent to the patentee, and an entry is made in the
permanent group record for 37 CFR 1.607(d) notices. If a final
decision is made that nointerference will be declared, a primary
examiner will prepare and sign a 37 CFR 1.607(d) notice (Form
paragraph 11.20),

Theoriginal of this notice is entered of record in the patented
file, one copy is sent to the patentee, and another entry is made
in the permanent record for 37 CFR 1.607(d) notices. If an
interference is to be instituted, the declaration of interference
notice will be sent by an examiner-in-chief and no additional
form will be sent by the examiner.

ALTHOUGH THE PERMANENT RECORD FOR >37
CFR< 1.607(d) NOTICES INCLUDES IDENTIFICATION
BOTH OF THE PATENT AND APPLICATION, THE PAT-
ENTEE CANNOT AND SHOULDNOT BEGIVEN ANY IN-
FORMATION CONCERNING THE PARTY OR APPLICA-
TION ATTEMPTING TO PROVOKE AN INTERFERENCE
UNLESS ANDUNTIL AN INTERFERENCE IS DECLARED.
35U8.C. 122,

2308 Interference between an Application and
a Patent; Prima Facie Showing by
Applicant [R-9]

37 CFR 1.608 Interference between an application and a patent;
prima facle showing by applicant,

(a) When the earlier of the filing date or effective filing date of an
application is three months or less after the carlier of the filing date or,
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effective filing date of a patent, the epplicant, before an interference
will be declared, shall file an affidavit alleging that there is 2 basis upon
which applicant is entitled to a judgment relative to the patentee,

(b) When the earlier of the filing date or the effective filing date of
an application is more than three months after the earlier of the filing
date or the effective filing date under 35 U.8.C. 120 of a patent, the
applicant, before an interference will be declared, shall file (1} evi-
dence which may consist of patents or printed publications, other
documents, and one or more affidavits which demonsirate that appli-
cant is prima facie entitled to a judgmentrelative to the patentee and (2)
an explanation stating with particularity the basis upon which the
applicant is prima facie entitled to the judgment. Where the basis upon
which an applicant is entitled to judgment relative to a patentee is
priority of invention, the evidence shall include affidavits by the
applicant, if possible, and one or more corroborating witnesses, sup-
poried by documentary evidence, if aveilable, each setting out a factual
description of acts and circumstances performed or observed by the
affiant, which collectively would prima facie entitle the applicant to
judgment on priority with respect to the earlier of the filing date or
effective filing date of the patent. To facilitate preparation of a record
(§ 1.653 (g) and (h)) for final hearing, an applicant should file affidavits
onpaper whichis 8 1/2x 11 inches (21.8 by 27.9 cm.). Thesignificance
of any printed publication or other document which is self-authenticat-
ing within the meaning of Rule 902 of the Federal Rules of Evidence
or § 1.671(d) and any patent shall be discussed in an affidavit or the
explanation. Any printed publicaticn or other document which is not
self-authenticating shall be authenticated and discussed with particu-
larity in an affidavit. Upon a showing of sufficient cause, an affidavit
may be based on information and belief. If an examiner finds an
application to be in condition for declaration of an interference, the
examiner will consider the evidence and explanation only 1o the extent
of determining whether a basis upon which the application would be
entitled to a judgment relative to the patentee is alleged and, if a basis
is alleged, an interference may be declared.

{49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985]

Under >37 CFR< 1.608, the PTO will continue the previous
practice under deleted 37 CFR 1.204(c) of requiring an appli-
cant secking to provoke an interference with a patent to submit
evidence which demonstrates that the applicant is prima facie
entitled to a judgment relative to the patentee. Evidence would
be submitted only when the earlier of the filing daic or effective
filing date of the application is more than three months after the
carlicr of the filing date or effective filing date under 35 U.S.C.
120 of the patent. The evidence may relate to patentability and
need not be restricted to priority. When the evidence (1) consists
of prior printed publications and patents and (2) shows that the
claims of the application are not patentable, the claims in the
application would be rejected and the applicant could file a
request for reecxamination of the patent.

2308.01 Patent Has Filing Date Earlier than
Application [R-9]

When an applicant attempts to provoke an interference with
a patent, the examiner must determine the cffective filing dates
of the application and of the patent., only the patent’s effective
United States filing date will be considered. Any claim of
forcign priority by the patentee under 35 U.S.C. 119 will not be
taken into account when determining whether or not an interfer-
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ence should be declared, in order to be consistent with the
holding in In re Hilmer, 359 F.2d 859, 149 USPQ 480 (CCPA
1966) to the effect that the effective date of a United States
patent as g reference is not effected by the foreign filing date to
which the patentee is entitled under 35 U.S.C. 119, If the
patentee is determined to be entitled to the benefit of a prior
United States application as to claimed subject matter involved
in the interference, that application must be listed on the PTO-
850 form (sce >MPEP< § 2309).

If the effective date of the applicant is three months or less
than that of the patented application, the applicant must submit
an affidavit or declaration alleging that there is a basis upon
which applicantis entitled to a judgment relative to the patentee,
37 CFR 1.608(a). The affidavit or declaration may be made by
persons other than the applicant, See >MPEP< § 715.04,

If the effective filing date of the application is more than
three months after the effective filing date of the patent, 37 CFR
1.608(b) requires that the applicant must file (1) evidence, such
as patents, publications and other documents, and one or more
affidavits or declarations which demonstrate that applicant is
prima facie entitled to a judgment relative to the patentee, and
(2) an explanation stating with particularity the basis upon
which tinc applicant is prima facie entitled to the judgment,

If an applicant is claiming the same invention as a patent
which has an earlicr effcctive United States filing date but is not
a statutory bar against the application, and the applicant has not
submitted the items required by 37 CFR 1.608(a) and (b), (as
appropriate), the application should be rejected under 35 U.S.C.
102(e)/103. A statement should be included in the rejection that
the patent cannot be overcome by an affidavit or declaration
under 37 CFR 1.131 but only through interference proceedings.
Note, however, 35 U.S.C. 135() and >MPEP< § 2307.02, The
applicant should also be advised that an affidavit under 37 CFR
1.608(b) or evidence and an explanation under 37 CFR
1.608(b)(as appropriate) must be submitted and it should be
stated, if applicable, that the patentee has been accorded the
benefit of an earlicr U.S. application.

If the applicant docs not agree he or she is claiming the same
invention as the patent, and files an affidavit under 37 CFR
1.131, the rejection should be repeated and made final, The
rejection should specify what the count or counts of the interfer-
ence between the application and the patent would be. If the
applicant still disagrees with the cxaminer, the rejection may be
appealed to the Board of Patent Appeals and Interferences, and
the question of whether the application and the reference patent
are claiming the same invention may be argued on appeal,
inasmuch as the 37 CFR 1.131 affidavit cannot be considered
uniess the applicant is found to be claiming an invention which
is patentably distinct from that claimed in the patent, See In re
Hidy, 303 F.2d 954, 133 USPQ 650 (CCPA 1962) and In re
Clark, 457 F.2d 1004, 173 USPQ 359 (CCPA 1972).

2308.02 Showing Under 37 CFR 1.608(b) [R-9]

The showing under 37 CFR 1.608(b) must be such as io
show that the applicant is prima facie entitled to a judgment
relative to the patentee. Since 35 U.S.C. 135(a), as amended by
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Public Law 98-622, now gives the Board jurisdiction in an
interference proceeding over questions of both priority and
patentability, the 37 CFR 1.608(b) showing need not attempt to
show prior invention by the applicant, but may instead demon-
strate that the applicant would be entitled to a judgment against
the patentee on a ground of unpatentability (as, for example, that
the claims of the patent which will correspond to the count or
counts arc unpatentable over prior art or prior public use, or that
the patent does not comply with 35 U.S.C. 112).

Anapplicant in preparing affidavits or declarations under 37
CFR 1.608(b) to provoke an interference with a patentee whose
effective U.S. filing date antedates the applicant’s by more than
three months, should have in mind the provisions of 37 CFR
1.617, and especially the following:

1. That after these affidavits or declarations are forwarded
by the primary examiner for the declaration of an interference
they will be examined by an examiner-in-chief,

2. If the affidavits or declarations fail to establish that
applicant would primafacie be entitled to a judgment relative to
the patentee, an order will be issued concurrently with the notice
of interference, requiring applicant to show cause why summary
judgment should not be entered against the applicant.

3. Additional evidence in response to such order wifl not be
considered unless justified by a showing under the provisions of
37 CFR 1.617(b). If the applicant responds, the applicant must
serve the patentec and any other opponents with a copy of the
original showing under 37 CFR 1.608(b) and of the response,
and they will be entitled to present their views with respect
thereto (37 CFR 1.617(d)).

4, All affidavits or declarations submitted must describe acts
which the affiants performed or observed or circumstances
observed, such as structure used and results of use or test, except
on a proper showing as provided in 37 CFR 1.608(b), State-
ments of conclusion, for example, that the invention of the
counts was reduced to practice, are generally considered to be
notacceptable. It should also be kept in mind that documentary
exhibits which are not self-authenticated must be authenticated
and discussed with particularity by an affiant having direct
knowledge of the matters involved. However, itis not necessary
that the exact date of conception or reduction to practice be
revealed in the affidavits, declarations, or exhibits if the affida-
vits or declarations aver observation of the necessary acts and
facts, including documentation when available, before the
patentee’s effective filing date. On the other hand, where
reliance is placed upon diligence, the affidavits or declarations
and documentation should be precise as to dates from a date just
prior o patentee’s effective filing date, The showing should
relate to the essential factors in the determination of the question
of priority of invention as set out in 35 U.S.C, 102(g).

5. The explanation required by 37 CFR 1.608(b) should be
in the naturc of a brief or explanatory remarks accompanying an
amendment, and should set forth the manner in which the
requirements of the counts are satisfied and how the require-
ments for conception, reduction to practice or diligence are met,
or otherwisc explain the basis on which the applicant is prima

facie entitled to a judgment.
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6. Published decisions of the Court of Customs and Patent
Appeals and the Board of Patent Interferences concerning the
quantum of proof required by an applicant to make out a prima
Jfacie showing entitling the applicant to an award of priority with
respecttothe filing date of apatent so asto allow the interference
to proceed, 37 CFR 1.617(a), second sentence, include Kistler
v. Weber, 412 F.2d 280, 162 USPQ 214 (CCPA 1969); Schwab
v. Pittman, 451 F.2d 637, 172 USPQ 69 (CCPA 1971); Murphy
v. Eiseman, 166 USPQ 149 (Bd. Pat. Int, 1970); Golota v.
Strom, 489 F.2d 1287, 180 USPQ 396 (CCPA 1974); Horvitz v.
Pritchard, 182 USPQ 505 (Bd. Pat. Int. 1974); Azar v, Burns,
188 USPQ 601 (Bd. Pat. Int. 1975) and Wetmore v. Quick, 536
F. 2d 937, 190 USPQ 223 (CCPA 1976).

As noted above, the evaluation of a showing under 37 CFR
1.608(b) is made by an examiner-in-chief, However, when a
showing under 37 CFR 1.608(b) is filed, the examiner must
inspect it to determine whether the applicant is relying upon
prior invention: or unpatentability as a basis for the showing, If
the applicantalleges priorinvention, the examiner should merely
determine that at lcast one date prior to the effective filing date
of the patent is alleged; if so, the examiner should proceed to
institute the interference as described in >MPEP< § 2309. If the
showing is based on alleged unpatentability of the patent claim
or claims, the examiner should determine whether any ground
of unpatentability alleged is such that it would also apply to the
applicant; forexample, if the applicant alleges that the claims of
the patent arc statutorily barred by areference which would also
be a bar to the applicant, If the examiner finds that an alleged
ground of unpatentability would also apply to the applicant, the -
interference should not be declared and the applicant’s claims
whichare drawn to the same invention as the claims of the patent
should be rejected on this admission of unpatentability, without
regard to the merits of the matter, Compare Ex parte Grall, 202
USPQ 701 (Bd. App. 1978). Although the applicant may wish
io contest the question of whether the common invention is
patentable to the patentee, an interference cannot be declared
unless the common invention is patentable to the applicant,
Hilborn v. Dann, 546 F.2d 401, 192 USPQ 132 (CCPA 1976).
If the alleged unpatentability is based on patents or printed
publications, the applicant may still be able to file a request for
reexamination of the patent under 35 U.S.C. 302,

2308.03 Patent has Filing Date Later Than
Application [R-9]

Although a patent which has an cffective U.S. filing date
later than the effective filing date of an application is not prior
art against that application, the application should not be issued
if the application and patent contain claims Lo the same patent-
able invention, In order to avoid the issuance of two patents to
the same paientable invention, the examiner should take steps to
institute an interference between the application and the patent.

If the application contains at least onc allowable claim
drawn to the same patcntable invention as at least one patent
claim, the cxaminer may initiate the interference by proceeding
as described in >MPEP< § 2305,
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If the application discloses, but does not claim, an invention
claimed in the patent, so that a patent could be granted to the
applicant without an interference proceeding, the patent should
only be cited to the applicant> The applicant can then determine
whether 1o present claims to provoke an interference with the
patent.

2309 Preparation of Interference Papers by
Examiner [R-9]

37 CFR 1.609 Preparation of interference papers by examiner.
When the examiner determines that an interference should be de-
clared, the examiner shall forward to the Board:
(a) All relevant application and patent files and
(b) A statement identifying:

(1) The proposed count or counts;

(2) The claims of any application or patent which correspond to
each count, stating whether the claims correspond exactly or substan-
tially to each eount;

(3) The claims in any application which are deemed by the
examiner o be patentable over any count; and

(4) Whether an applicant or patentec ig entitled to the benefit of
the filing date of an earlier application and, if so, sufficient information
1o identify the earlicr application,

{49 FR 48416, Dec. 12, 1984, added effective Feb, 11, 1985]

>37 CFR< 1.609 sets forth what an examiner shall forward
to the Board when an interference is declared. For the most part,
>37 CFR< 1.6(9 continues previous practice, However, under
»37 CFR< 1.609(b)(3), the examiner must identify all claims of
an application which the examiner believes are patentable over
the proposed counts, Thus, a claim in an application will either
correspond to a count or will be indicated as being patentable
over the count, For instance, in example 3, >MPEP< § 23(9,01,
the examiner must indicate that (1) claims 1 and 2 of application
E and claims 11 and 12 of application F correspond to the count
and (2) claim 3 of application E defines a separate patentable
invention from the count,

2309.01 Formulation of Counts [R-2]

Before preparing the “Interference-Initial Memorandum”
(Form PTO-850), the examiner must determine precisely what
the count or counts of the interference will be, Unlike previous
practice, under the revised rules (37 CFR 1.601 - 1,688) the
question of whether the interference involves a patent is essen-
tinlly irrelevant to the formation of the counts,

Informulating the countor counis, theexaminer must decide
two intesrelated questions: (1) how many counts will there be,
and (2) what will the scope of each count be, The following
principles should be kept in mind:

1, Each count must be drawn {0 a separate patentable
invention, thatisto say, the invention defined in cach count must
notbe the same as, or obvious over, the invention defined inary
other count. However, a count may properly be included if it is
unobvious over another count, even though the reverse might
not be true, For example, a count to a species and a count to a
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genus might properly both be included in the interference if the
species is patentable over the genus, even though the genus
might not be patentable, given the species.

It is expected that most interferences will involve only one
count or a very small number of counts, in view of the require-
ment of separate patentability.

2. A count should normally be sufficiently broad as to en-
compass the broadest corresponding patentable claim of each of
the parties, However, a situation may arise where the examiner
considers that an applicant’s corresponding claim includes not
only the coramon invention, but also another invention; in that
case, the count should be limited to the common invention, and
may be narrower than the corresponding claim which recites the
additional invention, Note that 37 CFR 1.606 provides that a
count may nof initially be narrower in scope than any paient
claim which corresponds to it; this does not preclude later
substitution of a count which is narrower than the patent claim,
as a result of a preliminary motion under 37 CFR 1.633(c).

3. A count may not be so broad as to be unpatentable overthe
prior art, If a count cannot be made sufficiently broad in scope
as to embrace the broadest corresponding patentable claims of
the parties without being unpatentable, that would indicate
either that the partie’s corresponding claims are unpatentable or
perhaps, if the parties’ claims do not overlap, that they are drawn
to two separately patentable inventions and there is no interfer-
ence in fact between them,

The following examples illustrate how counts should be for-
mulated. An examiner-in-chief should be consulted in unusual
situations which do not fit any of the examples.

Example 1: Application A contains patentable claim 1 (engine).
Application B contains patentable claim 8 (engine), If an interference
is declared, there will be one count (engine), Claim 1 of application A
and claim § of application B would be designated to correspond 1o the
count,

Example2; Application C contains patentableclaim 1 (engine) and
2 (6-cylinder engine). Application D contains patenteble claim 8 (en-
gine). An engine and a 6-cylinder engine define the same patentable
invention. If an interference i¢ declared, there will be one count
(engine). Claims 1 and 2 of application C and claim 8 of application D
would be designated to correspond to the count,

Fixample 3: Application E contains patentable claims 1 (engine), 2
(6-cylinder engine) and 3 (engine with & platinum piston), Application
F containg patentable claims 11 (engine) and 12 (8-cylinder engine).
Claims 1 and 2 of application E and claims 11 and 12 of application F
define the same patentable invention, Claim 3 of application E defines
a patentable invention from claims 1 and 2 of syrplication E and claims
11 and 12 of application F. If an interference is declared, there will be
one count (engine), Claims 1 and 2 of application E and claims 11 and
12 of application F would be designated to correspond to the count,
Claim 3 of application B would not be designated to correspond to the
count,

Example 4: Application G contains patentable claim 1 (engine), 2
(6-cylinder engine) and 3 (engine with a platinum piston). Application
H contains patentable claims 11 (engine) and 15 (engine with a
platinum piston), Claims 1 and 2 of application G and claim 11 of
application H define the same patentable invention. Claim 3 of appli-
cation G and cleim 15 of application H define a patentable invention
from claims 1 and 2 of application G and claims 11 of application H.
If aninterference is declared, there will be two counts: Count 1 (engine)
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and count 2 (engine with a platinum piston). Claims 1 and 2 of
application G and claim 11 of application H would be designated to
correspond to the Count 1. Claim 3 of application G and claim 15 of
application H would be designated to correspond te Count 2,

Example §: Application J contains patentable claim 1 (engine), 2
(combination of an engine and a carburetor) and 3 (combination of an
engine, & carburetor, and a catalytic converter). Application K contains
patentable claims 31 (engine), 32 (combination of an engine and a
carburetor), and 33 (combination of an engine, a carburetor, and an air
filter). The engine, combination of an engine and carburetor, and
combination of en engine, carburctor, and air filter define the same
patentable inventien. The combination of an engine, carburetor, and
catalytic converior define a separate patentable invention {rom the
engine, If an interference is declared, there will be one count (engine).
Claims 1 and 2 of application J and claims 31, 32 and 33 of application
K would be designated to correspond to the Count. Claim 3 of
gpplication J would not be designated as corresponding to the count.

Exampled: The PTO will continueto follow Weldeck v, Lewis, 120
USPQ 88 (Comm’r. Pat, 1655). Application L contains patentable
claims 1 (Markush group of benzene or toluene), 2 (benzene), and 3
(toluene). Application M contains patentable claims 11 (benzene).
Benzene and toluene define the same patentable invention. If an
interference is declared, there will be one count (Markush group of
benzene or toluene). Claims 1, 2 and 3 of application L and claim 11 of
application M would be designated to correspond 1o the count,

Example 7: Application N contains patenteble claim 1 (benzene),
Application P contains patentable claim 11 (xylene). benzene and
xylene define the same patentable invention. If an interference is
declared, there will be one count (benzene or xylene). Claim 1 of
application N and claim 11 of application P would be designated to
correspond to the count,

Example 8: Application Q contains patentable claims 1 (Markush
group of benzene or chloroform), 2 (benzenie), and 3 (chloroform).
Application R contains patentable claims 33 (benzene). If benzene and
chloroform define the same patentable invention and an interference is
declared, there will be one count (Markush group of benzene or
chloroform). Claims 1, 2 and 3 of application Q and claim 33 of
application R would be designated to correspond to the count, If
¢hloroform defines a separate patentable invention from benzene and
an interference is declared, there will be one count (benzene). Claims
1 and 2 of application Q and claim 33 of application B would be
designated to correspond (o the count, Claim 3 of application Q would
not be designated to correspond to the count,

Example 9: Application S contains patentable claims 1 (Markush
group of benzene or chloroform), 2 (benzene), and 3 (chloroform),
Application T containg patentable claims 11 (Markush group of ben-
zene or chloroform), 12 (benzene), and 13 (chloroform), If benzene and
¢hloroform define the sume patentable invention and an interference is
declared, there will be one count (Markush group of benzene or
chloroform). Claims 1, 2 and 3 of application $ and claims 11, 12 and
13 of application T would be designated to correspond Lo the count. The
T will continue 1o adhere 1o Becker v. Patrick, 47 USPQ 314
(Comm'r. Pat, 1939), An interference cen have two countg only if one
count defines a separate patentable invention from anether count, If
chloroform defines a separate patentable invention from benzene and
an interference is declared, there will be two counts: Count 1 (benzene)
and Count 2 (chloroform). Cluimas 1 and 2 of application S and claims
11 and 12 of application T would be designated to correapond 1o Count
1. Claims 1 and 3 of application § and claims 11 and 13 of application
T would be designated 1o correspond to Count 2,

Example 10. Patent A conltains ¢leim 1 (engine). Application U
containg patentable claim 11 (engine). If an interference is de¢lared,
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there will be one count (engine). Claim 1 of patent A and claim 11 of
application U would be designated to correspond to the count,

Example 11 Patent, B contains claims § (engine) and 2 (6-cylinder
engine). Application V contains patentable claim 8 (engine). Anengine
and a 6-cylinder engine define the same patentable invention. If an
interference is declared, there will be one count (engine). Claims 1 und
2 of patent B and claim 8 of application V would be designated to
correspond to the count,

Example 12; Patent C contains claims 1 (engine), 2 (6-cylinder
engine), and 3 (engine with a platinum piston). Application W contains
patentable claims 11 (engine) and 12 (8-cylinder engine). Claims 1 and
2 of patent C and claims 11 and 12 of application W define the same
patentable invention. Claim 3 of patent C defines a separate patentable
invention from claims 1 and 2 of patent C and claims 11 and 12 of
application W. If an interference is declared, there will be one count
(engine). Claims 1 and 2 of patent C and claims 11 and 12 of application
W would be designated to correspond to the count. Claim 3 of patent
C would not be designated to correspond W the count,

Example 13: Puient D contains ¢laims 1 (engine), 2 (6-cylinder
engine), and 3 (engine with a platinum piston). Application X contains
patentable claims 11 (engine) and 15 (engine with a platinum piston ).
Claims 1 and 2 of patent D and claim 11 of application X define the
same patentable invention. Claim 3 of patent D and claim 15 of
application X define a separate patentable invention from claims 1 and
2 of patent 1) and claims 11 and 12 of application X. If an interference
is declared, there will be two counts, Count 1 (engine) and Count 2
(engine with a platinum piston). Claims 1 and 2 of patent D and claim
11 of application X would be designated to correspond 1o Count 1.
Claim 3 of patent D and claim 15 of application X would be designated
to correspond to Count 2,

Example 14 Palent B contsins claim 1 (Markush group of benzene
or toluene), 2 (benzene), and 3 (toluene). Application Y conlains pat-
entable claim 11 (benzene), Benzene and wluene define the same pat-
entable invention, If an interference is declared, there will be one count
(Markush group of benzene or toluene). Claimsg 1,2 and 3 of patent E
and claim 11 of application Y would be designated to correspond to the
count,

Example 15: In this example, the claims of patent E and applica-
tion'Y of example 14 sre reversed. Patent E contains claim 1 (benzene).
Application Y contains patentable claim 11 (Markush group of ben-
zene or toluene), 12 (benzene), and 13 (toluene). If an interference is
declared, the count will be the same ug the count in Example 14 -
(Markush group of benzene or toluene). Claim 1 of patent E and claims
11,12 and 13 of application Y would be designated to correspond to the
count,

Example 16: The PTO will continue o follow cases such as Case
v. CPC International Inc., 730 B.2d 745, 221 USPQ 196 (Fed. Cir.
1984), cert. denied, 105 S, Ct. 233, 224 USPQ 736 (1984); Aelony v.
Arnl, 547 F.24 566, 192 USPQ 486 (CCPA 1977); and Notz v.
Ehrenreich, 537 F.2d 539, 190 USPQ 413 (CCPA 1976), and declare
interferences where interfering patent and application claims are
mutually exclusive provided the claims define the same patentable
invention. Patent F contains claim 1 (benzena), Application Z contains
patentable claim 11 (xylene). Benzene and xylene define the same
patentable invention. If an interference is declared, there will be one
count (benzone or xylene). Claim 1 of patent F and claim 11 of
application Z would be designated to correspond to the count.

Example 17: Iwwillbe tho practice of the PTO under 37 CFR 1,606
(o initially declare interforences with counts which are identical to or
broader than paient claims which correspond o the counts, A single
patent claim will be presumed, subject to & motion under 37 CFR
1.633(c), not to define scparate patentablo inventions. Patent G con-
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tains claims 1 (Markush group of benzene and chloroform), 2 (ben-
zene), and 3 (chloroform). Application AA contains patentable claim
33 (benzenc). If an interference is declared, initially it will be presumed
by the PTO, subject to a later motion undar 37 CFR 1.633(c), that
benzene and chloroform define the same patentable invention. There
will be one count (Markush group of benzene or chloroform). Claims
1, 2 and 3 of patent G and claim 33 of application AA would be
designated to correspond to the count, If a party believes benzene and
chloroform define separate patentable inventions, that party could file
a motion under 37 CFR 1,633(c) to redzfine the count and the claims
corresponding to the counts.

Example 18: Patent H contains claims 1 (Markush group of
benzene and chloroform), 2 (benzene), and 3 (chloroform). Applica-
tion AB contains patentable claims 11 (Markush group of benzene and
chloroform), 12 (benzene) and 13 (chloroform). Benzene and chloro-
form initially would be presumed, subject to & motion under 37 CFR
1.633(c), to define the same patentable invention, because they were
recited as a Markush group in & single patent claim. If an interference
is declared, there will be one count (Markush group of benzene or
chloroform). Claims 1, 2 and 3 of patent H and claims 11, 12 end 13 of
application AB would be designated to correspond to the count, If a
party believes benzene and chloroform define separate patentable
inventions, the party could move under 37 CFR 1.633(c) to substitute
a count (benzene) for (Markush group of benzene or chloroform) and
to add a count (chloroform).

Example 19: Under 37 CFR 1,606, the PTO will continue to follow
the practice announced in Ex parte Card and Card, 1904 C.D, 383
(Comm’r. Pat.). Patent J contains claim 1 (method of mixing, grinding,
and heating). Application AC contains patentable claim 8 (method of
mixing and heating) and does not disclose or claim & grinding step. In
the context of the inventions disclosed in patent J and application AC,
a method of mixing, grinding, and heating is the same patentable
invention as a method of mixing and heating. Under current practice,
it would be said that “grinding” is an “immaterial” limitation in claim
1 of patent J. Under 37 CFR 1.606, the fact application AC does not
disclose grinding would not preclude an interference. If an interference
is declared, there will be one count (method of mixing and heating),
Claim 1 of patent J and claim 8 of application AC would be designated
to correspond to the count.

Example 20: The facts in this example are the same as Example 18,
Assume that applicant AB believes that benzene and chloroform define
separate patentable inventions. Applicant AB would file a motion
under 37 CFR 1.633(c)(1) to substitute Count 2 (benzene) for Count 1
(Markush group of benzene or chloroform) and add Count 3 (chloro-
form). If the examiner-in-chief grants the motion, the interference
would be redeclared by deleting Count 1 and substituting in its place
Counts 2 and 3. Claims 1 and 2 of the patent H and claims 11 and 12
of application AB will be designated to correspond to Count 2, Claims
1 and 3 of patent H and claims 11 and 12 of application AB will be
designated to correspond to Count 3, If one party proves priorily with
respect o both benzene and chloroform, that party would be entitled to
all claims in its application or patent corresponding to Counts 2 and 3,
The other party would not be entitled to a patent containing any claim
corresponding to Counts 2 and 3, If patentee H proves priority with
respect 1o benzene and applicant AB proves priority with respect to
chloroform (assuming there was no issue raised at final hearing with
respect to the patentable distinctness of benzene and chloroform), the
judgment will provide that patentee H is not entitled to a patent with
claims 1 and 3, but is entitled to & patent with claim 2 and that applicant
AR is not entitled to a patent with claims 11 and 12, but is entitled to
a patent with ¢laim 13, If an issue is properly raised at final hearing as
to whether benzene and chloroform are the same patentable invention

Rev. 9, Sept. 1968

MANUAL OF PATENT EXAMINING PROCEDURE

and the Board holds that they are the same patentable invention, the
party proving the earliest priority as to either benzene or chloroform
would prevail as to all claims, Thus, if patentee H invented benzene
before applicant AB invented benzene or chloroform, patentce H
would be entitled to a patent containing claims 1 through 3 even if
applicant AB invented chloroform before patentee H invented chloro-
form. Applicant AB would not be entitled to a patent with claims 11
through 13,

2309.02 Preparation of Papers - Initial
Memorandum [R-9]

The only paper prepared by the examiner is the Initial
Memorandum (Form PTO-850 Revision 1/85 or later) ad-
dressed to the Board which provides authorization for prepara-
tion of the declaration notices. The later papers are prepared in
the Service Branch of the Board.

A sample of a filled-out Form PTO-850 is shown below.

A separate form is used for each count of the interference,
The form need not be typed unless the count is not identical to
any claim of any of the parties. If the count is identical to a claim
of one of the parties, the number of that claim is circled. If the
count is notidentical to any claim of any of the parties, the count
shouid be typed in the space provided on the form (an additional
plain sheet may be attached if nceded).

The files to be included in the interference should be listed
by last name (of the first listed inventor if application is joint),
serial number and filing date irrespective of whether an appli-
cation or a patent is involved.

The sequence of the listed applications is completely imma-
terial, If the examiner has determined that a party is entitled to
the benefit of the filing date of one or more applications (or
patents) as to the counts, the blanks provided on the form for
indicating this fact should be filled in as to all such applications,
It is particularly important to list all intermediate applications
necessary to provide continuity of pendency (o the earliest
benefit application to which a party is entitled.

An applicant will be accorded the benefit of a foreign appli-
cation on the Form PTO-850 and the declaration notices only if
the papers required by 37 CFR 1.55, including a swom transla-
tion, have been filed and the primary examiner has determined
that the applicant is in fact entitled to the benefit of such
application, A patentee may be accorded the benefit of the filing
date of a foreign application in the notice of interference
provided he >or she< has complied with the requirements of 37
CFR 1.55, has filed a sworn translation, and the primary exam-
iner has determined that at least one species within the count
involved in the interference is supported by the disclosure of the
foreign application, Note, however, that a patentee should not
be accorded the benefit of a foreign application if an application
in the interference has an effective filing date subsequent to the
filing date of the forcign application, Sce >MPEP< § 2308.01,

The claims in cach party’s case which correspond and do not
correspond to the count must be listed in the spaces provided on
the form. A claim corresponds to a count if, considering the
count as prior art, the claim would be unpatentable over the
count under 35 U.S8.C, 102 or 103. If the examiner is in doubt as
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FY0-080 U.B, DEPARTMENT OF COMMERCE
PATYENY AND TRADEMASH OFFICE

INTERFERENCE—INITIAL MEMORANDUM

BXAMIKERD INBTRUCTIONSG-—This form nesd not be typewnitien. Compieto the keme bielow and forwerd 1o the Group Clark with o
e including thoas benefit of witleh hee baen ecoordsd, Tha peorties need not be ¥sted in eny specific
{Bee MFEP 2300.02) order. Use o separete form lor each count.

BOARD OF PATENT APPEALE AND INVERFERENCED: An Interference lo found 1 exlet betwoen the fallewing cates:

This Is count 3 of —1 __ countte).

1. NAME . SERIAL NO. FILING DATE PATENT NO., IF ANY
Semith &fal 06/133,456 | §-22.-93 | 4,567,990 |

The clasme of thie party which correspond 10 this count &re; Th, cielms of this party which do Rt corespond 10 this coumt

©®,%,3,4, 9/, 5-8,9,

' ‘“‘é’&'&?&'&"“ o SERIAL NO, FRING DATE PATENT NO., I ANY
2. NAME SERIAL NO. FILING DATE PATENT NO., I ANY

Jones 06/345,678 [ 1%-1-92
The claine of (his party which correspond (o this couns we; The clamis of this penty which do aat cormespond 1o this count
" 3 =k (net allowable)
\, '1(a”owab\d V=10 (allowebie)

T o SERIAL NO FAING DATE PATENT NO., IF ANY
U.S. 927, 654 2-9-2% Y456, %89
VY 015,345 il=ti=91

5. NAME ~ TERIAL NO. FILING DATE PATENT NO., € ANY
WATANARE <l ol jpM56,799 | £-10-23
The cleuna of tivg pazv wiich cosraspond to this co‘Sm & :M clawme of thip perty which do net comrespond 1o (ke coumt
1,9 (net atlowakie o
3-‘_5 (otlowable) G(Mlow.hlc.}
AR ! GERIAL HO FILING DATE PATENT NO., IF ANY
| Tapan | 10,000/¢3, S-10-92,

H o clasty of B0y pasty 16 exsetly the eame ge 1hve count, it should be circled above. f noL, type the count in this psce (alech edditionsl
shast i necasesry)

"6 sonel fumber 8nd (g (810 Of 8EGh ApRRCATION the BARGN Of wivch 16 INENGd (0 ba KICOTGEd MUET 6 HETed, N 16 NOF BUTACIINE 10
marely et the eariest BROUCENON « thare Ba Iervening epphcenons nacessary 107 Contnuky,

DATE FRIMANY EXARINER TELEPMONE NO. ART UNIT
8=11=25 | T\ st Trhnaen, §57-1000 101
Clash'e melrucions GROUP DIRECTOR BIONATURE i requred)

1 Gistam @ nitla repon for ol casso Bnd Inchuds o copy

2 Forward all s including thees benefit of which ie belng acotrded.
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o whether a party’s claim does or docs not correspond to a
count, it should be listed as corresponding to the count. If the
party disagrees with this listing, a motion may be filed under 37
CFR 1.633(c)(4) during the interference to designate the claim
as not corresponding to the count.

Note thatfor eachcount,everyclaimina party’s application
or patent must be designated as either corresponding or not cor-
responding to the count, The fact that a claim may be under
rejection does not mean that it should not be designated. For
every claim of an application which is listed on the form, the
examiner must indicate whether ornot that claim is allowable by
writing “‘(allowable)” or *“(not allowable)” next to the claim
number(s). At least onc of the claims designated as correspond-
ing to the count must be allowable.

If an involved case contains multiple dependent claims, the
cxaminer should be careful to indicate which embodiments of
cach multiple dependent claim correspond or do not correspond
to cach count. An embodiment of a multiple dependent claim
should not be circled on form PTO-850 as being the count, but
rather, the embodiment should be written out in independent
form in the space provided.

After Form PTO-850 is filled out for cach count of the
proposed interference, it must be signed by the primary exam-
iner in the space provided. The form must also be signed by the
group director, if the director’ sapproval is required (as when the
interference involves two applications whose effective filing
dates are more than 6 months apart).

When the forii or forms are signed, they are forwarded to the
Board together with:

1. The file of each U.S. application or patent listed on the
form(s), including all applications or patents of which benefit is
being claimed. .

2, Arecenttitle report for cach of the involved application(s)
and patent(s).

If two of the partics have the same atiorney or agent, the
cxaminer will in a separate memorandum call the attention of
the Board to that fact when the Initial Memorandum is for-
warded. The examiner-in-chief, when the interference is de-
clared, can then take such action as may be appropriate under 37
CFR 1.613(b).

2309.03 Affidavits and Declarations Retained
in File [R-2]

When there are of record in the file of the application
affidavits or declarations under 37 CFR 1,131 or 1.608, they
should not be scaled but should be left in the file for considera-
tion by the Board, If the interference proceeds normally, these
affidavits or declarations will be removed and scaled up by the
Service Branch of the Board and retained with the interference,

Affidavits and declarations under 37 CFR 1,131 and 1.608
arc available for inspection by an opposing party to an inter{er-
ence alter the preliminary motions under 37 CFR 1.633 ure
decided, See 37 CFR 1.612(b).

Affidavits or declarations in the file of a patent arc not
removed, inasmuch as they are available to the public since the
date the patent issucd,
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2309.04 Record in Each Interference Complete
[R-2]

When there are two or more related interferences pending in
the Patent and Trademark Office, in order that the record of the
proceedings in each particular interference may be separate and
distinct, all motions and papers sought to be filed therein must
be titled in and rclate only to the particular interference to which
they belong, and no motion or paper can be filed in any
interference which relates to, or in which is joined, another
interference or matter affecting another interference,

2309.05 Consuitation With Examiner-in-Chief
[R-2]

The examiner should consult with one of the examiners-in-
chief in any case of doubt or where the practice appears to be
obscure or confused. In view of their specialized experience
they may be able to suggest a course of action which will avoid
considerable difficulty in the future trcatment of the case.

2309.06 Interfering Subject Matter in “Secrecy
Order” Cases [R-9]

37CFRS5.3 Prosecution of application under secrecy order; withhold-

ing patent.
LA RN N

(b) An interference will not be declared involving national appli-
cations under secrecy order. However, if an applicant whose applica-
tion under secrecy order copices claims from an issued patent, a notice
of that fact will be placed in the file wrapper of the patent. (See §
1.205(c)).

Since declaration of an interference gives immediate access
to applications by opposing partics, no interference will be de-
clared involving an application which has a security status
thercin (Sce >MPEP< §§ 107 and 107.02). Claims will be
suggested so that all parties will be claiming substantially
identical subject matter. When all applications contain the
claims suggested, the following letter will be sent to all partics:

“Claims 1, 2, ctc. (including the conflicting claims and
claims not patentable over the application under security
status) conflict with those of another application. However,
the security status (of the other application/of your applica-
tion) does not permit the declaration of an interference,

Accordingly, action on the application is suspended for so

long as this situation continues.

“Upon removal of the security status from all applica-
tions, an interference will be declared.”

The letter should also indicate the allowability of the re-
maining claims, if any.

A notice thatclaims have been presented ina “‘security type"
application for the purpose of interference with a patent should

2300 - 24




INTERFERENCE

be placed in the patented file. Also, in accordance with 37 CFR
1.607(d), the patentee should be notificd. The question of an
.nlcrfcrcncc istakenup upon termination of the “security status”
of the application in which patent claims are presenied, The
suggested notices should be modificd accordingly.

The notices should be signed by the primary examiner. The
copy of the notice retained separately in the cxamining group
should, in addition, contain the identification of the applications
and patents involved and the interfering claims,

2310 Handling by Examiner-in-Chief [R-9]

37CFR 1,610 Assignment of interference to examiner-in-chief, time
period for completing interference.

(a) Eachinterference will be declared by an examiner-in-chief who
may enter all interlocutory orders in the interference, except that only
a panel consisting of at least three members of the Board shall (1) hiear
oral argument at final hearing, (2) enter a decision under §§ 1.617,
1.640(c) or (e), 1.652, 1.656(i) or 1.658 or (3) enter any other order
which terminates the interference.

(b) As necessary, another examiner-in-chief may actinplace of the
one who declared the interference, Unless otherwise provided in this
section, at the discretion of the examiner-in-chief assigned to the
interference, a panel consisting of two or more members of the Board
may enter interlocutory orders.

(c) Unless otherwise provided in this subpart, times for taking
action by a party in the interference will be set on a case-by-case basis
by the examiner-in-chief assigned to the interference. Times for taking
action shall be set and the examiner-in-chief shall exercise control over
the interference such that the pendency of the interference before the
Board does not normally exceed two years,

(d) Anexaminer-in-chiel may hold a conference with the parties
1o consider: (1) $implification of any issues, (2) the necessity or desira-
bility of amendments to counts, (3) the possibility of obtaining admis-
sions of fact and genuineness of documents which will avoid unneces-
sary proof, (4) any limitations on the number of ~xpert witnesses, (5)
the time and place for conducting & deposition (§ 1.673(g)), and (6) any
other matter as may aid in the disposition of the interference. Afler a
conference, the examiner-in-chief may enter any order which may be
appropriate,

(¢) The examiner-in-chicf may determine a proper course of
conduct in an interference for any situation not specifically covered by
this part,

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985]

Under 37 CFR< 1.610, cach interference will be declared
by an examiner-in-chief, The examiner-in-chicf enters all inter-
focutory orders in the interference, Ag necessary, anotherexam-
incr-in-chicf may actin place of the examiner-in-chief agsigned
to the interference. At the discretion of the examines-in-chief
assigned to the interference, 4 panel of two or more examiners-
in-chicf may enter an interlocutory order. The examiner-in-
chief will set times and control proceedings such that pendency
of the interference normally will not exceed 24 months, Vnder
=37 CFR< 1.610(d), the examiner-in-chief is authorized u hold
conferences, Any conference can be by a telephone conference
call, Under >37 CFR< 1,610(c), an examiner-in-chief is author-
ized to determine a proper 2ourse of conduct for any situation
not specifically covered by the rules,
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37 CFR 1.611 Declaration of interference.

(a) Notice of declaration of an interference will be sent to cach
party,

(b) When a notice of declaration is retumed to the Patent and
Trademark Office undelivered, or in any other circumstance where
appropriate, an examiner-in-chief may (1) send a copy of the notice to
a patentec named in a patent involved in an interference or the
patentee's assignee of record in the Patent and Trademark Office or (2)
order publication of an appropriate notice in the Official Gazette.

(¢) The notice of declaration shall specify:

(1) The name and residence of each party involved in the inter-
ference.

(2) The name and address of record of any attorney or agent of
record in any application: or patent involved in the interference;

(3) The name of any assignee of record in the Patent and
Trademark Office;

(4) The identity of any application or patent involved inthe inter-
ference;

(5) Where a party is accorded the benefit of the filing date of an
carlier application, the identity of the carlier application;

(6) The count or counts;

(7) The claim or claims of any application or any patent which
correspond to each count; and

(8) The order of the partics.

(d) The notice of declaration may also specify the time for: (1)
Filing a preliminary statement as provided in § 1.621(a); (2) serving
notice that & preliminary statement has been filed as provided in §
1.621(b); and (3) filing preliminary motions authorized by § 1,633,
oppositions to the motions, and replies to the oppositions.

(e) Notice may be given in the Official Gazette that an interference
has been declared involving a patent,

[49 FR 48416, Dec, 12, 1984, cffective Feb, 11, 1985; 50 FR
23123, May 31, 1985, ]

Upon receiptofthe Interference Initial Memorandum (Form
PTO-850) and the case files from the primary examiner, the
interference is assigned to an examiner-in-chicf, who is thereaf-
ter responsible for handling it during its pendency before the
PTO, Under the revised rules, the examiner-in-chief has wide
discretion as to what actions he or she may take, particularly
with regard to the setting of times, and in studying the rules it
will be noted that many of their provisions are modified by a
qualification such as “unless otherwise ordered by an cxaminer-
in-chief.” Therefore, it may well be that different cxaminers-in-
chief will follow somewhat different procedures in the interfer-
ences assigned to them,

PREPARATION OF DECLARATION NOTICE

The papers necessary in declaring an interference are pre-
parcd at the Board, The notices to the parties and the declaration
sheet are signed by the examiner-in-chicf, who declares the
interference by mailing the notices to the several parties to the
proceeding. Thercafter the applications and interference files
arc kept at the Board where they are also recorded in a card
index.,
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The fact that an application that has been made special by the
Commissioner becomes involved in an interfercnce does not
cntitle that interference to be taken up out of turn. Strickland v,
Glazer, 214 USPQ 549 (Comm'r Par. 1980). The parties may
expedite the proceeding by taking action promptly when times
are sct, and by requesting that certain time periods be reduced or
climinated,

Under >37 CFR< 1.611(a), the PTO will normally notify
cach party at its correspondence address (37 CFR 1.33(a)) that
an interference is declared.

Under >37 CFR< 1.611(a), the PTO could, in appropriate
circumstance, also send a notice to a patentee or an assignee. An
appropriate circumstance for sending an additional notice would
be a situation where a patent was issued on the basis of an
application filed under 37 CFR 1.47. The matters to be specified
in a notice declaring an interference are set out in »37 CFR<
1.611(c). One item to be set out is the “order of the parties,”
meaning the order in which the parties will take testimony. The
“order of the parties” isa procedural tool, It indicates the “style”
of the case — which practitioners are encouraged to use. If there
are two counts and one party is “‘senior” as to onc count and
“junior” as to another count, the party has the burden of proof as
tothatcountto which the party is “junior.” Sece >37 CFR< 1.657.
Appropriate testimony periods will be set (>37 CFR< 1.651(b))
to accommodate differing burdens of proof in cases where a
party is “senior” on one count and “junior” on another count.

If Jones is the junior party and Smith is the senior party, the
order of the partics is: Jones v, Smith. The order of the partics
may change as a result of the granting of a motion under >37
CFR< 1.633(d), (£, or (). Under>37 CFR< 1.611(d), the notice
declaring the interference may also set dates for filing prelimi-
nary statements, notices that preliminary statements have been
filed, motions under >37 CFR< 1.633, oppositions to those
motions, and replies to the oppositions.

Insctting the times for filing preliminary statements and pre-
liminary motions, the examiner-in-chief may follow- different
procedures. Some may hold a telephone conference with the
lead atwrneys to work out times acceptable to all parties, while
others may specify times in the declaration notices and state that
those times will be final unless a lead attorney requests by a
certaindate that they be changed. In either event, the times, once
finally sct, will not be changed except for good cause shown.
Any motion to extend time must reach the examiner-in-chicf
before expiration of the time period to be extended, and may not
be granted even if it is unopposed. Note that 37 CFR 1.645
specifically provides that “The press of other business arising
after an examiner-in-chief sets a time for taking action will not
normally constitute good cause.”

Once aninterference is declared involving an application, ex
parte prosccution of the application is suspended and the
applicant need not respond to any PTO action outstanding as of
the date the interference is declared.
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2312 Accessto Applicationsin Interference [R-9]

37 CFR 1.612 Access to applications.

(a) After an inteiference is declared, each party shall have access
to and may obtain copies of the files of any application set out in the
notice declaring the interference, except for affidavits filed under §
1.131 and any evidence and explanation under § 1.608 filed separate
from an amendment. >A party seeking access to any abandoned or
pending application referred to in the opposing party's involved
spplication or access to any pending application referred to in the
opposing party's patent must file a motion under § 1.635.<

(b) After preliminary motions under § 1.633 are decided (§
1.640(b)), each party shall have access to and may obtain copies of any
affidavit filed under § 1.131 and any evidence and explanation filed
under § 1.608 in any application sct out in the notice declaring the
interference.

(c) Any evidence and explanation filed under § 1.608 in the file of
any application identified in the notice declaring the interference shall
be served when required by § 1.617(b).

(d) The parties at any time may agree to exchange copics of papers
in the files of any application identified in the notice declaring the
interference.

[49 FR 48416, Dec. 12, 1984, effective Feb, 11, 1985; 50 FR
23124, May 31, 1985; paragraph (a) amended 53 FR 23735, Junc 23,
1988, effective Sept. 12, 1988]

37 CFR 1.612(a) requires an interference party sceking
access cither to a pending or abandoned application referred uf.

in an opposing party’s involved application or to a pending ap
plication referred to in an opposing party's involved patent, to
file a motion under 37 CFR 1,635, Such a motion is decided by
an examiner-in-chief (37 CFR 1.640(b)).

A party secking access 1o file a motion under 37 CFR 1,635
must first confer with the opposing party in an effort to resolve
the issue of access as required by 37 CFR 1.637(b). The
examiner-in-chief will not decide the issuc unless it cannot be
resolved by the partics.<

Under »37 CFR< 1,612, except for affidavits under >37
CFR<1.131and any evidencc and explanation under>37 CFR<
1.608(b) filed scparate from an amendment, cach party has
access 1o the file of every other party after an interference is
declared. The files of applications and patents involved in an
interference arc maintained in the Service Branch of the Board
for inspection and copying, Any explanation which is filed as
part of an amendment or an amendment which discusses details
contained in an affidavit under >37 CFR< 1,131 is not to be
sealed under >37 CFR< 1.612(a). Thus, >37 CFR< 1,612(a)
continues the practice discussed in Moorman v. Martin, 103
USPQ 273 (Comm'r Pat. 1950) and Calvert, An Overview of
Interference Practice, 62 J, Pat. Off, Soc'y. 209, 293 (1980).
Under>37 CFR< 1.612(b), cach party hasaccesstoanopponent’s
affidavit under >37 CFR< 1,131 oran opponent’s evidence and
explanation under >37 CFR< 1.608(b) when a decision is
rendered on motions under >37 CFR< 1,633, Under >37 CFR<,
1.612(c), a party is required to serve any evidence and cxplana.
tionunder>37 CFR< 1.608(b) if an order to show cause is issued
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under >37 CFR< 1.617(a) and the party responds to the order
under >37 CFR< 1,617(b), Under >37 CFR< 1,612(d), the
parties may agree to exchange copies of their respective files.

2313 Lead Attorney or Agent [R-9]

37 CFR 1613 Lead attorney, same aliorney representing different
parties in an interference, withdrawal of attorney or agent.

(a) Each party may be required to designate one attorney or agent
of record as the lead attorney or agent,

(b) The same attorney or agent or members of the same firm of
attorneys or agents may not represent (wo or more parties in an
interference except as may be permitted under this Chapter.

(c) An examiner-in-chief may make necessary inquiry to deter-
mine whether an attorney or agent should be disqualified from repre-
senting a party in an interference. If an examiner-in-chief is of the
opinion that an attorney or agent should be disqualified, the examiner-
in-chief shall refer the matter to the Commissioner. The Commissioner
will make a final decision as to whether any attorney or agent should
be disqualified.

(d) No attorney or agent of record in an interference may withdraw
as attorney or agent of record except with the approval of an examiner-
in-chief and after reasonable notice to the party on whose behalf the
attorney or agent has appeared. A request to withdraw as altorney or
agent of record in an interference shall be made by motion (§ 1.635).

[49 FR 48416, Dec. 12, 1984, added cffective Feb. 11, 1985]

Under »37 CFR< 1.613(a), when a party has appointed more
than one attorney or agent of record, the party may be required
1o designate a “lead” awtorney or agent. A “lead” attorney or
agentisaregistered attorney or agent of record who is primarily

responsible for prosccuting an interference on behalf of a party

and is the individual whom an examiner-in-chief can contact to
set times and take other action in the interference, »>37 CFR<
1.613(b) continues the practice of not permitting the same
altorney or agent 1o represent two or more parties in an interfer-
ence except as permitted by Chapter 1, see ¢.g., »37 CFR<
1.344, Under »37 CFR< 1.613(c), an examiner-in-chief can
make an appropriate inquiry to determine whether an attorney
or agent should be disqualificd from representing a party, A
final decision to disqualify an attorney or agent is made by the
Commissioner under 35 U.S.C. 32,

2314 Jurisdiction Over Interference [R-9)

37 CFR 1.614 Jurisdiction over interference.

(a) The Board shall assume jurisdiction over an interferance when
the interference is declared under § 1.611,

() When the interference is declared the interference is s contested
case within the meaning of 35 U.8.C, 24,

(¢) The examiner shall have jurisdiction over any pending appli-
cation until the interference is declared, An examiner-in-chief, where
appropriate, may for & limited purpose restore jurisdiction to tho
examiner over any application involved in the interference,

{49 FR 48416, Dec, 12, 1984, added effeetive Feb, 11, 1945)

>37 CFR< 1,614 specifics when the Board gains jurisdiction
over an interference, The section also indicates when an inter-
ference becomes a contested case within the meaning of 35
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U.8.C. 24. A remand 1o the examiner is authorized and may be
useful in certain situations, such as, when a party moves under
>37 CFR< 1.633(c) to add a proposed count which is broader
than any count in an interference, Alternatively, an examiner-
in-chief can obtain informal opinions from examiners during
the course of an interference. Nothing in the rules, however, is
intended to authorize informal conferences between an exam-
iner-in-chief and an examiner with respect to the merits of an
application before the Board in an ex parte appeal from an
adverse decision of the examiner.

Where an interference is declared all questions involved
therein are to be determined inter partes. This includes notonly
the question of priority of invention but all questions relative to
the patentability to each of the parties of the claims in issue or
of any claim suggested to be added to the issue.

Examinersare admonished thatinter partes questions should
not be discussed ex parte with any of the interested parties and
that they should so inform applicants or their attorneys if any
attempt is made to discuss ex parte these inter parte questions.

The interference is declared when the examiner-in-chief
mails the notices of interference to the partics. The interference
is thus technically pending before the Board of Patent Appeals
and Interferences from the date on which the notices are mailed,
and from that date the files of the various applications set outin
the notices are opened to inspection by the other partics to the
extent provided in 37 CFR 1,612,

Obvious minor errors in the counts or corresponding claims
of an application may be corrected by the examiner-in-chief
before the declaration notices are mailed, The changes will be
made in red ink and initialled in the margin by the examincr-in-
chief,

Throughout the interference, the interference and applica-
tionfiles involved are in the keeping of the Service Branch of the
Board except at such times that action is required, such as for
concurrent prosecution, when they are temporarily in posses-
sion of the tribunal before whom the particular question is
pending.

If, independent of the interference, action as to one or more
&t the applications becomes necessary, the examiner should
consult the examiner-in-chicf in charge of the interference.

‘The examincr merely borrows a patent file, if needed, as where
the patent is to be involved in a new interference.

2315 Suspension of Ex Parte Prosecution [R-9)

37CFR 1.615 Suspension of ex parie prosecution,

(a) When an interference is declared, ex parte prosceution of an
application involved in the interference is suspended, Amendments
end other papers related to the application received during pendencey of
the interference will not be entered or considered in the interference
without the consent of an examiner-in-chicf.

(b) Ex parte prosecution as to specified matters may be continued
concurrently with the interference with consent of the examiner-in-
chief,

{49 FR 48416, Dec. 12, 1984, added cffective Feb, 11, 1985; 50 FR
23124, May 31, 1985)

The treatment of amendments filed during an interference is
Rev. 9, Sept. 1988
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considered in detail in >MPEP< § 2364.

Ex parte prosecution of an appcal under 37 CFR 1.191 may
proceedconcurrently withan interference proceeding involving
tha same application with the consent of the examiner-in-chicf
provided the primary examiner who forwards the appeal certi-
fies, in a memorandum to be placed in the file, that the subject
matter of the interference does not conflict with the subject
matter of the appealed claims. The approval of the examiner-in-
chief in charge of the interference must be obtained before
underiaking any concurrent prosecution of the application.

2315.01 Suspension - Overlapping Applications
[R-9]

Where one of several applications of the same inventor or
assignee which contain overlapping claims gets into an inierfer-
ence, the prosecution of all the cases not in the interference
should be carricd as far as possible, by treating as prior art the
counts of the interference and by insisting on proper lines of
division or distinction between the applications. In some in-
stances suspension of action by the Office cannot be avoided.
See >MPEP< § 709.01.

Where an application involved in an interference includes,
in addition to the subject matter of the interference, a separate
and divisible invention, prosecution of the second invention
may be had during the pendency of the interference by filing a
divisional application for the second invention or by filing a
divisional application for the subject matter of the interference
and moving to substitute the latter divisional application for the
application originally involved in the interference, However,
the application for the second invention may not be passed to
issue if it contains claims broad enough to dominate matter
claimed in the application involved in the interference.

§ 11.16 Rejection based on count of an interference

The rejection of claim [1] above based upon count [2] of interfer-
ence No, [3], to which applicant is a party, is a provisional rejection for
the purpose of resolving all remaining issues in this application, The
provisional agsumption that the count is prior art under 35 U.S.C.
102(g) against this application may or may not be true, and prosecution
in this case will be suspended pending final determination of priority
in the interference if and when no other issucs remain.

Examiner Note:

1, This paragraph must follow all rejections under 35 U.S.C. 102
or 103 using the count of an interference as prior art,

2. This pasagraph is applicable only to an application that is
commonly owned by a party in the interference but is not involved in
the interference,

f 11.17 Suspension of prosecution pending outcome of interference
The outcome of interference No., [1] has a material bearing on the
patentability of the claims in this application. Prosecution in this
application is SUSPENDED pending & final judgment in the interfer-
ence.
Applicant should call this case up for actionupon termination of the
interference.
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Examiner Note:
This paragraph should only be used in an application that is not in
the interference but is commonly owned by one of the parties thereto.

2316 Sanctions For Failure to Comply With
Rules or Order [R-9]

37 CFR 1616 Sanctions for failure to comply with rules or order.

An examiner-in-ch