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701 Statutory Authority for Examination

35 U.S.C. 131. Examination of application.

The Commissioner shall cause an examination to be made of the application
and the alleged new invention; and if on such examination it appears that the
applicant is entitled to a patent under the law, the Commissioner shall issue a
patent therefor.

The main conditions precedent to the grant of a patent to an
applicant are set forth in 35 U.S.C. 101, 102, 103.

35U.S.C. 101. Inventions patentable.

Whoever invents or discovers any new and useful process, machine, manufac-
ture, or composition of matter, or any new and useful improvement thereof, may
obtain 2 patent therefor, subject to the conditions and requirements of this title.

Form Paragraph 7.04 copies 35 U.S.C. 101.

35 U.S.C. 100. Definitions.
When used in this title unless the context otherwise indicates —
(a) The term “invention” means invention or discovery.
ry
(b) The term “process” means process, art or method, and includes a new use
p . p .
of a known process, machine, manufacture, composition of matter, or material.
(c) The terms “United States” and “this country” mean the United States of
» . » . ly
America, its territories and possessions.
.w
(d) The word “patentee” includes not only the patentee to whom the patent was
issued but also the successors in title to the patentee.

702 Regquisites of ¢

When a new application is assigned in the examining group the
examiner should review the contents of the application to deter-
mine if the application meets the requirements of 35 U.S.C. 111,
Any matters affecting the filing date >or abandonment< of the
application, such as lack of an oath or declaration, filing fee, or
claims should be checked before the application is placed in the
storage racks 10 await the first action.

Theexaminershould be careful to see that the application meets
all the requisites set forth in chapter 600 both as to formal matters
and as to the completeness and clarity of the disclosure. If all of
the requisites are not met, applicant may be called upon for
necessary amendments. Such amendments, however, must not
include new matter.

702.01
When an application is reached for ifs first action and it is then

ke Application [R-6]

Obviously Informal Cases [R-6]
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discovered to be impractical to give a complete action on the
merits because of an informal or insufficient disclosure, the
following procedure may be followed:

(1) A reasonable search should be made of the invention so far
as it can be understood from the disclosure, objects of invention

and claims and any apparently pertinentartcited. In the rarecase

in which the disclosure is so incomprehensible as to preclude a
reasonable search the action should clearly inform applicant that
no search was made.

(2) Informalities noted by the Application Division and defi-
ciencies in the drawing should be pointed out by means of attach-
ments to the examiner’s letter (see >MPEP< § 707.07(a)).

(3) A requirement should be made that the specification be
revised to conform to idiomatic English and United States
practice;

(4) The claims should be rejected as failing to define the
invention in the manner required by 35 U.S.C. 112 if they are
informal. A blanket rejection is usually sufficient.

The examiner should not attempt to pointout the specific points
of informality in the specification and claims. The burden is on
the applicant to revise the application to render it in proper form
for a complete examination.

If 2 number of obviously informal claims are filed in an appli-
cation, such claims should be treated as being a single claim for
fee and examination purposes.

It is obviously to applicant’s advantage to file the application
with an adequate disclosure and with claims which conform to
the U.S. Patent and Trademark Office usages and requirements,
This should be done whenever possible. If, however, due to the

" pressure of a Convention deadline or other reasons, this is not

possible, applicants are urged to submit promptly, preferably
within three months after filing, a preliminary amendment which
corrects the obvious informalities. The informalities should be
corrected 1o the extent that the disclosure is readily understood
and the claims to be initially examined are in proper form,
particularly as to dependency, and otherwise clearly define the
invention, “New matter” mast be excluded from these amend-
ments since preliminary amendments do not enjoy original
disclosure status, >MPEP< § 608.04(b).

Whenever, upon examination, it is found that the terms or
phrases or modes of characierization used to describe the inven-
tion are not sufficiently consonant with the art to which the
invention pertains, or with which it is most nearly connected, to
enablethe examiner to make the examination specifiedin37CFR
1.104, the examiner should make a reasonable search of the
invention so far as it can be understood from the disclosure. The
action of the examiner may be limited to a citation of what
appears to be the most pertinent prior art found and a request that
applicant correlate the terminology of the specification with art-
accepted terminology before further action is made.

Use Form Paragraph 7.01 where the terminology is such that a
proper search cannot be made.

7.01 Use of Terminology, Cannot Be Examined
A preliminary examination of this application reveals that it includes terminol-
. ogy which is so different from that which is gencrally accepied in the art to which
this invention pertains that it is impractical to make & proper search of the prior

Ql‘l.
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For example: [1]

Applicant is required to provide a clarification of these matters or correlation
with ant-accepted terminology so that a proper comparison with the prior art can
be made.

A SHORTENED STATUTORY PERIOD FOR RESPONSE TO THIS AC-
TION IS SET TO EXPIRE 30 DAYS FROM THE DATE OF THIS LETTER.

Examiner Note:

(1) Use this or ** paragraph >7.02< when a search cannot be made.

(2) In the “bracket”, fill in an appropriate indication of the terminology,
properties, units of test data, etc, that are the problem as well as the pages of
specification involved.

(3) For the procedure to be followed when only the drawing is informal, see
608.02(2) and 608.02(b) of the MPEP.

Use Form Paragraph 7.02 where the application is so incomprehensible that a
reasonable search cannot be made.

7.02 Disclosure is Incomprehensible

The disclosure is objected to under 35 U.S.C. 112, first paragraph, as being so
incomprehensible as to preclude a reasonable search of the prior art by the
examiner. For example, the following items are not understood: [1].

Applicant is required to submit an amendment which clarifies the disclosure so
that the examiner may make a proper comparison of the invention with the prior
art.

Applicant should be careful not to introduce any new matter into the disclosure
(i.e., matter which is not supported by the disclosure as originally filed),

A SHORTENED STATUTORY PERIOD FOR RESPONSE TO THIS AC-
TION IS SET TO EXPIRE 30 DAYS FROM THE DATE OF THIS LETTER.

Examiner Note:

1. Use this paragraph when a search cannot be made.

2. In the bracket, indicate the page numbers and features which are not
understood.

3. See form paragraphs 6.28 and 6.30 for improper idiomatic English.

Use Form Paragraph 7.03 where the invention cannot be
understood because of illegible handwritten pages.

7.03 Handwritten Pages are Illegible

The Examiner cannot understand the invention because the handwritten pages
are illegible.

Applicant is required to submit legible pages preferably in typed, double
spaced form.

A SHORTENED STATUTORY PERIOD FOR RESPONSE TO THIS AC-
TION IS SET TO EXPIRE 30 DAYS FROM THE DATE OF THIS LETTER.

For the procedure to be followed when only the drawing is
informal, see >MPEP< §§ 608.02(a) and 608.02(b).

703 “General Information Concerning
Patents” [R-6]

The pamphlet “General Information Concerning Patents” **>,
for use by applicants contemplating the filing or prosecution of
their own applications, may be purchased from the Superinten-
dent of Documents, U.S. Government Printing Office, Washing-
ton, D.C, 20402.<

704 Search [R-6]

After reading the specification and claims, the examiner
searches the prior art.

The subject of searching is more fully treated in Chapter 900.
See §§ 904 through 904.02. The invention should be thoroughly
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understood before a search is undertaken. However, informal
cases, or those which can only be imperfectly understood when
they come up for action in their regular turn are also given a
search, in order to avoid piecemeal prosecution.

PREVIOUS EXAMINER’S SEARCH

When an examiner is assigned to act on an application which
has received one or more actions by some other examiner, full
faith and credit should be given to the search and action of the
previous examiner unless there is a clear error in the previous
action or knowledge of other prior art. In general the second
examiner should not take an entirely new approach to the case or
attempt to reorient the point of view of the previous examiner, or
make a new search in the mere hope of finding something. See
>MPEP< § 717.05.

705 Patentability Reports [R-6]

Where an application, properly assigned to one examining
group, is found to contain one or more claims per se classifiable
in one or more other groups, which claims are not divisible inzer
se or from the claims which govern classification of the applica-
tion in the first group, the application may be referred to the other
group orgroups concerned for a report as to the patentability of
certain designated claims. This report is know as a Patentability
Report (P.R.) and is signed by the primary examiner in the
reporting group.

The report, if legibly written, need not be typed.

Note that the Patentability Report practice is suspended, except
in extraordinary circumstances. See >MPEP< § 705.01(e).

705.01 Instructionsre Patentability Reports

When an application comes up for any action and the primary
examiners involved agree that a Patentability Report is neces-
sary, the application is forwarded to the proper group with a
memorandum attached, for instance, “For Patentability Report
from group — — as to claims — —.”

705.01(a) Nature of P.R., Its Use and
Disposal [R-6]

The primary examiner in the group from which the Patentabil-
ity Report is requested, if he or she approves the request will
direct the preparation of the Patentability Report. This Patenta-
bility Report is written or typed on a memorandum form and will
include the citation of all pertinent references and a complete
action on all claims involved. The field of search covered should
be endorsed on the file wrapper by the examiner making the
report. When an examiner to whom a case has been forwarded for
a Patentability Report is of the opinion that final action is in order
as to the referred claims, he or she should so state. The Patenta-
bility Report when signed by the primary examiner in the
reporting group will be returned to the group to which the
application is regularly assigned >and placed in the file wrap-
per<.

Rev. 6, Oct, 1987

MANUAL OF PATENT EXAMINING PROCEDURE

The examiner preparing the Patentability Report will be en-
titled to receive an explanation of the disclosure from the exam-
iner to whom the case is assigned to avoid duplication of work.,
If the primary examiner in a reporting group is of the opinion that
a Patentability Report is not in order, he or she should so advise
the primary examiner in the forwarding group.

DISAGREEMENT AS TO CLASSIFICATION

Conflict of opinion as to classification may be referred to a
patent classifier for decision.

If the primary examiner in the group having jurisdiction of the
case agrees with the Patentability Report, he or she should
incorporate the substance thereof in his or her action, which
action will be complete as to all claims. The Patentability Report
insuchacaseis not given a paper number butisallowed to remain
in the file until the case is finally disposed of by allowance or
abandonment, at which time it should be removed.

DISAGREEMENT ON PATENTABILITY REPORT

If the primary examiner does not agree with the Patentability
Report or any portion thereof, he or she may consult with the
primary examiner responsible for the report. If agreement as to
the resulting action cannot be reached, the primary examiner
having jurisdiction of the case need not rely on the Patentability
Report but may make his orher own action onthereferred claims,
in which case the Patentability Report should be removed from
the file,

APPEAL TAKEN

When an appeal is taken from the rejection of claims, all of
which are examinable in the group preparing a Patentability
Report, and the application is otherwise allowable, formal trans-
fer of the case to said group should be made for the purpose of
appeal only. The receiving group will take jurisdiction of the
application and prepare the examiner’s answer, At the time of
allowance, the application may be sent to issue by said group with
its classification determined by the controlling claims remaining
in the case.

705.01(b) Sequence of Examination

In the event that the supervisory primary examiners concerned
inaP.R, casecannotagree as to the order of examination by their
groups, the supervisory primary examiner having jurisdiction of
the case will direct that a complete search be made of the art
relevant to his or her claims prior to referring the case to another
group for report. The group to which the case is referred will be
advised of the results of this search.

If the supervisory primary examiners are of the opinion thata
different sequence of search is expedient, the order of search
should be correspondingly modified.

705.01(c) Coilémt‘i;;g and Recording P.R.’s
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The forwarding of the application for a Patentability Report is
not to be treated as a transfer by the forwarding group. When the
P.R. is completed and the application is ready for return to the
forwarding group, itis not counted either as areceipt or action by
transfer. Credit, however, is given for the time spent. See
>MPEP< § 1705.

The date status of the application in the reporting group will be
determined on the basis of the dates in the group of original
jurisdiction. To insure orderly progress in the reported dates, a
timely reminder should be furnished to the group making the P.R.

705.01(d) ?ﬁ!pgicate Prints of Drawings

In Patentability Report cases having drawings, the examiner to
whom the case is assigned will furnish to the group to which the
case is referred, prints of such sheets of the drawings as are
applicable, for interference search parposes. That this has been
done may be indicated by a pencil notation on the file wrapper.

When a case that has had Patentability Report prosecution is
passed for issue or becomes abandoned, NOTIFICATION of this
fact will AT ONCE be given by the group having jurisdiction of
the case to each group that submitted a Patentability Report. The
examiner of each such reporting group will note the date of
alowance or abandonment on *>the< duplicate set of prints. At
such time as these prints become of no value to the reporting
group, they may be destroyed.

. 705.01(e) Limitation as to Use

The above outlined Patentability Report practice is not obliga-
tory and should be resorted to only where it will save total
examiner time or result in improved quality of action due to
specislized knowledge. A saving of total examiner time that is
required to give a complete examination of an application is of
primary importance. Patentability Report practiceis based on the
proposition that when plural, indivisible inventions are claimed,
in some instances either less time is required for examination, or
the results are of better quality, when specialists on each charac-
ter of claimed invention treat the claims direcied to their spe-
cialty, However, in many instances a single examiner can give a
complete examination of as good quality onall claims, and inless
total examiner time than would be consumed by the use of the
Patentability Report practice.

Where claims are directed to the same character of invention
but differ in scope only, prosecution by Patentability Report is
never proper.

Exemplary situation where Patentability Reports are ordinarily
not proper are as follows:

(1) Where the claims are selated as a manufacturing processand
a product defined by the process of manufacture. The examiner
having jurisdiction of the process can usually give a complete,
adequate examination in less total examiner time than would be
consumed by the use of a Patentability Report,

. (2) Where the claims are related as product and a process which
involves merely the fact that a product having certain character-
igtics is made. The examiner having jurisdiction of the product
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can usually make a complete and adequate examination.

(3) Where theclaims are related as acombination distinguished
solely by the characteristics of a subcombination and such
subcombination per se. The examiner having jurisdiction of the
subcombination can usually make a complete and adequate
examination.

Where it can be shown that a Patentability Report will save total
examiner time, one is permitted with the approval of the group
director of the group to which the application is assigned. The
“Approved” stamp should be impressed on the memorandum
requesting the Patentability Report.

705.01(f) Interviews With Applicants [R-6]

In situations where an interview is held on an application in
which a Patentability Report has been adopted, the reporting
group may be called on for assistance at the interview when it
concerns claims treated by them. See >MPEP< §§ 713t0713.10
regarding interviews in general.

706 Rejection of Claims [R-6]

Although this part of the Manual explains the procedure in
rejecting claims, the examiner should never overlook the impor-
tance of his or her role in allowing claims which properly define
the invention.

37 CFR 1.106. Rejection of claims.

(a) If the invention is not considered patentable, or not considered patentable
as claimed, the claims, or those considered unpatentable will be rejected.

(b) In rejecting claims for want of novelty or for obviousness, the exeminer
must cite the best references at his command. When a reference is complex or
shows or describes inventions other than that claimed by the applicant, the
particular part relied on must be designated as nearly as practicable. The
pertinence of each reference, if not apparent, must be clearly explained and each
rejected claim specified.

(c)In rejecting claims the examiner may rely upon admissions by the applicant,
or the patent owner in a reexamination proceeding, as to any matter affecting
patentability and, insofar as rejections in applications are concemed, may also
rely upon facts within his or her knowledge pursuant to § 1.107.

>(d) Subject matter which is developed by another person which qualifies as
prior ari only under 35 U.S.C. 102(f) or (g) may be used as prior art under 35
U.S.C. 103 against a claimed invention unless the entire rights to the subject
matter and the claimed invention were commeonly owned by the same person or
organization or subject to an obligation of assignment to the same person or
organization at the time the claimed invention was made.

(e) The claims in any original application naming an inventor will be rejected
ag being precluded by a waiver in a published statutory invention registration
naming that inventor if the same subject matter is claimed in the application and
the statutory invention registration. The claims in any reissue application naming
aninventorwill be rejected as being precluded by a waiver in a published statutory
invention registration naming the inventor if the reissue application seeks to claim
subject matter (1) which was not covered by claims issued in the patent prior to
the date of publication of the statutory invention registration and (2) which wes
the same subject matter waived in the statutory invention registration.<

Patent examiners carry the responsibility of making sure that
the standard of patentability enunciated by the Supreme Court
and by the Congress is applied in each and every case. The
Supreme Court in Graham v. John Deere, 148 USPQ 459 (de-
cided February 21, 1966), stated that,

“Under§ 103, the scope and content of the prior art to be determined;
differences between the prior art and the claims a tissue are to be
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ascertained; and the level of ordinary skill in the pertinent art resolved.
Against this background, the obviousness or nonobviousness of the
subject matter is determined. Such secondary considerations as com-
mercial success, long felt but unsolved needs, failure of others, etc.,
might be utilized to give light to the circumstances surrounding the
origin of the subject matter sought to be patented. As indicia of
obviousness or nonobviocusness, these inquires may have relevancy.

“This in not to say, however, that there will not be difficulties in
applying the nonobviousness test. What is obvious is not a question
upon which there is likely to be uniformity of thought in every given
factual context. The difficulties, however, are comparable to those
encountered daily by the couris in such frames of reference as
negligence and scienter, and should be amenable to a case-by-case
development. We believe that strict observance of the requirements
laid down here will result in that uniformity and definitiveness which
Congress called for in the 1952 Act.

“While we have focused attention on the appropriate standard tobe
applied by the courts, it must be remembered that the primary respon-
sibility for sifiing out unpatentable material lies in the Patent Office.
To await litigation is -— for all practical purposes— to debilitate the
patent system. We have observed a notorious difference between the
standards applied by the Patent Office and by the courts, While many
reasons can be adduced to explain the discrepancy, one may well be
the free rein often exercised by examiners in their use of the concept
of “invention.’ In this connection we note that the Patent Office is
confronted with a most difficult task. . . . This is itself a compelling
reason for the Commissioner to strictly adhere to the 1952 Act as
interpreted here. This would, we believe, not only expedite disposi-
tion but bring about a closer concurrence between administrative and
judigjal precedent.”

Accordingly, an application covering an invention of doubtful
patentability should not be allowed, unless and until issues
pertinent to such doubt have been raised and overcome in the
course .of examination and prosecution, since otherwise the
resultant patent would not justify the statutory presumption of
validity (35 U.S.C. 282), nor would it “strictly adhere” to the
requirements laid down by Congress in the 1952 Act as inter-
preted by the Supreme Court.

Office policy has consistently been to follow Graham v. John
Deere Co. in the consideration and determination of obviousness
under35U.S.C. 103, Asquoted above, the three factual inquires;
enunciated therein as a background for determining obviousness
are briefly as follows:

1. Determination of the scope and contents of the prior art.

2. Ascertaining the differences between the prior art and the
claims in issue; and

3. Resolving the Ievel of ordinary skill in the pertinent art.

The Supreme Court reaffirmed and relied upon the Graham
three pronged test in its consideration and determination of
obviousness in the fact situations presented in both the Sakraida
v. Ag Pro, 189 USPQ 449 (decided April 20, 1976) and
Anderson’s-Black Rock Inc. v. Pavement Salvage Co., 163
USPQ 673 (decided December 8, 1969) decisions. In each case,
the Court went on to discuss whether the claimed combinations
produced a“new or different function” and a“synergistic result”,
butclearly decided whether the claimed inventions were unobvi-
ous on the basis of the three-way test in Graham. Nowhere in its
decisions in those cases does the Court state that the “new or
different function” and “synergistic result” tests supersede a
finding of unobviousness or obviousness under the Graham test.

Accog:dingly, examiners should apply the test for patentability
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under 35 U.S.C. 103 set forth in Graham. It should be noted that
the Supreme Court’s application of the Graham test to the fact
circumstances in Ag Pro was somewhat stringent, as it was in
Black Rock. Note Republic Industries, Inc. v. Schlage Lock Co.
200 USPQ 769 (C.A. Sth Cir,) The Court of Appeals for the
Federal Circuit stated in Stratoflex Inc. v. Aeroquip Corp., 713
F2d 1530, 218 USPQ 871, 880 (Fed. Cir. 1983) that

A requirement for synergism or a synergistic effect is no-
where found in the statute, 35 U.S.C. When present, for example in a
chemical case, synergism may point toward nonobviousness, but its
absence has no place in evaluating the evidence on obvicusness. The
more objective findings suggested in Graham, supra, are drawn from
the language of the statute and arefully adequate guides for evaluating
the evidence relating to compliance with35 U.S.C. § 103. Bowser Inc.
v. United States, 388 F. 2d 346, 156 USPQ 406 (Ct. Cl. 1967)

The standards of patentability applied in the examination of
claims must be the same throughout the Office. In every art,
whether it be considered “complex,” “newly developed,”
“crowded,” or “competitive,” all of the requirements for patenta-
bility (e.g., novelty, usefulness and unobviousness, as provided
in 35 U.S.C. 101, 102, and 103) must be met before a claim is
allowed. The mere fact that a claim recites in detail all of the
features of an invention (i.e., is a “picture” claim) is never, in
itself, justification for the allowance of such a claim.

‘When an application discloses patentable subject matter and it
is apparent from the claims and the applicant’s arguments that the
claims are intended to be directed to such patentable subject
matter, but the claims in their present form cannot be allowed
because of defects in form or omission of a limitation, the
examiner should not stop with a bare objection orrejection of the
claims. The examiner’s action should be constructive in nature
and when possible should offer a definite suggestion for correc-
tion.

If the examiner is satisfied after the search has been completed
that patentable subject matter has been disclosed and the record
indicates that the applicant intends to claim such subject matter,
he or she may note in the Office action that certain aspects or
features of the patentable invention have not been claimed and
that if properly claimed such claizas may be given favorable
consideration,

37 CFR 1.112, Reconsideration.

After response by applicant or patent owner (§ 1.111) the application or patent
under reexamination will be reconsidered and again examined. The applicant or
patent owner will be notified if claims are rejected, or objections or requirements
made, in the same manner as after the first examination, Applicantorpatent owner
may respond to such Office action, in the same manner provided in § 1,111 with
or withont amendment, Any amendments after the second Office action must
ordinarily be restricted to the rejection or to the objections or requirements made.
The application or patent under reexamination will be again considered, and so
on repeatedly, unless the examiner has indicated that the action is final.

See *>37 CFR< 1.112 for reexamination and reconsideration
of a patent under reexamination after responses by the patent
owner.

>See MPEP Chapter 2300 for rejection of claims in an applica-
tion for a Statutory Invention Registration.<
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706.01 Contrasted With Objection [R-6]

The refusal to grant claims because the subject matter as
claimed is considered unpatentable is called a “rejection.” The
term “rejected” must be applied to such claims in the examiner’s
letter. If the form of the claim (as distinguished from its sub-
stance) is improper, an “‘objection” is made. The practical differ-
ence between a rejection and an objection is that a rejection,
involving the merits of the claim, is subject to review by the
Board of >Patent< Appeals >and Interferences<, while an objec-
tion, if persisted in, may be reviewed only by way of petition to
the Commissioner.

An example of a matter of form as to which objection is made
is dependency of a claim on a rejected claim, if the dependent
claim is otherwise allowable. See >MPEP< § 608.01(n).

706.02 Rejection on Prior Art [R-6]

35 US.C. 102. Conditions for patentability; novelty and loss of right to patent.

A person shall be entitled to a patent unless —

(a) the invention was known or used by others in this country, or patented or
described in a printed publication in this or a foreign country, before the invention
thereof by the applicant for patent, or

(b) the invention was patented or described in a printed publication in this or
a foreign country or in public use or on sale in this country, more than one year
prior 1o the date of the application for patent in the United States, or
_.(c) he has abandoned the invention, or

~(d) the invention was first patented or caused to be patented, or was the subject

of an inventor's cenificate, by the applicant or his legal representatives or assigns
inaforeign country priortothe date of the application forthe patent in this country
on an application for patent or inventor's ceriificate filed more than twelve
months before the filing of the application in the United States, or

.. _ (e)theinvention was described in & patent granted on an application for patent

by another filed in the United States before the invention thereof by the applicant
for patent, or oa an intemational application by another who has fulfilled the re-
quirements of paragraphs (1), (2), and (4) of section 371(c) of this tide before the
invention thereof by applicant for patent, or

(f) he did not himself invent the subject matter sought to be patented, or

(&) before ihe spplicant’s invention thereof the invention was made in this
country by another who had not ebandoned, suppressed, or concealed it. In
determining priority of inventionthere shall be considered not only the respective
dates of conception and reduction to practice of the invention, but also the
reasonable diligence of one who was first to conceive and last to reduce to
practice, from a time prior to conception by the other.

35 U.S.C.103. Conditions for patentability; non-obvious subject matter.

A patent may not be obtained thought the invention is not identically disclosed
or described as set forth in section 102 of this title, if the differences between the
subject matter sought to be patented and the prior art are such that the subject
matter as 2 whole would have been obvious at the time the invention was made
10 a person having ordinary skill in the art 10 which said subject matter pertains,
Patentability shall not be negatived by the manner in which the invention was
made,

>Subject matter developed by another person, which qualifies as prior art only
under subsection (f) or (g) of section 102 of this title, shall not preclude
patentability under this section where the subject matter and the claimed inven-
tion were, at the time the invention wag made, owned by the same person or
subject to an obligation of assignment to the same person.<

By far the most frequent ground of rejection is on the ground of
unpatentability in view of the prior art, that is, that the claimed
>subject< matter is either not novel under 35U.S.C. 102, orelse
it is obvious under 35 U.S.C. 103. The language to be used in

.rejecting claims should be unequivocal. See >MPEP< §
707.07(d).
+For scope of rejections in reexamination proceedings see
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>MPEP< § 2258.
35 U.S.C. 102 (ANTICIPATION OR LACK OF NOVELTY)

The distinction between rejections based on 35 U.S.C. 102 and
those based on 35 U.S.C. 103 should be kept in mind. Under the
former, the claim is anticipated by the reference. No question of
obviousness is present. It may be advisable to identify a particular
partof the reference tosupport the rejection. If not, the expression
“rejected under 35 U.S.C. 102 as clearly anticipated by” is
appropriate.

707 Statement of Statutory Basis, 35 US.C. 102

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that
form the basis for the rejections under this section made in this Office action:
A person shall be entitled to a patent unless.

Examiner Note:

1.>The statute is nolongerbeing recited in al) Office actions. It is only required
in first actions on the merits and final rejections. Where the statute is being cited
in an action on the merits, use paragraph 7.102.<**

2. Paragraphs 7.07t07.14 aretobe used ONLY ONCE in a given Office action.

7.08 102(a), Activity by Another Before Invention by Applicant

(a) the invention was known or used by others in this country, or patented or
described in aprinied publication in this ora foreign country, before the invention
thereof by the applicant for a patent.

Examiner Note:
This paragraph must be preceded by paragraph 7.07.

7.09 102(b), Activity More Than One Year Prior to filing

(b) the invention was patented or described in a printed publication in this or
a foreign country or in public use or on sale in this country, more than one year
prior to the date of application for patent in the United States.

Examiner Note:
This paragraph must be preceded by paragraph 7.07, and may be preceded by
paragraph 7.08.

7.10 102(c), Invention Abandoned
(c) he has abandoned the invention.

Examiner Note:
This paragraph must be preceded by paragraph 7.07, and may be preceded by
one or more of paragraphs 7.08 and 7.09.

7.11 102(d), Foreign Patenting

(d) the invention was first patented or caused to be patented, or was the subject
of an inventor's certificate, by the applicant or his legal repregentatives or assigns
in a foreign country prior to the date of the application for patent in this country
on an application for patent or inventor's certificate filed more than twelve
months before the filing of the application in the United States.

Examiner Note:
‘This paragraph must be preceded by paragraph 7,07, and may be preceded by
onie or more of paragraphs 7.08-7.10.

7.12 102(e), Patent to Another With Earlier Filing Date

(e) the invention was described in a patent granted on an application for patent
by another filed in the United States before the invention thereof by the applicant
for patent, or on an international application by snother who has fulfilled the re-
quirements of paragraphs (1), (2), and (4) of section 371(c) of this title before the
invention thereof by the applicant for patent,
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Examiner Note:
This paragraph must be preceded by paragraph 7.07, and may be preceded by
one or more of paragraphs 7.08-7.11.

7.13 102(f), Applicant not the Inventor
(£) he did not himself invent the subject matier sought to be patented.

Examiner Note:
This paragraph must be preceded by paragraph 7.07, and may be preceded by
one or more of paragraphs 7.08-712.

7.14 102(g)}, Priority of Invention

(g) before the applicant’s invention thereof the invention was made in this
country by another who had not sbandoned, suppressed, or concealed it. In
determining priority of invention there shall be considered not only the respeciive
dates of conception and reduction to practice of the invention, but also the
reasonable diligence of one who was first to conceive and last to reduce to
practice, from & time prior 1o concepiion by the other.

Exeminer Note:

This paregraph must be preceded by paragraph 7.07 and may be preceded by
one or more of paragraphs 7.08 - 7.13

7.18 Rejéction, 35 US.C. 102(a), (b) Patent or Publication (e) andlor (g)
Claim 1] rejected under 35 U.S.C. 102 [2] as being [3] by {4].

Exzsmiger Note:

1. In bracket 2, insert the appropriste parageaph letter or letters in parenthesis
of35 U.S.C. 102

2. In bracket 3, insent “clessly anticipated”, or insert “anticipated” and add an
explanation st the end of the paragraph.

3. In bracket 4, insert the prior art relied upon.

4. Thigrejection must bepreceded >either<by persgraphs 7.07,7.08,7.09,7.12
and 7.14;as appropriste >or by paragraph 7.102<.

7.16 Rejection, 35 USC. 102(b), Public use or on Sale

Claim [1] rejected under 35 U.S.C. 102(b) based upon & public use or sale of
the invention.

Examiner Note:

1. A full explanstion of the evidence establishing a public use or sele must be
provided.

2. This parsgraph must be preceded by peragraphs 7.07 and 7.09 >or by
paragraph 7.102<

7.17 Rejection, 35 US.C. 102(c), Abandonment of the Invention

Claim (1) rejected under 35 U.S.C. 102(c) because the invention has been
abandoned.

Examiner Note:
1. A full explanation of the evidence establishing en sbendonment of the
invention must be provided. See MPEP 706.03(s).

2. This paragreph must be preceded seither< by paragraphs 7.07 and 7.10 >or
by paragrsph 7.102<.

7.18 Rejection, 35 US.C. 102(d), Foreign Patenting
Claim (1] rejected under 35 U.S.C, 102(d) as being barred by epplicant’s {2].

Examiner Note:
This paragraph must be preceded >gither< by paragraphs 7.07 and 7.11 >orby
paragraph 7.102<,

7.19 Rcffclim, 35US.C. 102(), Applicant not the Inventor

Rev. 6, Oet, 1987

MANUAL OF PATENT EXAMINING PROCEDURE

Claim [1] rejected under 35 U.S.C. 102(f) because the applicant did not invent
the claimed subject matter.

Examiner Note: ’

1. An explanation of the supporting évidence establishing that applicant was
not the inventor must be provided.

2. This paragraph must be preceded >either< by paragraphs 7.07 and 7.13 >g¢
by paragraph 7.102<.

>Provisional Rejection (Anticipation)

Provisional rejections of the anticipation type i.e., rejections as
between copending applications which would constitute actual
priorartrejections under 35 U.S.C.102 if patented, are mostoften
made under 35 U.S.C. 102(e). The confidential status of applica-
tions under 35 U.S.C. 122 must be maintained. If either a
common assignee or a comron inventor exists between the
applications, however, and the effective filing dates are different,
a provisional rejection of the later filed application may be
appropriate. Such a rejection could be overcome by a proper
showing under 37 CFR 1.132 that any unclaimed invention
disclosed in the copending application was derived from the
inventor of the other application and is thus not the invention “by
another”. Also, a 37 CFR 1.131 affidavit showing a date of
invention prior to the effective filing date of the copending
application could be used to overcome the rejection based on
unclaimed subject matter in the copending application.

Form paragraph 7.15.1 should be used when making a provi-
sional rejection under 35 U.S.C. 120(¢).

7.15.1 Provisional Rejection, 35 U.S.C. 102(e)

Claim [1]provisionally rejectedunder35U.S.C. 102(e) as being anticipated by
copending application serial number [2].

Copending application serial number {3] has a common {4] with the instant
gpplication. Based upon the carlier effective U.S. filing date of the copending
application, it would constitute prior art under 35 U.S.C. 102(e) if patented. This
provisional rejection under 35 U.S.C. 102(e) is baged upon a presumption of
future patenting of the conflicting copending application.

This provisional rejection under section 102(e) might be overcome citherby a
showing under 37 CFR 1.132 that any unclaimed invention disclosed in the
copending application was derived from the inventor of this application and is
thus not the invention “by anothes”, or by » showing of a date of invention of any
unclaimed subject matter prior to thc effective U.S. filing date of the copending
application .

Examiner Note:

1. This paragraph is used to provisionally reject over a copending application
with an easlier U.S, filing date that discloses the claimed invention. The copend-
ing spplication must have either a common assignee or & common inventor.

2, Ifthe claims are obwious over the invention disclosed in the other copending
gpplication, use parsgraph 7.21.1.

3. In bracket 4, insert either “agsignee” or “inventor".

4. If the gclaime of the conflicting application conflict with the glgims of the
instant application, & provisional double patenting rejection should also be given
using peragraph 7.06.1, 7.24.1 or 7.25.1.

5.1f evidence is additionally of record to show that either invention is prior art
untotheotherunder35 U.S.C. 102(f) or (g), a rejection using paragraphs 7.13 and/
or 7.14 should also be made.<

35U.5.C. 103 (OBVIOUSNESS)

#%350.5.C. 103 authorizes arejection where tomeet the claim,
it is necessary to modify a single reference or (o combine it with
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one or more others. After indicating that the rejection is under 35
U.S.C. 103, there should be set forth (1) the difference or
differences in the claim over the applied reference(s), (2) the
proposed modification of the applied reference(s) necessary to
arrive at the claimed subject matter, and (3) an explanation why
such proposed modification would be obvious.

Prior art rejections should ordinarily be confined strictly to the
best available art. Exceptions may properly be made, e.g., (1)
Where the propriety of a 35 U.S.C. 102 rejection depends on a
particular interpretation of a claim; (2) where a claim is met only
in terms by a reference which does not disclose the inventive
concept involved; or (3) where the most pertinent reference
seems likely to be antedated by a 37 CFR 1.131 affidavit or
declaration. Suchrejections should be backed up by the best other
artrejections available, Merely cumulative rejections; i.e., those
which would clearly fall if the primary rejection were not
sustained, should be avoided.

The Court of Customs and Patent Appeals has held that expe-
dients which are functionally equivalent to each other are not
necessarily obvious in view of one another. InreScott, 139 USPQ
297,51 CCPA. 747 (1963); Inre Flint, 141 USPQ 299, 51 CCPA
1230 (1964).

This Court has also held that when a claim is rejected under 35
U.S.C. 103, a limitation which is considered to be indefinite
cannot be properly disregarded. If a limitation in a claim is
considered to be indefinite, the claim should berejected under 35
U.S.C. 112, second paragraph. In re Wilson, 165 USPQ 494, 57
CCPA 1029 (1970). Note also In re Steele, 134 USPQ 292, 49

.CCPA 1295 (1962). See >MPEP<§ 706.03(d).

“Where areference isrelied on to support arejection, whether or
not in 2 “minor capacity that reference should be positively
included in the statement of the rejection, See In re Hoch, 166
USPQ 406, 57 CCPA 1292, footnote 3 (1970).

Where the last day of the year dated from the date of publication
falls on a Saturday, Sunday or Federal holiday, the publication is
not a statutory bar under 35 U.S.C. 102(b) if the application was
filed on the next succeeding business day Ex parte Olah and
Kuhn, 131 USPQ41 (Bd. App. 1960). It should also be noted that
amagazine is effective as a printed publication under 35 U.S.C.
102(b) as of the date it reached the addressee and not the date it
was placed in the mail, Protein Foundation Inc, v. Brenner, 151
USPQ 561 (D.C.D.C. 1966).

A U.S. patent may be a reference against an application even
though the patent date is after the United States filing date of the
application, provided the United States filing date of the patent is
prior to the United States filing date of the application. Itis proper
to use such a patent as a basic or an auxiliary reference and such
patents may be used together as basic and auxiliary references,
Thisdoctrine arose in Alexander Milburn Co.v. Davis-Bournon-
ville Co., 1926 C.D.303; 344 O.G. 817; and was enacted into law
by 35 U.S.C. 102(e). It was held applicable to rejections under 35
U.S.C. 103 by the U.S. Supreme Court in Hazeltine Research,
Inc. et al v. Brenner, 147 USPQ 429 (1965). See also *>MPEP §
715.01. Where two applications of different inventive entities are
copending and the filing dates differ, a provisional rejection
under 35 U.S.C. 102(¢)/103 should be made in the later filed
application if the applications have a common assignee or a
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common inventor. Otherwise the confidential status of applica-
tions under 35 U.S.C. 122 must be maintained. Such a rejection
alerts the applicant that he or she can expect an actual rejection
on the same ground if the first application issues and also lets
applicant know that action must be taken to avoid the rejection
suchas (1) filing a proper 37 CFR 1.131 affidavit to swear behind
the filing date of the reference or (2) combining the two applica-
tions into a single application and thereby avoid the rejection.<

Public Law 92-34 provided for situations caused by the postal
emergency which began on March 18, 1970 and ended on or
about March 30, 1970. This law allows the applicant to claim an
earlier filing date if delay in filing was caused by the emergency.
Suchearlier filing dates were printed on the patentsalong with the
actual filing dates whenever it was possible. However, patents
issued with earlier filing dates claimed under Public Law 92-34
are effective as prior art under 35 U.S.C. 102(e) only as of their
actual filing dates and not as of such claimed earlier filing dates.
The details of the procedure to claim the earlier date appeared at
889 0.G. 1064.

For the proper way to cite a patent issued after the filing of the
application in which it is being cited, see >MPEP< § 707.05(e).

> Provisional Rejection (Obviousness)
Under 35 U.S.C. 102(e)/103

Provisional rejections of the obviousness type under 35U.S.C.
102(e)/103 are rejections applied to copending applications
having different effective filing dates wherein each application
has a common assignee or a common inventor. The earlier filed
application, if patented, would constitute prior art under 35
U.S.C. 102(e). The rejection could be overcome by 1) combining
the subject matter of the copending applications into a single
application claiming benefit under 35 U.S.C. 120 of the prior
applications and abandoning the copending applications, 2) a
showing under 37 CFR 1.132 that any unclaimed invention
disclosed in the copending application was derived from the
inventor of the other application and is thus not invention “by
another”, or 3) a 37 CFR 1.131 affidavit showing a date of
invention prior to the effective U.S. filing date of the copending
application. If a provisiozal rejection is made and the copending
applications are combined into a single application and the
resulting single application is subjectto arestrictionrequirement,
the divisional application would not be subject to provisional or
actual rejection under 35 U.S.C. 102(e)/103 since the provisions
of 35 U.S.C. 121 preclude the use of a patent issuing therefrom
as a reference against the other application.

The examples below are instructive as to the application of 35
U.S.C. 102(e)/103:

Prior Art Under 35 U.S.C. 102(e)

Statement of Principle:

The disclosure of an earlier filed patent application which
issues as a patent continues to be prior art under 35 U.S.C. 102(¢).
against a later invented and filed application of another inventor
even though the patent and the later invention were owned by, or
subject to an obligation of assignment to, the same person at the
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time the later invention was made.

Assumption: Employees A and B work for C, each with knowl-
edge of the other’s work, and with obligation to assign inventions
to C while employed.

RESULTS
1. A invents X and later files This is permissible

application.

2. B modifies X to XY. B files
application after A’s filing.

No §102(£)/103 or §102(g)/103 rejection;
provisional §102(e)/103 rejection applies.

3. A’s patent issues. B’s claims rejected under §102(e)/103.

4. B files 37 CFR 1.131 affidavit} Provisional or actual rejection under
to swear behind A’s filing date. | §102(e)/103 may be overcome if B
made invention before A’s filing date.

Rejections Under 35 U.S.C. 102(f)/103
and 35 U.S.C. 102(g)/103

37 CFR 1.106 Rejection of Claims
% ok ok ok %

(d) Subject matter which is developed by another person which qualifies as
prior art ‘only under 35 U.S.C. 102(f) or (g) may be used as prior art under 35
U.S.C. 103 against 2 claimed invention unless the entire rights to the subject
matter and the claimed invention were commonly owned by the same person or
organization or subject to an obligation of assignment to the same person or
organizatipn at the time the claimed invention was made.

PublicLaw 98-622 changed a complex body of case law which
discouraged communication among members of research teams
working in corporations, universities or other organizations, It
amendgd 35 U.S.C. 103 by adding a new last paragraph which
provides that subject matter developed by another which quali-
fies as “prior art” only under subsections 102(f) or (g) of 35
U.S.C. is not to be considered when determining whether an
invention sought to be patented is obvious under 35 U.S.C. 103,
provided the subject matter and the claimed invention were
commonly owned at the time the invention was made.

“Prior art” is the existing body of technical information against
which the patentability of an inventionis judged. Publicly known
information is always considered in determining whether an
invention would have been obvious. However, under In re Bass,
474F.2d 1276, 177USPQ 178 (CCPA 1973),and Inre Clemens,
622F.2d 1029,206 USPQ 289 (CCPA 1980), an earlier invention
which is not public could have been treated under 35 U.S.C.
102(g), and possibly under 102(f), as prior art with respectio a
later invention made by another employee of the same organiza-
tion.

New technology often is developed by using background
scientific or technical information known within an organization
but unknown to the public. 35 U.S.C. 103, last paragraph, by
disqualifying such background information from prior art, en-
courages communication among members of research teams,
and leads to more public dissemination through patents of the
results of team research,

The subject matter that is disqualified as prior art under 35
U.S.C. 103 is strictly limited to subject matter that qualifies as
prior art only under 35 U.S.C. 102(f) or 102(g). If the subject
matterqualifies as prior art under any other subsection ( e.g.,
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subsection 102(a), 102(b) or 102(¢) ) it will not be disqualified as
prior art under 35 U.S.C.103, last paragraph.

The contents of a patent of the same or different ownership as
an application, is available as prior art against the application
under 35 U.S.C.103 by virtue of 35 U.S.C. 102(e) as of the
application filing date of the patent. If subject matter becomes
potential prior art under 35 U.S.C. 102(e) because a patent
application is filed on such subject matter before a commonly
owned claimed invention is made the subject matter of a later
application the two applications may be combined (under 35
U.S.C. 116 and 120) into a single application and such subject
matter (with the abandonment of the two applications) would no
longer constitute potential prior art under 35 U.S.C.102(e) or
under 35 U.S.C.103 since it would not be “described in a patent
granted on an application for patent by another.

It is important to recognize that the amendment to the law
applies only to consideration of prior art for purposes of section
103, It does not apply to or affect subject matter which qualifies
as prior art under section 102, A patent applicant urging that
subject matter is disqualified has the burden of establishing that
it was commonly owned at the time the claimed invention was
made. Absent proper evidence of common ownership at the time
the later invention was made, the appropriate rejection under
§102(f) or §102(g) as it applies through §103 should be made.<

Form Paragraphs 7.20-7.23 and 7.27 should be used when
making a rejection under 35 U.S.C. 103.

7.20 Statement of Statutory Basis, 35 US.C. 103

The following is a quotation of 35 U.S.C. 103 which forms the basis for all
obviousness rejections set forth in this Office action:

A patent may not be obtained though the invention is not identically disclosed
or described as set forth in section 102 of this title, if the differences between the
subject matter sought to be patented and the prior art are such that the subject
matter as a whole would have been obvious at the time the invention was made
to a person having ordinary skill in the art to which said subject matter pertains.
Patentability shall not be negatived by the manner in which the invention was
made.

Subject matter developed by another person, which qualifies as prior art only
under subsection (f) and (g) of section 102 of this title, shall not preclude
patentability under this section where the subject matter and the claimed inven-
tion were, at the time the invention was made, owned by the same person or
subject to an obligation of assignment to the same person.

Examiner Note:

1. The statute is nolonger being re-cited in all Office actions. Itis only required
in first actions on the merits and final rejections. Where the statute iz not being
cited in an action on the merits, use paragraph 7.102,

2. This paragraph should only be used ONCE in a given Office action.

3. This paragraph must precede paragraphs 7.21 and 7.22.

720.1 103 Rejection Using Art Disqualified Under 102(f) and (g)

Applicant has provided evidence in this file showing that the invention was
owned by, or subject to an obligation of agsignment to, the same entity as the [1]
reference at the time this invention was made. Accordingly, the [2] reference is
disqualified as prior ast through 35 U.S.C. 102(f) or (g) in any rejection under 35
U.S.C. 103 in this application. However, this reference additionally qualifies as
prior art under section [3] of 35 U.8.C. 102 and accordingly is not disqualified as
prior art under 35 U.S.C, 103,

Examiner Note:

1. This paragraph must be included following paragraph 7.20 in all actions
containing rejections under 35 U.S.C, 103 using art that is disqualified under 103
through 102(f) or (g), but qualifies under another section of 35 U.S.C, 102.
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2. In brackets 1and 2, identify the commonly owned reference.
3. In bracket 3, insert (a), (b), (c), (d) or (e) as appropriate.

7202 Joint Inventors, Common Ownership Presumed

This application currently names joint inventors. In considering patentability
of the claims under 35 U.S.C. 103, the examiner presumes that the subject matter
of the various claims was commonly owned at the time any inventions covered
therein were made absent any evidence to the contrary. Applicant is advised of
the obligations under 37 CFR 1.56 to point out the inventor and invention dates
of each claim that wasnot commonly owned at the time a laterinvention was made
in order for the examiner to consider the applicability of potential 35 U.S.C. 103.

Examiner Note:

This paragraph must be used in all applications with joint inventors (unless the
claims are clearly restricted to only one claimed invention, e.g., only a single
claim is presented in the application).

7.21 Rejection, 35 US.C. 103
Claim [1] rejected under 35 U.S.C. 103 as being unpatentable over [2].

Examiner Note:

1. This paragraph must be preceded by >either< paragraph 7.20 >or by para-
graph 7.102<

2. An explanation of the rejection applying the Graham v. Deere test must be
pfovided.

3. If this rejection relies upon art that is disqualified under 35 U.S.C. 102(f) or
(g) based upon common ownership of the invention, paragraphs 7.20.1 must
follow this paragraph.

~4. If this rejection is & provisional 103 rejection based upon a copending
application that would comprise priorart under 102(e) if patented, use paragraph
7.21.1 instead of this paragraph.

7.21.1 Provisional Rejection, 35 US.C. 102(e)/103

" «Claim (1} provisionally rejected under 35 U.S.C. 103 as being obvious over

cSpending application serial number [2].

Copending application serisl number [3] has & common [4] with the instant
gpplication. Based upon the earlier effective U.S. filing date of the copending
application, it would constitute prior art under 35 U.S.C. 102(e) if patented. This
provisional rejection under 35 U.S.C. 103 is based upon a presumption of future
patenting of the conflicting application.

This provisional rejection might be overcome either by a showing under 37
CFR 1.132 that any unclaimed invention disclosed in the copending application
was derived from the inventor of this application and is thus not the invention "by
another”, or by a showing of a date of invention prior to the effective U.S. filing
date of the copending application under 37 CFR 1.131.

Examiner Note:

1. This paragraph is used to provisionally reject claims not patentably distinct
from the disclosure in a copending application having an earlier U.S. filing date
and also having either a common assignee or 2 common inventor.

2, Ifthe claimed invention is fully disclosed in the copending application, use
paragraph 7.15.1.

3. If the claimed invention is also claimed in the copending application, 2
provisional cbviousness double patenting refection should additionally be made
using paragraph 7.24.1 or 7.25.1,

4.1f evidence of record indicates that the copending application is algo prior art
under 35 U.S.C. 102(f) or (g} and the copending application has not been
disqualified as prior art in a 103 rejection based upon common ownership, &
rejection should gdditionslly be made under 35 U.S.C. 103 using paragraph 7.21
(e.g., applicant has named the prior inventor in response to a requirement made
using paragraph 8.28).

5. In bracket 4, insert either "asgignee” or "inventor”.<**

7.22 Rejection, 35 U.S.C. 103, Further in View of

. Claim {1] rejected under 35 U.S.C. 103 as being unpatentable over [2] as
lied to claim [3} above, and further in view of [4].
xaminer Note:
. This paragraph must be preceded by paragraph 7.21.
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2. An expianation of the rejection applying the Graham v. Deere test must be
provided.

7.23 Grahamv. Deere, Test for Obviousness

The factual inquires set forth in Graham v. John Deere Co., 383 U.S.C. 1, 86
S Ct. 684, 15 L Ed. 2nd 545 (1966), 148 USPQ 459, that are applied for
establishing a background for determining obviousness under 35 U.S.C. 103 are
summarized as follows: '

1. Determining the scope and contents of the prior art;

2, Ascertaining the differences betweenthe prior art and the claims atissue; and

3. Resolving the level of ordinary skill in the pertinent art.

Examiner Note:
This paragraph may be used, if appropriate, in response to an argument of the
use of Graham vs. Deere.

727 Rejection 35 US.C. 102 or 103

Claim [1] rejected under35 U.S.C. 102 [2] as anticipated by or, in the alternative,
under 35 U.S.C. 103 as obvious over [3].

Examiner Note: ,

1. This paragraph is not intended to be commonly used as a substitute for a
rejectionunder35U.S.C. 102, In other words, the Examiner should make a single
rejection under either 35 U.S.C. 102 or 35 U.S.C. 103 wherever possible using
appropriate form paragraphs 7.15-7.19,7.21 and 7.22. The relatively rare circum-
stances where this paragraph may be used are as follows:

a. It is appropriate when the interpretation of the claim(s) is or may be in
dispute, i.e. given one interpretation, a rejection under35 U.S.C. 102 is appropri-
ate and given another interpretation, a rejection under 35 U.S.C. 103 is appropri-
ate.

b. It is also appropriate when the examiner cannot determine whetherornot the
reference product inherently possesses properties which anticipate or render
obvious the claim product but has basis for shifting the burden of proof to
applicant as in In re Fitzgerald et al, 205 USPQ 594,

c. Another appropriate use is the sitnation when the reference teaches a small
genus which places a claimed species in the possession of the public as in/x re
Schawmnann, 197 USPQ 5, and the species would be obvious even if the genus
were not sufficiently small to justify a rejection under 35 U.S.C, 102.

2. In each case above a full explanation should follow the rejection.

3. In bracket 2, insert the appropriate 102 paragraph letter(s) in parentheses.

4. This paragraph must be preceded by paragraph 7.07, one or more of
paragraphs 7.08-7.14 as appropriate, and paragraph 7.20 or paragraph 7.102.

706.02(a) I;isttablishing “Well Known” Prior
r

Things believed to be known to those skilled in the art are often
asserted by the examiner to be “well known” or “matters of
common knowledge”. If justified, the examiner should not be
obliged to spend time to produce documentary proof, If the
knowledge is of such notorious character that judicial notice can
be taken, it is sufficient so to state. In re Malcolm, 1942 C.D, 589;
543 O.G. 440. If the applicant traverses such an asseriion the
examiner should cite areference in support of his or her position.

When a rejection is based on facts within the personal knowl-
edge of the examiner, the data should be stated as specifically as
possible, and the reference mustbe supported, when called for by
the applicant, by an affidavit from the examiner. Such an affidavit
is subject to contradiction or explanation by the affidavits of the
applicant and other persons. See 37 CFR 1.107.

Failure of the applicant to seasonably challenge such assertions
establishes them as admitted prior art. See In re Gunther, 1942
C.D. 332; 538 O.G. 744; In re Chevenard, 1944 C.D. 141; 500
0.G. 196. This applies also toassertions of the Board. In re Selmi,
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1946 C.D. 525; 591 Q.G. 160; In re Fischer, 1942 C.D. 295; 538
0.G. 503.

For further views on judicial notice, see Inre Ahlert, 57 CCPA
1023, 165USPQ418(1970) (assertions of technical factsin areas
of esoteric technology must always be supported by citation of
some reference work); In re Boon, 58 CCPA 1035, 169 USPQ
231 (1971) (a challenge to the taking of judicial notice must
contain adequate information or argument to create on its face a
reasonable doubt regarding the circumstances justifying the
judicial notice); and Ir. re Barr, 58 CCPA 1389, 170 USPQ 330
(1971) (involved references held not a sufficient basis for taking
judicial notice that involved controveried phrases are art-recog-
nized).

706.02(b) Admissions by Applicant

37 CFR 1.106 Rejection of claims.

LA R A

(c) Inrejecting claims the examinermay rely upon admissions by the applicant,
or the patent owner in a reexamination proceeding, as to any matter affecting
patentability and, insofar as rejections in applications are concerned, may also
rely upop facts within his or her knowledge pursuant to § 1.107.

The examiner may rely upon admissions by the applicant in the
specification orinotherpapersfiled in the applicationinrejecting
claims=However, the examiner may not rely upon >37 CFR<
1.106(c) inamannerinconsistent with Inre Ruff, et al., 45 CCPA
1037, 118 USPQ 340 (CCPA 1958) and decisions subsequent
thereto.

>706.02(c) Establishing Common Owner
ship [R-6]

Prior art under §102(£)/103 or §102(g)/103 is disqualified only
where the prior art and the invention were, at the time the
invention was made, owned by the same person or subject to an
obligation of assignment to the same person. The term “same
person” can also be read as “same organization”. The phrase
“owned by the same person” requires that the same person,
persons, or organization own 100% of the subject matter (prior
art) and 100% of the claimed invention. The phrase “subject to an
obligation of assignment to the same person’ requires thatalegal
obligation of assignment exist and not merely a moral or unen-
forceable obligation.

As long as the same person owns the subject matter and the
invention at the time the claimed invention was made, a license
to another may be made without the subject matter becoming
prior art,

The last paragraph of 35 U.S.C.103 requires actual ownership
(or obligation to assign) be in existence at the time the claimed
invention is made for the subject matter to be disqualified as prior
art; acquiring one or the other later is not sufficient.

The burden of establishing that subject matter is disqualified as
prior art is placed on the patent applicant and not on the examiner
once the examiner establishes a prima facie case of obviousness
based on the prior art.

Applications will be considered by the examiner to be owned
by, og subject to an obligation of assignment to, the same person
if:

Rev. 6, Oct. 1987
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(a) the application files refer to assignments recorded in the
Patent and Trademark Office in accordance with 37 CFR 1.331
which convey the entire rights in the applications to the same
person or organization; or

(b) copies of unrecorded assignments which convey the entire
rights in the applications to the same person or organization are
filed in each of the applications; or

(c) an affidavit or declaration by the common owner is filed
which states that there is common ownership and explains why
the affiant believes there is common ownership; or

(d) other evidence is submitted which establishes common
ownership of the applications in question, e.g., a court decision
determining the owner.

In circumstances where the common owner is a corporation or
other organization, an affidavit or declaration averring common
ownership may be signed by an official of the corporation or
organization empowered to act on behalf of the corporation or
organization.

A power of attorney to prosecute an application does not make
an individual an official of a corporation or organization for
purposes of averring to common ownership.

The common ownership must be shown to exist at the time the
later invention was made.

Examination of Applications of Different Inventive Entities
Where Common Ownership is not Established

The examiner should assume that common ownership does not
exist and:

1) consider the applicability of 35 U.S.C.102(f)/103 or 35
U.S.C.102(g)/103 if one application refers to the other or if one
inventor is common to both applications. If there is no cross-
reference or common inventor between the applications it would
be inappropriate for the examiner to refer to one application in the
other in view of 35 U.S.C. 122),

2) consider interference if appropriate, or

3) suspend the later filed application if it is otherwise allowable
until the earlier filed application is abandoned orissues asa patent
and then reject the later application under 35 U.S8.C.102(e)/103,
if appropriate.

Examination of Applications of Different Inventive Entitics
Where Common Ownership is Established

The examiner must check to see if the applications establish
common ownership at the time the later invention was made, and,
if established:

1) examine the applications as to all grounds (not including 35
U.S8.C.102(f) and (g) as they apply through §103),

2) examine the applications for double patenting, including
double patenting of the obviousness type, and makes a provi-
sional rejection, if appropriate, (see In re Mott, 190 USPQ
(CCPA 1976),

3) examine the later filed application under 35 U.S.C.102(e) as
it applies through 35 U.S.C.103 and makes a provisional rejec-
tion under 35 U.S.C.102(e)/103 in the later filed application, if
appropriate, and
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4) permit applicant of the later filed application to file an
affidavit under 37 CFR 1.131 to overcome the provisional or
actual 35U.S.C.102(e)/103 rejection, if appropriate, and a termi-
nal disclaimer to overcome the provisional or actual rejection on
double patenting of the obviousness type.<

706.03 Rejections Not Based on Prior Art

The primary object of the examination of an application is to
determine whether or not the claims define a patentable advance
over the prior art. This consideration should not be relegated to
a secondary position while undue emphasis is given to non-prior
art or “technical” rejections. Effort in examining should be
concentrated on truly essential matters, minimizing or eliminat-
ing effort on technical rejections which are not really critical.
Where a2 major technical rejection is proper (e.g., lack of proper
disclosure, undue breadth, utility, etc.) such rejection should be
stated with a full developmentof thereasons rather than by amere
conclusion coupled with some sterotyped expression.

Rejections not based on prior art are explained in >MPEP<§§
706.03(a) to 706.03(z). IF THE LANGUAGE IN THE FORM
PARAGRAPHS ARE INCORPORATED INTHELETTER TO
STATE THE REJECTION, THERE WILL BELESS CHANCE
OF A MISUNDERSTANDING AS TO THE GROUNDS OF
REJECTION.

Appropriate Form Paragraphs 7.30-7.36 should be used when
making rejections under 35 U.S.C. 112,

730 Disclosure Objected to 35 USC. 112, 1s¢ Paragraph

“The following is & quotation of the first paragraph of 35 U.S.C. 112: “The
epecification shall contain a weitten description of the invention end of themanner
and process of making and using it, in such full, clear, concise, and exact terms
a8 to enable any person skilled in the et to which it periains, or with which it is
most nearly connected, to make and use the same and shall set forth the best mode
contemplated by the inventor of carrying out his invention,”

The specification is objected to under 35 U.S.C. 112, first paragraph, as [1].

Examiner Note:
1. Use this paragraph when the deficiencies in the specification are more than

rinor informalities (for minor informaliries, see paragraph 7.29).

2. In bracket 1, explain in general terms the deficiency, such as:

a. failing to provide an adequate written description of the invention.

b. failing to adequately teach how tomake and/or use the invention, i.e.failing
to provide an enabling disclosure.

¢. failing to present a best mode of carrying out the invention.

For new matter situations

d. the specification, a8 originally filed, does not provide suppor for the
invention as is now claimed.
(See also form parageaph 7.28),

3. A full explanation of the specific deficiencies must be provided at the end of
this paragraph.

4. Use paragraph 7.31 for a rejection of claims based on the deficiencies sct
forth in this paragraph.

7.31 Rejection, 55 US.C. 112, 1st Paragraph, Disclosure

Claim (1) rejected under35 U.S.C. 112, first paragraph, for the reasons set fonh
in the objection to the specification.

-Examiner Note:
Supply further explanation if appropriate. New matter rejections should be
magie under this section of the statute when the claims depend upon the new
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matter.
732 Rejection, 35 US.C. 112, 1st Paragraph, Scope of Claim Problem

Claim (1) rejected under 35 U.S.C. 112, first paragraph, as the disclosure in
enabling only for claims limited (2). See MPEP 706.03(n) and 706.03(z).

Examiner Note:

Use this paragraph when the specification is enabling for a portion of the
subject matter claimed but the enablement is not commensurate in scope with the
claims. In bracket 2, describe the subject matter supported, which may be by
reference to specific portions of the specification. Also, insert the basis for
asserting that the specification is not enabling for the entire scope of the claim at
the end of the paragraph.

7.33 Rejection, 35 U.S.C. 112, Ist & 2nd Paragraphs

Claim (1) rejected under 35 U.S.C. 112, first and second paragraphs, as the
claimed invention is not described in such full, clear, concise and exact terms as
to enable any person skilled in the art tomake and uge the same, and/or for failing
to pariicularly point out and distincily claim the subject matter which applicant
regards as the invention,

Examiner Note:

1. This paragraph should not beused when itis sppropriatetomake one ormore
separate rejections under the first and/or the second paragraph of 35 U.S.C. 112,
In other words, separate rejections under either the first paragraph or the second
paragraph of 35 U.S.C. 112 are preferred. This paragraph should only be used
when either the first or second paragraph of 35 U.S.C. 112 could be applicable,
but due to some question of interpretation, uncertsinty exists as to whether the
claimed invention is insufficiently described in the enabling teachings of the
gpecification or the claim language is indefinite.

2. A full explanation should be provided with this rejection.

7.34 Rejection, 35 U.S.C. 112, 2nd Paragraph, Claims

Claim (1) rejected under 35 U.S.C. 112, second paragraph, as being indefinite
for failing to pasticularly point out and distinctly claim the subject metter which
the applicant regards as the invention.

Examiner Note:

1. Use this paragraph when claims are vagus, indefinite, confusing, incorrect
or cannot be understood,

2. Add a full explanation of the rejection.

3. See also paragraph 17.07. .

7.35 Rejection, 35 US.C. 112, “Omnibus claims”

Claim (1) rejected for obviously failing to particul‘arly point out and distinctly
claim the invention as required by 35 U.S.C. 112, second paragraph.

Examiner Note:

1. Use this paragraph torejezt an “Omnibus type claim”. No further explanation
is necessary.

2. See MPEP 1320.04(b) for cancellation of such a claim by examiner's
amendment.

7.36 Rejection, 35 U.S.C. 112, 4tk Paragraph

Clsim (1) rejected under35 U.S.C. 112, fourth paragraph, as being of improper
dependent form for failing to furtherlimit the subject matter of & previous claim.

Examiner Note:
1. an explanation of what is in the claim and why it does not constitute & further

limitation should be given,
2. for a rejection of hybrid claims, see MPEP 608.01(n).

706.03(a) I‘[Jﬁngt]atutory Subject Matter

Patents are not granted for all new and useful inventions and
discoveries. The subject matter of the invention or discovery
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must come within the boundaries set forth by 35 U.S.C. 101,
which permits patents to be granted only for “any new and useful
process, machine, manufacture, or composition of matter, or any
new and useful improvement thereof.”

The term “process™ asdefined in 35U.S.C. 100, means process,
art or method, and includes a new use of a known process,
machine, manufacture, composition of matter, or material.

See >MPEP<§ 2105 for patentability of microorganisms and
>MPEP< § 2110 for patentability of mathematical algorithms or
computer programs,

Use Form Paragraphs 7.04 and 7.05 to reject under 35 U.S.C.
101.

704 Statement of Statutory Basis, 35 U.S.C. 101

35 U.S.C. 101 reads as follows:

“Whoever invents or discovers any new and useful process, machine, manufac-
ture, or composition of matier or any new and useful improvement thereof, may
obtain a patent therefore, subject to the conditions and requirements of this title”,

Examiner Note:
This paragraph must precede the first use of 35 U.S.C. 101 >in all first actions
on the merits and final rejections<.

705 Rejection, 35 US.C. 101, Utility, Non-Statutory
Claimsg [1] rejecied under 35 U.S.C. 10! because [2].

Examiner Note:

1. In bracket 2, insert the appropriate basis for the rejection, such as:
(2) the dlaimed invention is directed to non-statutory subject matter;
(b) the claimed invention lacks patentable utility;

(c) the invention as disclosed is inoperative and therefore lacks utility.
2. Exgilain the rejection following the recitation of the statute.

3. See MPEP 608.01(p) and 706.03(p) for other situations,

4. This paragraph must be preceded by paragraph 7.04.

Decisions have determined the limits of the statutory classes.
Examples of subject matter not patentable under the Statute
follow:

PRINTED MATTER

For example, a mere arrangement of printed matter, though
seemingly a “manufacture,” is rejected as not being within the
statutory classes. See In re Miller, 164 USPQ 46,57 CCPA 809
(1969); Ex parte Gwinn, 112 USPQ 439 (Bd. App. 1955);and In
re Jones, 153 USPQ 77, 54 CCPA 1218 (1967).

NATURALLY OCCURRING ARTICLE

Similarly, a thing occurring in nature, which is substantially
unaltered, is not a “manufacture.” A shrimp with the head and
digestive tract removed is an example, Ex parte Grayson, 51
USPQ 413,

METHOD OF DOING BUSINESS
Though seemingly within the category of a process or method,
amethod of doing businesscan berejected as not being within the
statutgry classes. See Hotel Security Checking Co. v. Lorraine
Co., 160 Fed. 467 and In re Wait, 24 USPQ 88, 22 CCPA 822
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(1934).
SCIENTIFIC PRINCIPLE

Ascientific principle, divorced from any tangible structure, can
be rejected as not within the statutory classes. O’ Reilly v. Morse,
15 Howard 62.

This subject matter is further limited by the Atomic Energy Act
explained in >MPEP<§ 706.03(b).

706.03(b) Barred by Atomic Energy Act

Alimitation on what can be patented is imposed by the Atomic
Energy Act of 1954. Section 151(a) (42 U.S.C. 2181a) thereof
reads in part as follows:

No patent shall hereafier be granted for any invention or discovery
which is useful solely in the utilization of special nuclear material or
atomic energy in an atomic weapon,

The terms “atomic energy” and “special nuclear material” are
defined in Section 11 of the Act (42 U.S.C. 2014).

Sections 151(c) and 151(d) (42 U.S.C. 2181c and d) set up
categories of pending applications relating to atomic energy that
must be brought to the attention of the Department of Energy.
Under 37 CFR 1.14(c), applications for patents which disclose or
which appear todisclose, or which purport to disclose, inventions
or discoveries relating to atomic energy are reported to the
Department of Energy and the Department will be given access
to such applications, but such reporting does not constitute a
determination that the subject matter of each application so
reported is in fact useful or an invention or discovery or thatsuch
application in factdiscloses subject matter in categories specified
by the Atomic Energy Act.

All applications received in the Patent and Trademark Office
are screened by Group 220 personnel, under 37 CFR 1.14(c), in
order for the Commissioner to fulfill his responsibilities under
section 151(d) (42 U.S.C. 2181d) of the Atomic Energy Act.
Papers subsequently added must be inspected promptly by the
examiner when received to determine whether the application
has been amended to relate to atorzic energy and those so related
must be promptly forwarded to Licensing and Review in Group
220.

All rejections based upon sections 151(a)(42 U.S.C. 2181a),
152 (42 U.S.C. 2182), and 155 (42 U.S.C. 2185) of the Atomic
Energy Act must be made only by Group 220 personnel.

706.03(¢) Functional

See Ex par