B Appendix R - Patent Rules
‘Title 37 - Code of Federal Regulations
Patents, Trademarks, and Copyrights

CHAPTER 1 - PATENT AND TRADEMARK
OFFICE, DEPARTMENT OF COMMERCE

SUBCHAPTER A - GENERAL

PATENTS

Part

1 Rules of practice in patent cases

3 Assignment, Recording and Rights of Assignee

5 Secrecy of cenain inventions and licenses to export and file
applications in foreign countries

7 Register of Government interests in patents

Index I - Rules relating (o pateats

PRACTICE BEFORE THE PATENT AND
TRADEMARK OFFICE

10 Representation of others before the Patent and Trademark
Office
Index III - Rules relating to practice before the Patent and
Trademark Office
15 Sesvice of Process
15a Testimony by Employees and the Production of Documents
in Legal Proceedings

SUBCHAPTER C - PROTECTION OF
FOREIGN MASK WORKS

150 Reguests for Presidential proclamations pursuant to 17
U.S.C. 902(a)X2)

SUBCHAPTER A - GENERAL

PART 1 - RULES OF PRACTICE IN
PATENT CASES

Subpart A - General Provisions

GENERAL INFORMATION AND CORRESPONDENCE

Sec

1.1 All communications to be addregsed to the Commisgioner of
Patents and Trademerks.

1.2 Business to be transacied in writing.

1.3 Business (o be conducted with decorum and courtesy.

1.4 Nuwee of correspondence.

1.5 Identification of application, patent of registration.

1.6 Receipt of letters and papers.

1.7 Times for taking action; enpization oo Saturday, Sunday, or Federal
boliday.

1.8 Certificate of mailing.

1.9 Definitions.
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1.1¢ Filing of pepers end foes by “Express Mail™ with cestificate.

RECORDS AND FILES OF THE PATENT AND TRADEMARK
OFFICE

1.11 Files open to the public.

1.12 Assignsment recoeds opsh o public inspection.

1.13 Copies end cestified copies.

1.14 Petent spplications preserved in secrecy.

1.15 Reguests for identifisble records.

FEES AND PAYMENT OF MONEY
1.16 National spplicstion filing fess.
1.17 Patent spplicstion processing fees.
1.18 Patent izsue fees.
1.19 Document supply fees.
1.20 Post-issuance fess.
1.21 Miscellanecus fees and charges.
1.22 Fees paysble in advance.
1.23 Method of payment.
1.24 Coupons.
1.25 Deposit accounts.
1.26 Refunds.
1.27 Statement of status as zmasll entity,
1.28 EBffect ou fees of feilure to estsblish status, or change status, ss 8
small entity.

Subpart B - National Processing
Provisions

PROSECUTION OF APPLICATION AND APPOINTMENT OF
ATTORNEY OR AGENT

1.31 Applicants may be represented by aregistered attorney or ageat.

1.32 [Reserved]

1.33 Correspondence reapecting patent epplications, reexamination
froceedings, and other peoceedings.

1.34 Recogeition for representation.

1.36 Revocation of powes of attomey or authorization; withdrawal of
atforuey of agent.

WHO MAY APPLY FOR A PATENT
1.41 Applicant for petent.
1.42 When the inveantor is dead.
1.43 Wken the inventor is insane of legally incapacitated.
1.44 Proof of suthority.
1.43 Joint inventors.
1.46 Assigned inventions and patents.
1.47 Filing when an inventor refuses (0 sign or cennot be reached.
1.48 Correction of inventorship.

THE APPLICATION
1.51 General requisites of an epplicetion.
1.52 Language, paper, writing, margins.
1.53 Serial number, filing date, and completion of application.
1.54 Pasts of application to be filed together; filing receipt.
1.58 Claim for foreign peiority.
1.56 Duty o disclose information meterial to patentability.
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1.57 [Reserved]

1.8 Chemical and mathematical formulas end tables.

1.59 Papers of spplication with filing date not (o be returned.

1.60 Continuation or divisional spplication for invention disclosed in
& prior application.

1.61 [Reserved]

1.62 File wrapper continving procedure.

OATH OR DECLARATION
1.63 Qath or declaration.
1.64 Person making ceth or decleration.
1.66 Officers suthorized to edminister caths.
1.67 Supplemental oath or decleration.
1.68 Declagation in lies of oath.
1.69 Foreign languege oeths sad declerstion.
1.70 [Reserved]

SPECIFICATION
1.71 Detailed description snd specification of the invention.
1.72 Tite end ebstract.
1.73 Summasy of the invention.
1.74 Reference to drawings.
1.7§ Claim(s).
1.77 Amngement of spplication clements.
1.78 Claiming benefit of esrlier filing date and cross-references to
1.79 Reserveiion clavses not permitied.

THE DRAWINGS
1.81 Drewings required in patent spplication.
1.83 Content of drawing.
1.84 Standerds for drawing.
1.85 Corvections to drawings.
1.88 Use of old drawings.

MODELS, EXHIBITS, SPECIMENS
1.91 Models not genesally required a8 part of application or patent.
1.92 Model or exhibit may be required.
1.93 Specimens.
1.94 Reurmn of medels, exhibits or gspecimens.
198 Copies of exhibits.

1.96 Submission of computer program listings.

INFORMATION DISCLOSURE STATEMERT
1.97 Filing of information disclosuwe statement.
198 Content of information disclosure statement.
199 [Reserved)

EXAMINATION OF APPLICATIONS
1.101 Ogrder of exumination.
1.102 Advencement of exemination.
1.103 Suspension of ection.
1.104 Nature of examination; examiner's ection.
1.105 Completeness of examiner’s action.
1.106 Rejection of claims.
1.107 Citation of references.
1.108 Abandoned applications not cited.
1.109 Reasons for allowance.
1.110 Inventorship and date of invention of the subject mattes of
individual cleims.

ACTION BY APPLICANT AND FURTHER CONSIDERATION
1.111 Reply by spplicent or patent owner.
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1.112 Recoasideration.
1.113 Fioal rejection or action.

AMENDMENTS
1.118 Amendments
1.116 Amendments aftee finsl actioa.
1.117 Amendmeat end revision required.
1.118 Amendment of disclosure.
1.119 Amendment of cleims.
1.121 Monner of meking amendments.
1.122 Entry sad comideration of umendments.
1.123 Amendments o e drawing.
1.124 Amendment of umendments.
1.125 Substituie specificatin.
1.126 Numbezing of claims.
1.127 Petition from refusal to admit amendment.

AFFIDAVTTS OVERCOMING REIECTIONS
1.131 Affidavit or declimetion of prior inveation to overcome cited
petent or publicstion,
1.132 Affidavits or declarations traveruing grounds of rejection.

INTERVIEWS
1.133 Interviews.

TIME FOR RESPONSE BY APPLICANT; ABANDONMENT OF
APPLICATION

1.134 Time period for response o an Office sction.

1.135 Abandomment for feilure to respoad within Ume period.

1.136 Filing of timely responses with petition end fee for extension of
time end extensions of time for cause.

1.137 Revivel of abandoned spglication.

1.138 Enpress sbandonment.

JOINDER OF INVENTIONS IN ONE APPLICATION;
RESTRICTION
1.141 Different inventione in one sational application.
1.142 Reguirement for restriction.
1.143 Recongiderstion of requirement.
1.144 Petition from requirement for restriction.
1.145 Subseguent presentation of claims for different invention.
1.146 Election of spacies.

DESIGN PATENTS
1.151 Rules applicable.
1.152 Drawing.
1.153 Title, description and claim, oath or declarstion.
1.154 Asrangement of specificetion.
1.155 Issue and term of design patents.

PLANT PATENTS
1.161 Rulss sppliceble.
1.162 Applicamt, oath or declarstion.
1.163 Specification.
1.164 Claim.
1.165 Drswings.
1.166 Specimens.
1.167 Exeminstion.

REISSUES
1.171 Applicstion for reissue.
1.172 Applicants, assigness.
1.173 Specification.
1.174 Deawings.
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1.175 Reissue oeth or declasetion.
1.176 Exzaminstion of reissue.
1.177 Reissue in divisions.

1.178 Origins! patent.

1.179 Notice of reissue spplication.

PETITIONS AND ACTION BY THE COMMISSIONER
1.181 Petition to the Commissiones.
1.182 Questions not specifically provided for.
1.183 Suspension of rules.
1.184 Reconsidezstion of cases decided by former Commissioners.
APPEAL TO THE BOARD OF PATENT APPEALS AND
INTERFERENCES
1.191 Appeal to Board of Patent Appeels and Interferences.
1.192 Appellant’s brief. ~
1.193 Exeminer's answer.
1.194 Ore! beering.
1.195 Affidavits or declerations afier eppeal.
1.196 Decision by the Board of Patent Appeels end Interferences.
1.197 Action following decision.
. 1.198 Reopening efter decision.

MISCELLANEQUS PROVISIONS
1.248 Service of papers; manner of sexvice; proof of eervice in cases
other than interferences.

PROTESTS AND PUBLIC USE PROCEEDINGS

1.291 Protests by the public sgeinst pending epplications.

1.292 Public use proceedings.

1.293 Statutory invention registretion.

1.294 Examinstion of request for publication of e statutory invention

registration and patent application to which the request is directed.

1.295 Review of decision finally refusing to publish a statutory
invention registration.

1.296 Withdrawel of reguest for publication of statutory invention
registration.

1.297 Publication of statutory invention registration.

REVIEW OF PATENT AND TRADEMARK OFFICE
DECISIONS BY COURT
.1301 Appes! o U.S. Court of Appeals for the Federal Circuit.
1.302 Notice of appeal.
1.303 Civil action under 35 U.S.C. 145, 146, 306.
1.304 Time for appesl or civil actios.

ALLOWANCE AND ISSUE OF PATENT
1.311 Notice of Allowance
1312 Amendments afier ellowance.
1.313 Withdrawal from issue.
1.314 Issusnce of pateat.
1.315 Delivery of petent.
1.316 Application abandoned for failure to pay issue fee.
1.317 Lapsed patents; delayed peyment of belance of issue fee.
1.318 Notification of national publication of a petent based on
international application.
DISCLAIMER
1.321 Ststutory disclaimer.

CORRECTION OF ERRORS IN PATENT
1.322 Cestificate of comrection of Office mistake.
1.323 Certificate of comrection of spplicant’s mistake.

1.324 Cormrection of inventorship in petent.
1.325 Ciber mistakes not cosvectad.

ARBITRATION AWARDS
1.331 [Reserved]
1332 (Reszerved]
1.333 [Reserved)
1.334 [Ressrved]
1.338 Filing of notice of arbitration awards.

AMENDMENT OF RULES
1351 Amendments to rules will be published.
1352 Publication of notice of proposed emendments.

MAINTENANCE FEES

1.362 Time for paymeat of maintensnce fees.

1.363 Fee address for meintensnce fes purposes.

1.366 Submission of maintenance fees.

1.377 Review of decision refusing to sccept and recoed payment of &
maintensnce fee filed prior to expiration of patent.

1378 Acceptance of delayed payment of maintenance fee in expired
patent to reinstate patent.

Subpart C - International Processing
Provisions

GENERAL INFORMATION
1.401 Definitions of terms under the Patent Cooperation Treaty.
1.412 The United Statez Receiving Office.
1.413 The United Ststes Internstional Searching Authority.
1.414 The United States Patent and Trademark Office as a Designated
Office or Elected Office.
1.415 The International Burean.
1.416 The United States Internationel Preliminery Examining
Authority.

WHO MAY FILE AN INTERNATIONAL APPLICATION
1.421 Applicent for international epplication.
1.422 When the inventor is dead.
1.423 When the inventor is insane or legally incapacitated.
1.424 Joint inventors.
1.425 Filing by other than inventor.

THE INTERNATIONAL APPLICATION
1.431 Internetional applicetion requirements.
1.432 Designation of States and peyment of designation fees.
1.433 Physical requirements of internetional epplication.
1.434 The reguest.
1.435 Tbe description.
1.436 The claims.
1.437 The drewings.
1.438 The ebstract.

FEES
1.445 Internetionel applicstion filing, processing end seerch fees.
1.446 Refund of international application filing end processing fees.

PRIORITY
1.451 The priority clsim and priority document in an international
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' REPRESENTATION
1.455 Representation in inteenstional spplications.

TRANSMITTAL OF RECORD COPY
1.461 Procedures for rensmittal of record copy to the International
Bureau.

TIMING
1.465 Timing of application processing based on the priority date.
1.468 Delays in meeting time limits.

AMENDMENTS
1.471 Cosrections and emendments during intemationsl processing.
1.472 Changesin person, name, or addressof spplicants and inventors.

UNITY OF INVENTION
1.475 Unity of invention before the Intemational Searching Authority.
1.476 Determination of unity of inveation before the Intesnational
Searching Autbority.
1.477 Protest to lack of unity of invention before the International
-Segrching Authority.

INTERNATIONAL PRELIMINARY EXAMINATION
1.480 Demand for internstiona] preliminery examinstion.
1482 Internaticpal preliminary examination fees.
1.484 Conduct of internstionsl preliminary examination.
1485 Amendments by applicant during internationsl preliminery
exemination.
1.487 Unity of Invention before the Internationsl Preliminery
Examining Authority.
1.488 Determination of unity of inveation before the International
Preliminary Examining Authority.
1.489 Protest to lack of unity of invention before the Internationel
Preliminary Examining Authority.

NATIONAL STAGE

1.491 Entry into the nationel stage.

1.492 Nationsl stage fees. |

1.494 Entering the netional stage in the United States of Americaas s
Degignated Office.

1.495 Entering the nationsl stage in the United States of America a5
Elected Office.

1.496 Exemination of international spplications in the national stage.

1.497 Oath or declasstion under 35 U.S.C. 371(c)4).

1.499 Unity of invention during the national siage.

Subpart D - Reexamination of Patents

CITATION OF PRIOR ART
1.501 Citation of prior a5t in petent files.

REQUEST FOR REEXAMINATION
1.510 Reguest for reexemination.
1.515 Determination of the request for reexaminstion.
1.520 Reexamination 8t (e initiative of the Commissioner.

REEXAMINATION
1.525 Order to reexamine.
1.530 Statement and amendment by petent owner.
1.535 Reply by requester.
1.540 Consideration of responses.
1.550 Conduct of reexamination proceedings.
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1.552 Scope of mexaminstion in reexamination proceedings.
1.555 Information meterisl to pateatability in reexamination
proceadings.

1.560 Interviews in reczamination groceedings.
1.565 Councurrent office proceedings.

CERTIFICATE
1.870 Issuance of reexaminstion certificate after reexamination

proceedings.
Subpart E - Interferences

1.601 Scope of rules, definitions.
1.602 Intevest in applicetions snd petents involved i an interference.
1.603 Interference betwesn applicelions; subject metter of the
intesference.
1.604 Request for interference between applications by en applicent.
1.605 Suggestion of claim o applicant by examiner.
1.606 Intesference between an application and e patent; subject matter
of the interference.
1.607 Reguest by applicant for interference with patent.
1.608 Interference between en application and a patent; prima facie
gshowing by epplicant.
1.609 Preparetion of interference papers by examiner.
1.610 Assignment of interference to exeminer-in-chief, time period
for completing intesference.
1.611 Declaration of interference.
1.612 Access W epplications.
1.613 Leed etiomey, same atiorney representing different pasties in
an interference, withdrawal of attomey or agent.
1.614 lurisdiction over intetference.
1.615 Suspension of ex parte prosecution.
1.616 Senctions for failure to comply with rules or ozder.
1.617 Summary judgment ageinst applicent.
1.618 Retwn of uneuthorized pepers.
1.621 Preliminery statement, time for filing, potice of filing.
1.622 Preliminery siatement, who mede invention, where invention
mede.
1623 Preliminery statement; invention mede in United States.
1.624 Preliminery statement; invention made ebroad.
1.625 Preliminery statement; derivetion by en opponent.
1.626 Preliminery statement; emlier application.
1.627 Preliminary statement; segling before filing, opening of
statement.
1.628 Preliminary statement; cosrection of esror.
1.629 Effect of preliminary statement.
1.630 Relignce on earlier application.
1.631 Access o preliminery ststement, sezvice of preliminary
statement.
1.632 Notice of intent t argue sbandonment, suppression, or
concealment by opponent.
1.633 Preliminary motions.
1.634 Motion to correct inventorship.
1.635 Miscellaneous motions.
1.636 Motions, time foe filing.
1.637 Content of motions.
1.638 Opposition sad reply, tme for filing opposition and reply.
1.639 Evidence in support of motion, opposition, or reply.
1.640 Motions, hesring end decision, redecleration of interference,
order to show ceuse.
1.641 Unpetentability discovered by exumines-in-chief,
1.642 Addition of application or patent to interfesence.
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1.643 Prosecution of interference by essignes.
1.644 Petitions in interferences.
1.645 Extension of time, late papers, etay of proceedings.

1.646 Service of papers, proof of service.
1.647 Translation of document in foreign lenguage.
1.651 Setting times for discovery and taking testimony, parties entitled
to take testimony.
1.652 Judgment for feilure to take testimony or file record.
1.653 Record wad enhibite.
1.654 Final beoring.
“1.655 Matiers considered in rendering e final decision.
1.656 Briefs for final bearing.
1.657 Burden of proof as to date of invention.
1.658 Finsal decision.
1.659 Recommendation.
1.660 Notice of reexaminstion, reissue, protest, or litigation.
1.661 Terminstion of interference sfier judgmeat.
1.662 Reguest for entry of adverse judgment; reissue filed by patentee.
1.663 Status of claim of defested epplicant after interference.
1.664 Action efter interference.
.1.665 Second interference.
1.666 Filing of interference settlement agreements.
1.671 Evidence must comply with rules.
1.672 Manner of taking testimony.
1.673 Notice of examination of witness.
1.674 Persons before whom depositions may be taken.
1.67S Examinstion of witness, reading and signing @anscript of
deposition.
1.676 Cestification and filing by officer, marking exhibits.
1.677 Form of & trenscript of deposition.
1.678 Transcript of deposition must be filed.
1.679 Inspection of trasscript.
1.682 Official records and printed publications.
1.683 Testimony in enother interfesence, proceeding, or aection.
1.684 Testimony in & foreign country.
1.685 Esvors and irvegulsrities in depositions.
1.687 Additions! discovery.
1.688 Usge of discovery.
1.690 Asbitration of interferences.

3 Subpart F - Extension of Patent Term

1.710 Patents subject to exteasion of the patent term.

1.726 Conditions for extension of patent term.

1.730 Applicant for extension of petent term.

1.740 Application for entension of patent termn.

1.741 Filing dete of application.

1.750 Determination of eligibility for extension of patent term.

1.760 Interim extension of patent tesm.

1.765 Duty of disclosure in patent term extension proceedings.

1.770 Express withdrewel of spplication for extension of patent term.

1.778 Celcuiation of patent term extension for s buman drug, antibiotic
drug or human biclogicel product product.

1.776 Calculation of petent term extension for a food edditive or color

additive,

1.777 Calculation of patent term extension for a medical device.

1.778 Calculstion of patent term extension for an animal drug product.

1.778 Calculation of petent term extension for a veterinary biological
product.

1.780 Certificate of extension of patent term.
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1.78S WMultiple applications for extensicn of erm of the same patent
orof diffsrent patents for the sume regulatory review period for

& product.

Subpart G - Biotechnology Invention
Disclosures

DEPOSIT OF BIOLOGICAL MATERIAL

1.801 Biological mategial.

1.802 Need or Opportunity o make a deposit.
1.803 Acceptable depository.

1.804 Time of making e originel deposit.
1.805 Replecement or supplement of deposit.
1.806 Tezm of deposit. .

1.807 Viebility of deposit.

1.808 Fumnishing of samples.

1.80% Ezemination procedures.

APPLICATION DISCLOSURES CONTAINING NUCLEOTIDE
AND/OR AMINO ACID SEQUENCES

1.821 Rucleotide end/or amino acid sequence disclosures in patent
applications.

1.822 Symbols end format to be used for nucleotide and/or amino
ecid sequence dats.

1.823 Requirements for nuclectide end/or amino ecid sequences &5
pert of the application pepers.

1.824 Form snd Format for nuclestide end/or amino acid sequence
submissions in computer readable form.

1.825 Amendments to or replacement of sequence listing and
computer readable copy thereof.

Appendix A - Sample Seguence Listing.

Appendix B - Headings for Information Items in §1.823.

Subpart A - General Provisions
GENERAL INFORMATION AND CORRESPONDENCE

& 1.1 AD comununications to be addressed to the
Comunissioner of Patents and Trademarks.

(a) All letters and other communications intended for the
Patent and Trademark Office must be addressed to “Commis-
sioner of Patents and Trademarks,” Washington, D.C. 20231.
When appropriate, a letter should also be marked for the
attention of a particular officer or individual.

(b) Letters and other communications relating to interna-
tional applications during the international stage and prioe to the
assignment of a national serial number should be additionally
marked “Box PCT.”

(¢) Reguests for reexamination should be additionally
marked “Box Reexam.”

(d) Payments of maintenance fees in patents and other
communications relating thereto should be additionally marked
“Box M. Fee.”

(e) Communications relating to intesferences and applica-
tions or patents involved in an interference should be addition-
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ally masked “BOX INTERFERENCE.”

() All applications for extension of patent term and any
communications relating thereto intended for the Patent and
Trademark Office should be additionally masked “Box Patent
Ext." When appropriate, the communication should also be
marked to the attention of a particular individual, as where a
decision has been rendered.

(g) All communications releting to pending litigation which
are required by the Federal Rules of Civil or Appellate Proce-
dure or by a rule or order of a court (o be served on the Solicitor
shall be hand-delivered to the Office of the Solicitor or shall be
mailed to: Office of the Solicitor, P.O. Box 15667, Arlington,
Virginia 22215 or such other address as may be designated in
writing in the litigation. All other communications to the Office
of the Solicitor should be addressed to: Box 8, Commissioner of
Patents and Trademarks, Washingion, D.C. 20231. Any com-
munication which does not involve pending litigation which is
received at P.O. Box 15667 will not be filed in the Office but will
be retumned. See §§ 1.302(c) and 2.145(b)(3) for filing notice of
appeal to the U.S. Coust of Appeals for the Federal Circuit.

(b) In applications under section 1(b) of the Trademark Act,
15U.8.C. 1051(b), all statements of use filed under section 1(d)
of the Act, and requests for extensions of time therefor, should
be additionally marked "Box ITU.”

NOTE. — Sections 1.1 (o 1.26 we eppliceble to rademark cases &s
well as to nstionsl and internationel petent cases except for provisions
specificelly dizected (o petent cases. See § 1.9 for definitions of
“national spplication” snd “international application.”

(46 FR 29181, May 29, 1981; para.(d) edded, 49 FR 34724, Aug.
31,1984, effective Nov. 1, 1984; para (), 49 FR 48416, Dec.12, 1984,
effective Feb. 11, 1985, pazs. (f) added, 52 FR 9394, Mar. 24, 1987,
peza. (g) sdded, 53 FR 16413, May 9, 1988; pass. (b) addad, 54 FR
37588, Sept. 11, 1989, effective Nov. 16, 1989)

§ 1.2 Business to be transacted in writing.

Allbusiness with the Patent and Trademark Office should be
transacted in writing. The personal attendance of applicants or
their attorneys of agents at the Patent and Trademark Office is
unnecgssary. The action of the Patentand Trademark Office will
be based exclusively on the writien record in the Office. No
aitention will be paid (o any alleged oral promise, stipulation, or
understanding in relation t which there is disagreement or
doubt.

§1.3 Business to be conducted with decorum and courtesy.

Applicanis and their attomeys or agents are required to
conduct their business with the Patent and Trademark Office
with decorum and courtesy. Papers presented in violation of this
requirement will be submitied to the Commissioner and will be
returmed by bis direct ordes. Complaints against examiners and
other employees must be made in communications sepagate
from other papers.

§ 1.4 Nature of correspondence.

(a) Correspondence with the Patent and Trademark Office
comprises:

(1) Correspondence relating to services and facilities of the
Office, such as general inguisies, requests for publications
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supplied by the Office, orders for printed copies of patents of
trademark registrations, orders for copies of recoeds, transmis-
sion of assignments for recording, and the Hke, snd

(2) Correspondence in and relating (0 a particular applica-
tion or other proceeding in the Office. See particulasly the rules
relating o the filing, proccssing, or other proceedings of na-
tional applications in Subpert B, §§ 1.31 w0 1.378; of interna-
tional applications in Subpert C, §§ 1.401 to 1.499; of reexami-
nation of patents in Subpast D, §§ 1.501 w0 1.570; of interfer-
ences in Subpart E; §§ 1.601 o 1.650; of extension of patent
term in Subpast F, §§ 1.710 o 1.785; and of wademark applica-
tions §§ 2.11 t0 2.189.

(b) Since each application file should be complete in itself,
a separale copy of every paper (o be filed in an application
should be furnished for each application (o which the paper
pertains, even though the contents of the papers filed in two or
more applications may be identical.

(c) Since different matters may be considered by different
branches or sections of the Patent and Trademark Office, each
distinct subject, inquiry or order should be contained in a
separate letter (o avoid confusion and delay in answering letters
dealing with diffesent subjects.

[24 FR 10332, Dec. 22, 1959; 43 FR 20461, May 11, 1978; para.(2),
48 FR 2707, Jen. 20, 1983, effective Feb. 27, 1983; pars. (a), 49 FR
48416, Dec. 12, 1984, effectiveFeb. 11, 1985; pire(a)(2), $3 FR 47807,
Nov. 28, 1988, effective Jan. 1, 1989]

¢ 1.5 ldentification of application, patent or
registration.

(a) No correspondence relating o an application should be
filed prior to when notification of the application number is
received from the Patent and Trademark Office. When a letter
directed to the Patent and Trademark Office concerns a previ-
ously filed application for a patent, it must identify on the top
page in aconspicuous location, the application number (consist-
ing of the series code and the serial number, e.g., 07/123,456),
or the serial number and filing date assigned to that application
by the Patent and Trademark Office, or the international appli-
cation number of the international application. Any correspon-
dence not containing such identification will be returned to the
sender where a return address is available, The returned comre-
spondence will be accompanied with a cover letter which will
indicate to the sender that if the returned comrespondence is
resubmitied o the Patent and Trademark Office within two
weeks of the mail date on the cover letter, the original date of
receipt of the correspondence will be considesed by the Patent
and Trademark Office as the date of receipt of the correspon-
dence. Applicants may use either the certificate of mailing
procedure under § 1.8 or the Expeess Mail procedure under §
1.10for resubmissions of retusned cosrespondence if they desire
o bave the benefit of the date of deposit in the United States
Postal Service. If the returned comrespondence is not resubmit-
ted within the two-week period, the date of receipt of the
resubmission will be considered to be the date of receipt of the
correspondence. The two-week period to resubmit the rewmed
correspondence will not be extended. If for some resson re-
turned cosrespondence is resubmitted with proper identification
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later than two weeks afier the return mailing by the Patent and
Trademark Office, the resubmitied correspondence will be
accepled but given its date of receipt. In addition to the applica-
tion number, all letters directed to the Patent and Trademark
Office conceming applications for patent should also state
"PATENT APPLICATION," the name of the applicant, the title
of the invention, the date of filing the same, and if known, the
group art unit of other unit within the Patent and Trademark
Office responsible for considering the letter and the name of the
examiner or other person to which it has been assigned.

" (b) When the letter concerns a patent other than for purposes
of paying a maintenance fee, it should state the number and date
of issue of the patent, the name of the patentee, and the tide of
the invention. For letters concerning payment of a maintenance
fee in a patent, see the provisions of § 1.366(c).

(c) A letter relating to a trademark application should
identify it as such and by the name of the applicant and the serial
number and filing date of the application. A letter relating to a
registered gademark should identify it by the name of the

- registrant and by the number and date of the certificate.

(d) A letter relating to a reexamination proceeding should
identify it as such by the number of the patent undergoing
reexamination, the reexamination request control number as-
signed to such proceeding and, if known, the group art unit and
name of the examiner to which it been assigned.

() When a paper concerns an interference, it should state
the names of the parties and the number of the interference. The
name of the examines-in-chief assigned to the interference (§
1.610) and the name of the party filing the paper should appear
conspicuously on the first page of the paper.

[24 FR 10332, Dec 22, 1959; 46 FR 29181, May 29, 1981; pase. ()
49FR 552, Jun. 4, 1984, effective Apr. 1, 1984; pase. (a), 49 FR 48416,
Dec. 12, 1984, effective Feb. 11, 1985; peres. (s) & (b), $3 FR 47807,
Nov. 28, 1988, effective Jen. 1, 1989]

§ 1.6 Recelpt of letters and papers.

(a) Leiuters and other papers received in the Patent and
‘Trademark Office are stamped with the date of receipt, except
where such letiers and papers are filed in accordance with § 1.10.
Any such letters and papers filed in accosdance with § 1.10 will
be stamped with the date of deposit as “Express Mail” with the
United States Postal Service unless the date of deposit is a
Saturday, Sunday, or Federal holidsy within the District of
Columbia in which case the date stamped will be the next
succeeding day which is not a Saturday, Sunday, or Federal
boliday within the District of Columbia. No papers are received
in the Patent and Trademark Office on Saturdays, Sundays or
Federal bolidays within the District of Columbia.

(b) Mail placed in the Patent and Trademask Office pouch up
to midnight on weekdays, excepting Satrdays and federal
holidays, by the post office at Washington, D.C., serving the
Patent and Trademark Office, is considered as having been
received in the Patent and Trademark Office on the day it was
so placed in the pouch.

(¢) In addition to being mailed or delivered by hand during
office hours, letters and other papers may be deposited up w0
midnight in a box provided at the guard's desk a¢ the lobby of
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building 3 of the Patent and Trademark Office at Crystal Plaza,
Aslington, Virginia and at the main entrance (14th Street) of the
Department of Commerce Building, Washington, D.C., on
weekdays except Saturdays and Federal bolidays, and all papers
deposited therein are considered as received in the Patent and
Trademark Office on the day of deposit.

(d) If intervuptions or emergencies in the United States
Postal Service which have been so designated by the Commis-
sioner occue, the Patent and Trademark Office will consider as
filed on & particular date in the Office any paper or fee which is:
(1) Promptly filed after the ending of the designated interruption
or emergency; and (2) Accompanied by a statement indicating
that such paper or fee would have been filed ob that particular
date if it were not for the designated interruption or emergency
in the United States Postal Service. Such statement must be a
verified statement if made by a person not registered to practice
before the Patent end Trademark Office.

{48 FR 2707, Jmn. 20, 1983, effective Feb. 27, 1983; 48 FR 4285,
Jan. 31, 1983; para. (a), 49 FR 552, Jan. 4, 1984, effective Agr. 1,1984]

§ 1.7 Times for taking sction; Explration on
Saturday, Sunday, or Federal holiday.

Whenever periods of time are specified in this part in days,
calendar days are intended. When the day, or the last day fixed
by statute or by or under this part for taking any action or paying
any fee in the Patent and Trademark Office falls on Saturday,
Sunday, or on 8 Federal holiday within the District of Columbia,
the action may be taken, or the fee paid, on the next succeeding
day which is not a Saturday, Sunday, or a Federal boliday. See
§ 1.304 for time for appeal or for commencing civil action.

{48 FR 2707, Jan. 20, 1983, effective Feb. 27, 1983; comected 48

FR 4285, Jen. 31, 1983]

§ 1.8 Certificate of mailing.

(a) Except in the cases enumerated below, papers and fees
required o be filed in the Patent and Trademark Office within
a set period of time will be considered as being timely filed if:

(1) They are addressed to the Commissioner of Patents and
Trademarks, Washington, D.C. 20231, and deposited with the
U.S. Postal Service with sufficient postage as first class mail
priof to expiration of the set period; and

(2) They also include a certificate for each paper or fee
stating the date of deposit. The person signing the certificate
should have reasonable basis to expect that the correspondence
would be mailed on or before the date indicated. The actual date
of receipt of the paper or fee will be used for all other purposes.
This procedure does not apply to the following:

(i) The filing of a national patent application specification
and drawing or other papers for the purpose of obtaining an
application filing date;

(ii) The filing of trademark applications;

(iii) The filing of agreements between parties (o an inter-
ference under 35 U.S.C. 135(c);

(iv) The filing of an affidavit showing that & mask is still
in use or containing an excuse for nonuse under section 8 (a) or
(b) or section 12(c) of the Trademark Act, 15 U.S.C. 1058(a),
1058(b), 1062(c);
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(v) The filing of en application for renewal of a mark
registration under section 9 of the Trademark Act, 15 U.S.C,
1059;

(vi) The filing of a petition to cancel a registration of a
mark under section 14 (a) or (b) of the Trademark Act, 15U.S.C.
1064(a), 1064(b);

(vii) The filing of an affidavit under section 15, subsection
(3) of the Trademark Act, 15 U.S.C. 1065;

(viii) The filing of a notice of election to proceed by civil
action in an infer partes proceeding undes 35 US.C. 141 or
section 21(a)}(1) of the Trademark Act, 15 U.S.C. 1071(a)X1), in
response to another party's appeal to the Count of Appeals for
the Federal Circuit;

(ix) The filing of a notice and reasons of appeal under 35
U.S.C. 142 or a notice of appeal under section 21(a)(2) of the
Trademark Act, 15 U.S.C. 1071(a)2);

(x) The filing of a statement under 42 U.S.C. 2182 or 42
U.S.C. 2457(c);

(xi) The filing of international applications for patent and
all papers and fees relating thereto;

(xii) The filing of & paper in an interference which an
examines-in-chief orders to be filed by hand or “Express Mail”,
and

(xiii) Papers filed in connection with a disciplinary pro-
ceeding under Part 10 of this subchapter.

(xiv) In an application under section 1(b) of the Trademark
Act (15 U.S.C. 1051(b)), the filing of a statement of use under
§2.88 (15 U.S.C. 1051(@)).

(xv) In an application under section 1(b) of the Trademark
Act(15U.8.C. 1051(b)), the filing of a request, under § 2.89 (15
U.S.C. 1051(d)), for an extension of time to file a statement of
use under § 2.88 (15 U.S.C. 1051(d)).

(xvi) In an application under section 1(b) of the Trademark
Act (15 US.C. 1051(b)), the filing of 2n amendment (o allege
use in commerce under § 2.76 (15 U.S.C. 1051(c)).

(b) In the event that correspondence or fees are timely filed
inaccordance with paragraph (a) of this section, but notreceived
in the Patent and Trademark Office, and the application is beld
to be abandoned or the proceeding dismissed, terminated, or
decided with prejudice, the cosrespondence o fee will be
considered timely if the party who forwarded such correspon-
dence or fee (1) informs the Office of the previous mailing of the
cormrespondence or fee prompily afier becoming aware of the
Office action, (2) supplies an additional copy of the previously
mailed correspondence or fee and certificate, and (3) includes a
declaration under § 1.68 or § 2.20 which attests on a personal
knowledge basis or to the satisfaction of the Commissioner (o
the previous timely mailing.

[41 FR 43721, Oct. 4, 1976; 43 FR 20461, May 11, 1978; para. (a).
47 FR 47381, Oct. 26, 1982, effective Oct. 26, 1982; para. (2),48 FR
2708, Jan, 20, 19€3; pasa. () 49 FR 48416, Dec. 12, 1984, effective
Feb. 11, 1985; pera. (¢), 42 FR 5171, Feb. 6, 1988, effective Maz. 8,
1985; $2 FR 20046, May 28, 1987, subparas. (s} ZX%iv) - (xvi), S4 FR
37588, Sept. 11, 1989, effective Nov. 16, 1989]

§ 1.9 Definitions. -
(a) A national application as used in this chapter means a

Rev. 14, Nov. 1992

MANUAL OF PATENT EXAMINING PROCEDURE

U.S. national application for patent which was eithes filedin the
Office under 35 U.S.C. 111 or which resulted from an interna-

tional application after compliance with 35 U.S.C. 371.

(b) An international application as used in this chapter
means an intemationsl epplication for patent filed under the
Patent Cooperation Treaty prioe to entering nationsl processing
&t the Designated Office stage.

(¢) An independent inventor as used in this chapler means
any inventor who (1) has not assigned, granted, conveyed, or
licensed, and (2) is under no obligation under contract or law to
assign, grant, convey, of license, any rights in the invention o
any person who could not likewise be classified as an independ-
ent inventor if that person bad made the invention, or to any
concern which would not qualify as a small business concern of
& nonprofit ceganization under this section.

(d) A small business concern as used in this chapéer means
any business concern as defined by the Small Business Admini-
stration in 13 CFR 121.12. For the convenience of the users of
these regulations, that definition states:

§ 121.12 Small business for paying reduced patoms fees.

(e) Pursuant o Pub. L. 97-247, & amell busziness concern for
purposes of peying reduced fees under 35 U.S. Cods 41 (8) and (b)
to the Patent and Trademark Office means any business concarn(1)
whaose number of employess, including thoee of its effiliates, docs
not exceed S00 pereons and (2) which bas pot assigned, granted,
conveyed, or liceneed, and is under 1o obligation undsr contrast of
law to egsign, grant, convey of licenes, any rights in (he inventica
o eny perecn who could not be classified as en independent
inventor if that pezson bed mede the invention, of to any concem
which would not gualify as a small business concsrn or a nonprofit
orgenization under this eection. For the purpose of this ssctioa
concerns &re affilistes of each other when either, directly or
indirectly, one concern controls or hes the power to control the
other, ot e third perty or parties controls or has the power to control
both. The number of employees of the business concerm is the
average over the fiscal yesr of the persons employed during each
of the pay pesiods of the fiscal yeas. Employees are those persons
employed oo & full-time, part-time or tumporary basis during the
previous fiscel yeer of the concern.

(b) If the Paient end Tredemark Office determines that a
concern is not eligible a8 & cmall business concern within this
section, the concern chall have & right to eppeal that determinetion
to the Small Business Administration. The Pateat and Tredemerk
Office shell wensmit its writien decision and the pertinent size
determinstion fileto the SBA in the event of such edverss determi-
netion and size appeal. Such sppeals by concerns should be
submitted to the SBA et 1441 L Street, NW., Weshington, D.C.
20416 (Atiention: SBA Office of Generel Counsel). The appeat
should stats the basis upon which it is clsimed that the Pelent and
Tredemerk Office initial size detormination on the concern was in
ereor; end the facts end erguments supporting the coboern's
claimed status ss & small business concern under this section.

(e) A nonprofit organization as usec in this chapter means
(1) a university or other institstion of higher education located
in eny country; (2) am organization of the type described in
section 501(c)(3) of the Inteenal Revenue Code of 1954 (26
US.C. 501(c)3)) and exempt from taxation under section
501(a) of the Internal Revenue Code (26 U.S.C. 501(a)); (3) any

noaprofit scientific or educational organization qualified under
& nonprofit organization statute of a state of this country (35
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U.S.C. 201(i)); or (4) any nonprofi¢ organization located in a
foreign country which would qualify as anonprofit organization
under paragraphs (e) (2) or (3) of this section if it were located
in this country.

() A small entity as used in this chapter means an independ-
ent inventor, a small business concern of a nonpeofit organize-
tion.

(g) For definitions in interferences see § 1.601.

[43 FR 20461, May 11, 1978; 47 FR 40139, Sept. 10, 1982,
effective Oct. 1, 1982; 47 FR 43275, Sept. 30, 1982, effective Oct. 1,

* 1982; page. (d), 49 FR 34724, Aug. 31, 1984, effective Nov. 1, 1984;
pess. (g), 49 FR 48416, Dec. 12, 1984, effective Feb. 11, 1985)

§ 1.10 Filing of papers and fees by “Expreas Mail”
with certificate.

(a) Any papes or fee to be filed in the Patent and Trademark
Office can be filed utilizing the “Express Mail Post Office w0
Addressee” service of the United Swtes Postal Service and be
considered as having been filed in the Office on the date the

. paper oc fee is shown (o have been deposited as “Express Mail”
with the United States Postal Service unless the date of deposit
is a Saturday, Sunday, or Federal holiday within the District of
Columbia, See § 1.6(a).

(b) Any paper or fee filed by “Express Mail” must have the
number of the “Express Mail” mailing label placed thereon prior
to mailing, be addressed to the Commissioner of Patents and
Trademarks, Washington, D.C. 20231, and any such peper or
fee must also include a cestificate of mailing by “Express Mail”
which states the date of mailing by “Express Mail” and is signed
by the pesson mailing the paper or fee.

(c) The Patent and Trademark Office will accept the certifi-
cate of mailing by “Express Mail” and accord the paper or fee
the certificate date under 35 U.S.C. 21(a) (unless the certificate
dateis a Saturday, Sunday, or Federal holiday within the District
of Columbia - see § 1.6(a)) without further proof of the date on
which the mailing by “Express Mail” occurred unless a question
is present regarding the date of mailing. If more than a reason-

. able time bas elapsed beiween the cestificate date and the Patent
and Trademark Office receipt date or if other questions regard-
ing the date of mailing are presemt, the person mailing the paper
ot fee may be required to file a copy of the “Express Mail”
receipt showing the actual date of mailing and & statement from
the person who mailed the paper or fee averring to the fact that
the mailing occurred on the date certified. Such statement must
be a verified statement if made by a person not registered
practice before the Patent and Trademark Office.

{48 FR 2708, Jen. 20, 19€3, added effoctive Feb. 27, 1983; 48 FR
4288, Jan. 31, 1983, pazas. (8) & (c), 49 FR 552, Jen. 4, 1984, effoctive
Apr. 1, 1984]

RECORDS AND FILES OF THE PATENT AND
TRADEMARK OFFICE

§ 1.11 Files open to the public.

(@) Afier a patent has been issued or a statutory invention
registration has been published, the specification, drawings and
all papers relating (o the case in the file of the patent of statutory
invention registration ase opea (o inspeciion by tse public, and
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copies may be obtained upon paying the fee therefor. See §2.27
for rademark files.

(b) All reissue applications, all applications in which the
Office bas accepied a request to open the complete epplication
to inspection by the public, and related papers in the application
file, are open to inspection by the public, and copies may be
furnished upon paying the fiee therefor. The filing of reissue
applications will be announced in the Official Gazete. The
aonouncement shall include ot least the filing date, reigssue
application and origingl patent numbers, title, class and sub-
class, name of the inventor, name of the owner of record, name
of the attorney oragent of record, and examining group to which
the reissue application is essigned.

(c) Al requests for reexamination for which the fee under §
1.20(c) has been paid, will be announced in the Official Gazerre.
Any reexaminations at the initiative of the Commissioner pur-
suant o § 1.520 will also be announced in the Official Gazette.
The announcement shall include at Jeast the date of the request,
if any, the reexamination request control number or the Com-
missioner initiated order control numbesr, patent numbes, tite,
class and subclass, name of the inventor, name of the patent
ownerofrecold.andtheemmininurouptowhichthemxmi
nation is assigned.

(d) All papers or copies thereof relating to a reexamination
proceeding which have been entered of record in the patent or
reexamination file are open to inspection by the general public,
and copies may be furnished upon paying the fee therefor.

(e) Thefile of any interference involving a patent, a statutory
invention registration, or an epplication on which a patent has
been issued or which has been published as & statutory invention
registration, is open (o ingpection by the public, and copies may
be obtained upon paying the fee thesefore, if: (1) the intesference
has terminated, or (2) an awand of priority or judgment has been
entered as to all parties and all counts,

[OMEB Contzol Nos. 0651-0010 & 0651-06014)

(42 FR 5593, Jen, 26, 1977; 43 FR 28477, June 30, 1978; 46 FR
29181, Mey 29, 1981, Paza. (c), 47 FR 41272, Sept. 17, 1982, effective
Qct. 1, 1982; pare. (a), 49 FR 48416, Dec. 12, 1984, effective Feb. 11,
;9?;,' glml (&), (5) & (e), SO FR 9378, Mez. 7, 1983, effective May

§ 1.12 Assignment records open to public inspection.
(a)(1) Separate assignment records are maintained in the
Patent and Trademark Office for patents and trademarks. The
assignment records, relating 0 original or reissue patents,
including digests and indexes, for assignments recorded on or
after May 1, 1957, and assignment records relating to pending
or abandoned trademark epplications and to rademark registra-
tions, for assignments recorded on or after Januasy 1, 19585, are
open to public inspection at the Patent and Trademark Office,
and copies of eny assignmen: records may be oblained upon
request and payment of the fee setforth in §§ 1.19 and 2.6 of this

(2) All records of sssignments of patents recorded before
Mey 1, 1957, and ali records of trademerk sssignments recorded
before January 1, 1955, are maintained by the National Archives
and Records Administration (NARA). The recoeds are open 0
public inspection. Cestified and uncertified copies of those
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assignment records are provided by NARA upon request and
payment of the fees required by NARA.

(b) Assignmentrecords, digests, and indexes, relating to any
pending or abandoned patent application are notavailable to the
public. Copies of any such assignment records and information
with respect thereto shall be obtainable only upon writien
authority of the epplicant or applicant’s assignee or atiorney or
agent or upon & showing that the person seeking such informa-
tion is a bona fide prospective or actual purchaser, morigagee,
or licensee of such application, unless it shall be necessary to the
propes conduct of business before the Office or as provided by
these rules.

(c) Any request by a member of the public secking copies of
any assignment records of any pending or abandoned patent
application preserved in secrecy under § 1.14, or any informa-
tion with respect thereto, must

(1) Be in the form of a petition accompanied by the petition
fee set forth in § 1.17(X1), or

(2) Include written authority granting access 1o the member
of the: public to the particular assignment records from the
applicant or applicant’s assignee or attorney or agent of recoed.

(d) An order for a copy of an assignment or other document
should identify the reel and frame number where the assignment
or document is recorded. If a document is identified without
specifying its correct reel and frame, an extra charge as set forth
in § 1.21(j) will be made for the time consumed in making a
search for such assignment,

[47 FR 41272, Sept. 17, 1982, effective Oct. 1, 1982;
(c), 54 FR 6893, Feb. 15, 1989, effective April 17, 1989; pares. (8) &
(d), 56 FR 65142, Dee. 13, 1991, effective Dec. 16, 1991; pares. (8)(1)
& (d), 87 FR 29641, July 6, 1992, effective Sept. 4, 1992; pars. (8)(2)
added, 57 FR 29641, July 6, 1992, effective Sept. 4, 1992)

§ 1.13 Coples and certified coples.

(a) Copies of patents and rademark registrations and of any
records, books, papers, or drawings belonging to the Patent and
Trademark Office and open (o the public will be furnished by the
Patent and Trademark Office to any person, and copies of other
recoeds or papers will be furnished to persons entitled thereto,
upon payment of the fee therefor.

(b) Such copies will beauthenticated by the seal of the Patent
and Trademark Office and certified by the Commissioner, or in
bis name attested by an officer of the Patent and Trademark
Office authorized by the Commissioner, upon payment of the

fee for requesting cestified copies of Office documents.
[OMB Control Nos. 0651-0009, 0651-0010 & 0651-0014]
[pase. (b), 56 FR 65142, Dec. 13, 1991, effective Dec. 16, 1991)

paras. (8) &

§ 1.14¢ Patent applications preserved in secrecy.

(a) Except as provided in § 1.11(b) pending patent applica-
tions are preserved in secrecy. No information will be given by
the Office respecting the filing by any particular person of an
application for a patent, the pendency of any particulse case
before it, or the subject matter of any particular application, nor
will access be given to or copies furnished of any pending
application or papers relating thereio, without writien authority
in that particular application from the applicant or bis assignee
or altorney or egent of record, unless the application has been
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identified by scrial number in a published patent document or
the United States of America has been indicated as a Designated
State in a published international application, in which case
status information such as whether it is pending , abandoned or
patented may be supplied, or unless it shall be necessary o the
peoper conduct of business before the Office or as provided by
this part. Where an application has been patented, the patent
oumber and igsue date may also be supplied.

(b) Except as provided in § 1.11(b) abandoned applications
are likewise not open to public ingpection, except that if an
application referred to in 8 U.S. patent, or in an application in
which the applicants has filed an anthorization to open the
complete epplication to the public, is abandoned and is avail-
gble, it may be inspected or copies obtained by any person on
written request, without notice to the gpplicant.

(c) Applications for patents which disclose or which appear
to disclose, or which purport to disclose, inventions or discov-
eries relating to atomic energy are reported to the Depastmentof
Enesgy, which Department will be given access to such appli-
cations, but such reporting does not constitute a determination
that the subject matter of each application so reposted is in fact
useful or en invention or discovery or that such application in
fact discloses subject matter in categories specified by sections
151(c) and 151(d) of the Atomic Energy Act of 1954, 68 Sta.
919; 42 U.S. C. 2181 (¢) and (d).

(d) Any decision of the Board of Patent Appeals and Inter-
ferences, or any decision of the Commissioner on petition, not
otherwise opea to public inspection shall be published or made
available for public inspection if: (1) The Commissioner be-
lieves the decision involves an interpretation of patent laws of
regulations that would be of important precedent value; and (2)
the applicant, or any party involved in the interference, does not
within two months afier being notified of the intention to make
the decision public, object in writing on the ground that the
decision discloses a trade secret or other confidential informa-
tion. If a decision discloses such information, the applicant or
party shall identify the deletions in the text of the decision
considered necessary to protect the information. If it is consid-
ered the entire decision must be withheld from the public to
protect such information the applicant or party must explain
why. Applicants or parties will be given time, not less than
twenty days, to request reconsideration and seek court review
before any portions of decisions are made public over their
objection, See § 2.27 for trademark applications.

(e) Any request by a member of the public seeking access to,
or copies of, any pending or abandoned application preserved in
secrecy pursuant (o paragraphs (8) and (b) of this section, of any
papers relating thereto, must

(1) Be in the form of a petition and be accompanied by the
petition fee set forth in § 1.17(1)(1), or

(2) Include written authority granting access to the member
of the public in that perticular application from the applicant or
the applicant’s assignee or attorney or agent of record,

(Note, see § 1. 612(.)fumbymimerferencepmyw
a pending or sbandoned

[OMB Control Nos, 06510010 & 06514!)1 1

[42 FR §593, Jan. 28, 1977; 43 FR 20462, May 11, 1978; para. (¢)
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added, 47 FR 41273, Sept. 17, 1982, effective Oct. 1, 1982; peru. (b),
49 FR 552, Jan. 4, 1984, effective Apr. 1, 1984; para. (d), 49 FR 48416,
Dec. 12, 1984, effective Feb. 11, 198S; pare. (b), S0 FR 9378, Mesr. 7,
1985, effective May 8, 198S: 83 FR 23733, June 23, 1988; pera. (¢), 54
FR 6893, Feb. 15, 1989, effective Apeil 17, 1989]

§ 1.15 Reguests for identifiable records.

(2) Reguests for records not disclosed to the public as part of
the regular informational activity of the Patent and Trademark
Office and which are not otherwise dealt with in the rules in this
. part shall be made in writing, with the eavelope and the letter
clearly marked "Freedom of Information Request.” Each such
request, so marked, should be subemitted by mail addressed ©
the "Patent end Trademask Office, Freedom of Information
Reguest Coatrol Desk, Box 8, Washington, D.C. 20231," or
hand delivered to the Office of the Solicitor, Patent and Trade-
mark Office, Arlington, Virginia. The request will be processed
in accordance with the procedures et forth in Part 4 of Title 15,
Code of Federal Regulations.

(b) Any person whose request for records bas been initially
" denied in whole or in part, or bas not been timely determined,
may submit a written appeal as provided in § 4.8 of Tite 15,
Code of Federal Regulations.

(c) Procedures applicable in the event of service of process
or in connection with tzstimony of employees on official mat-
ters and production of official documents of the Patent and
Trademark Office in civil legal proceedings not involving the
United States shall be those established in parts 15 and 152 of
Title 15, Code of Federal Regulations.

[32FR 13812,0¢t.4, 1967; 24 FR 18857, Nov. 26, 1969; umended
$3 FR 47688, Nov. 28, 1988, effective Dae, 30, 1986)

FEES AND PAYMENT OF MONEY

§ 1.16 National application filing fees.
(a) Basic fee for filing each application for an original

patent, except design or plant cases:
By a small entity (§ 1.9(5)) .....cc.oesninvsnennsnsansssssnss $355.00
By otber than a small entity 710,00

(b) In addition to the basic filing fee in an original applica-
tion, for filing or later presentation of each independent claim in
excess of 3:

By a small endty (§ 1.9(D) 37.00
By other than a small entity 74.00

(¢) In addition to the basic filing fee in an original spplica-
tion, for filing or later presentation of each claim (whether
independent or dependent) in excess of 20 (Note that § 1.75(c)
indicates how multiple dependent claims are considered for fee

calculation purposes.):
By & small entity (§ 1.9(0)) ...... 11.00
By other than @ small €MLY v.ccererinrnsnnrssrerssansssseassssses 2200

(d) In eddition to the basic filing fee in an original applica-
ion, if the application contains, or is amended 1o contain, a
multiple dependent claim(s), per application:

By a small entity (§ 1.9(f) .. 115.00

By otber than a small entity 230.00

(If the additional fees required by paragraphs (b), (c), end (6)
of this section are not paid on filing or on later presentation of
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the claims for which the additional fees are due, ey must be
peid or the claims canceled by amendment, prior to the expira-
tion of the time pesiod set for response by the Office in any
notice of fee deficlency.)

(e) Surcharge for filing the basic filing fee or oath or
declaration on adate later than the filing date of the application:

By a amall eatity (§ 1.9(f)) 65.00
By other than a small entity 130.00
(f) For filing each design application:

By a small eatity (§ 1.9() 145.00
By other then a small entity 280.00
(g) Basic fee for filing each plant application:

By & small entity (§ 1.9(0) 240.00
By other than a small entity 480.00
(b) Basic fee for filing each reissue application:

By a small eatity (§ 1.9()) 355.00
By other than a small entity 710.00

(i) In additon to the basic filing fee in a reissue application,
for filing or later presentation of each independent claim which
is in excess of the number of independent claims in the original
patent:

By a small entity (§ 1.9(f)) .. 37.00

By other than a small entity 74.00

() In addition to the basic filing fee in a reissue application,
for filing or later presentation of each claim (whether independ-
ent or dependent) in excess of 20 and also in excess of the
number of claims in the original patent, (Note that § 1.75(c)
indicates how multiple dependent claims are considered for fee
calculation purposes.):

By a small entity (§ 1.9(D)

By other than a small entity
(Note: See §§ 1.445,1.482and 1 492forinmmomlapplica
tion filing and processing fees.).

(Added 47 FR 41273, Sep. 17, 1982, effective dats Oct. 1, 1982;
50 FR 31824, Aug. 6, 1985, effective dats Oct. 5, 198S; pezas. (2), (b),
(d) - (i), 54 FR 6893, Feb. 13, 1989, effective Apr. 17, 1989; peres. (a)-
(1), S6 FR 65142, Dec. 13, 1991, effective Dec. 16, 1991; pwas. (2)-(d)
and (f)-(), $7 FR 38190, Aug, 21, 1992, effective Oct. 1, 1992}

§ 1.17 Patent application processing fees.
(8) Extension fee for response within first month pursuant
to § 1.136(a):
By a small entity (§ 1.9(5) $55.00
By other than & small entity 110.00
(b) Extension fee for response within second month pussuant
to § 1.136(a):
By a small entity (§ 1.9(f) 180.00
By other than & small entity 360.00
(¢) Extension fee for response within d:inl month pursuant
to § 1.136(a):
By a small entity (§ 1.9(5) 420.00
By other than o small entity 840.00
(&) Extengion fee for response within fousth month pursuant
to § 1.136(a):
By a small entity (§ 1.9(f) 660.00
By other than a small entity 1,320.00
(e) For filing a notice of appeal from the examiner to the

11.00
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Board of Patent Appeals and Interferences:
By a small entity (§ 1.96) 135.00
By other than a small entity 270,00
(0 In addition to the fee for filing a notice of appeal, foe filing
a brief in support of an appeal:
By a small entity (§ 1.9(f) 135.00
By other than a small entity 270.00

(g) For filing a request for an oral hearing before the Board
of Patent Appeals and Intetferences in an appeal under 35
US.C. 134

By a small entity (§ 1.9(f)) 115.00

By other than a small entity 23000

(b) For filing a petition (o the Commissioner under a section
of this part listed below which refers (o this

130.00

§ 1.47 — for filing by other than all the inventors or a

person not the inventor,

§ 1.48 — for correction of inventorship.

§ 1.182 — for decision on questions not specifically
provided foe.

§ 1.183 — (o suspend the rules.

§ 1.205 — for review of refusal to publish a statutory
invention registration.

§ 1.377 — for review of decision refusing to accept and
record payment of a maintenance fee filed prior
to expiration of patent.

§ 1.378(e) — for reconsideration of decision on petition
refusing (o accept delayed payment of
maintenance fee in expired patent.

§ 1.644(e) — for petition in an interference.

§ 1.644(f) — for request for reconsideration of a decision
on petition in an intesference.

§ 1.666(c) — for late filing of interference settiement
agreement.

§65.12, 5.13 & 5.14 —for expedited handling of a foreign

filing license.

§ 5.15 — for changing the scope of a license.

§ 5.25 — for retroactive license.

(iX1) For filing a petition to the Commissioner under a
section of this part listed below which refess to this
paragraph

§ 1.12 — for access to an assignment record.

§ 1.14 — for access to an application,

§ 1.53 — t0 accord a filing date.

§ 1.55 — for entry of late priosity paperss.

§ 1.60 — to accoed a filing date.

§ 1.62 — to accord a filing date.

§ 1.97(d)- to consider an information disclosure statement,

§ 1.103 — (o0 suspend action in application.

§ 1.177 — for divisional reissues to issue separately.

§ 1.312 — for amendment afier payment of issue fee.

§1.313 — to withdraw an application from issue.

§ 1.314 — to defer issuance of a patent,

§ 1.666(b) — for access to interference settlement
agreement.

§ 3.81 — for patent to issue (o assignee, assignment

submitted after payment of the issue fee.

Rev, 14, Nov. 1992
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(2) Foe filing a petition to the Commissioner .
of this past to make epplication special ..........ceeveeveene 130.00
() For filing a petition to institute a public use proceeding
under § 1.292 1,350.00
(k) For processing an application filed with a specification
in a non-English language (§ 1.52(0)) ......evcrvervecscnsens 130.00
(1) For filing a petition:
(1) For the revival of an unavoidably abendoned spplica-
tion under 35 U.S.C. 111, 133, 364, 0r 371 or
(2) For delayed payment of the issue fee under 35 U.S.C.
151
By a small entity (§ 1.9())
By other than a small entity
(m) For filing a petition:
(1) For revival of aa unintentionally abandoned applica-
tioa, or

35.00
110.00

(2) For the vnintentionally delayed payment of the fee for
issuing a patent:
By a small entity (§ 1.9(0) .... 585.00
By other than a small entity 1,170.00

(n) For requesting publication of a statutory invention reg-
istration prior o the mailing of the first examines’s action
pursuant to § 1.104 - $820.00 reduced by the amount of the
application basic filing fee paid.

(o) For requesting publication of a statutory inveation reg-
istration after the mailing of the first examiner' s action pursuant
to§1.104 - $1,640.00 reduced by the amount of the application
basic filing fee paid.

(p) For submission of an information disclosure statement
under § 1.97(0)..ccveririnnns 200.00

[Added 47 FR 41273, Sept. 17, 1982, effective Oct. 1, 1982;paze.
(b), 48 FR 2708, Jan. 20, 1983, effective Feb, 27, 1983; para. (b), 49 FR
13461, Apr. 4, 1984, effective June 4, 1984; pase. (b), €9 FR 34724,
Aug. 31, 1984, effective Nov. 1, 1984; pares. (e), (g), (B) & (i), 49 FR
48416, Dee. 12, 1984, effective Feb, 11, 1985; peras. (b), (2) & (¢), 50
FR 9379, Mez. 7, 1988, effective May 8, 1985; SO FR 31624, Aug. 6,
1988, effective Oct. 5, 1988; pares. (a)- (m), 54 FR 6893, Feb. 13, 1989,
S4FR 9431, Merch 7, 1969, effective Ape. 17, 1989; pasa. (i)(1), 54 FR
47518, Nov. 15, 1989, effective Jen. 16, 1990; pares. (8)-(0), 36 FR
65142, Dec. 13, 1991, effective Des. 16, 1991; pare. (1X1), $7FR 2021,
Jap. 17, 1992, effective March 16, 1992; pasa. (p) added, $7 FR 2021,
I, 17, 1992, effective Mezch 16, 1992; pare. (1Y1), §7 FR 20642, July
6, 1992, effective Sept. 4, 1992; corrected, $7 FR 32439, July 22, 1992;
pares. (b)-(g), (§) & (m)-(0), $7 FR 38190, Aug. 21, 1992, effective Oct.
1, 1992}

§ 1.18 Petent lssue fees.
() lIssue fee for issuing each original or reissue patent,

except a design or plant patent:

By a small entity (8 1.9(0) $585.00
By other than & STl EHULY ...vevenreescerssrersesiaons 1,170.00
(b) lssue fee for issuing a design patent:

By a small entity (§ 1.9(6)) ..cecnvvverrvvssnnsescrssssrinens 205.00
By other than a small entity 410.00
(¢) Issue fee for issuing a plant patent:

By a small entity (§ 1.9(0) 295.00
By other than 8 small €Y ....euerenrcersssnnssssssarans $90.00

[Added 47FR 41273, Sept. 17, 1982, effective Oct. 1, 1982; SOFR
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31824, Aug. 6, 1983, effective Oct. 3, 196S; revised 54 FR 6893, Feb.
15, 1989, effective Agr. 17, 1989; revised 56 FR 65142, Dec. 13. 1991,
effective Dec. 16, 1991; pares. (a)-(c), 37 FR. 38190, Aug. 21, 1992,
effective Oct. 1, 1992) .

§ 1.19 Document supply fees.
The Patent and Trademark Office will supply copies of the
following documents upon payment of the fees indicated:
(a) Uncertified copies of patents:
(1) Printed copy of a patent, including a design patent,
statutory invention registration, or defensive publication docu-

. ment, except plant or statutory invention registration containing

color drawing:
(i) Regular service $3.00
(ii) Expedited local service 6.00

(iif) Expedited services for copy ordered by electronic
ordering service and delivered to the customer within two

workdays 25.00
(2) Printed copy of a plant patent in colog.......c.us... 12.00

(3) Copy of a utility patent or statutory invention registra-
. tion containing color drawings (see § 1.84(p)).........cveu 24.00

(b) Certified and uncertified copies of Office documents:
(1) Certified or uncertified copy of patent application as

filed:
(i) Reguler sesvice.. ve 12.00
(ii) Expedited local service 24.00
(2) Certified or uncertified copy of patent-related file
wrapper and contents ....... 150.00

(3) Certified or uncertified copy of Office records, per
document except as otherwise provided in this section...25.00
(4) For assignment records, abstract of title and certifica-
ti0n, PET PALEDE ..ovsrsssvsrsssrissnsssssssessarsssssssnessassrssssssssses 25.00
© Libtarymice(ébsu S.C.13): Formvidingwlibmies
copies of all patents issued annually, per annum .......... 50.00
(d) For lst of all United States patents and statutory
invention registrations in a subclass 3.00
(e) Unceriified statement as 0 status of the payment of
maintenance fees due on a patent or expiration of a
_patent .. « 10,00
(f) Uncertified copy of a non-United States patent docu-
ment, per document weres 25,00
(g) To compare and certify copies made from Patent and
Trademark Office records but not prepared by the Patent and

Teademark Office, per copy of dOCUmENL. ....oveiriecrsennee 25.00
(b) Additional filing receipts; duplicate; or corrected due o
applicant esror .25.00

[Added 47 FR 41273, Sept. 17, 1982, effective date Oct. 1, 1982;
peza,. (b), 49 FR 552, Jan. 4, 1984, effective date Apr. 1, 1984; pasas.
(D) & (g) edded, 49 FR 34724, Aug. 31, 1984, effective dats Nov. 1,
1984; peres. (e) & (¢), S0 FR 9379, Mas. 7, 1985, effective dats May
8.1985; SOFR 31825, Aug. 6, 1985, effective date Oct. §, 198S; rovised
S4FR 6893, Feb. 15, 1989, 54 FR 9432, Masch 7, 1989, effective Ape.
17, 1989; revised 56 FR 65142, Dec. 13, 1991, effective Dec. 16, 1991;
peses, (b)(4), () & (b), 57 FR 38190, Aug. 21, 1992, effective Oct. 1,
1992)

§ 1.20 Post-lssuance fees.
(2) For providing a certificate of correction for applicant’s
mistake (§ 1.323) ..ounenrinnnnnammnmonssoronssssssssssss veeeee $100.00

§ 1.21

(b) Petition for correction of inventorship in
patent (§ 1.324) 130.00
(¢) For filing a request for

reexamination (§ 1.510(2)) 2,250.00
(@) Fer filing each stattory disclaimer (§ 1.321):

By a small eatity (§ 1.9(D) $5.00
By othes than 2 small entity 11000

(e) For maintaining en origingl or reissue patent, except a
design or plant patent, based oo an application filed on or after
December 12, 1980, in force beyond four years; the fee is dueby
three years and six months after the original grane

By amall eatity (§ 1.9(D) 465.00
By other than a small entty. 930.00

(f) For maintaining an original or reissue patent, except a
design or plant patent, besed on an gpplication filed on or after
December 12, 1980, in force beyond eight years; the fee is due
by seven yeass and six months after the osiginal grant

By a small entity (§ 1.9(D)) 935.00
By other than a small entity. 1,870.00

(g) For maintaining an original or reissue patent, except a
design or plant patent, based on an spplication filed on or after
December 12, 1980, in force beyond twelve years; the fee is due
by eleven years and six months after the original grant

By a small entity (§ 1.9(5) 1,410.00
By other than & small entity 2,820.00

(b) Surcharge for paying & maintenance fee during the six-
moath grace period following the expiration of three years and
six months, seven years and six months and eleven years and six
months after the date of the original grant of a patent based on
an application filed on or afier December 12, 1980

By a small entity (§ 1.9(f)) 65.00
By other than a small entity 130.00

(i) Surchasge for accepting a maintenance fee afier expire-
tion of a patent for non-timely payment of & maintenance fee
where the delay ip payment is shown to the satisfaction of the
Commiseioner (0 have been unavoldable ... .. 620.00

(§) For filing an application for extension of the term of @
patent (§ 1.740), 1,000.00

fAdded 67 FR 41273, Sept. 17, 1982, effective dats Oct. 1, 1982;
paras. (&), (1) & (m) edded, 49 FR 34724, Aug. 31, 1984, effective date
Nov. 1, 1984; paces. (¢), (), (g) & (m), 30 FR 9979, Muz. 7, 1945,
effective date Mey €, 1985; SOFR 31825, Aug. 6, 1983, effective date
Oet. 5, 1988; 51 FR 28057, Aug. 4, 1986; $2 FR 9394, Me. 24, 1987,
peres. (a)-(n), $4 FR 6893, Feb. 15, 1989, 54 FR 8053, Feb. 24, 1989,
effective Ape. 17, 1989; revised S6 FR 65142, Dec. 13, 1991, effective
Dec. 16, 1991; paras. (a), (c), (¢)-(g) & (1), 57 FR 38190, Aug. 21, 1992,
effective Oct. 1, 1992)

§ 121 Miscollancous fees and charges.
The Patent and Trademark Office bas established the fol-
lowing fees for the services indicated:
(a) Registration of attorneys and sgents:
(1) For admission to examination for registration to
practice, fee payable upon application ............... $300.00

(2) On registration to peactice 100.00

(3) For reinstatement (0 PEACHCE .o v iecssnessasenssssonss 15.00

(4)Forcerﬁﬁmofgoodmd1ngu-mmey

of agent 10.00
Rev. 14, Nov. 1992
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Suitable for framing 20.00

(5) For review of a decision of the Director of Enroliment
and Discipline under § 10.2(c) 130.00

(6) For requesting regrading of an examinstion under
§ 10.7(c) 130.00

(b) Deposit accounts:

(1) For establishing a deposit

account ... 10.00

(2) Service charge for each month when the balance at the
end of the month is below $1,000 25.00

(3) Sexrvice charge for each month when the balance at the
end of the month is below $300 for restricted subscription
deposit accounts used exclusively for subscription order of

patent copies as issued 25.00
(c) Disclosure document: For filing a disclosure

document ... 10.00
(d) Delivery box: Local delivery box rental,

per annum . 50.00

(e) International-type search reports: For preparing ap
international-type search report of an intemational type search
made at the time of the first action on the merits in a national

patent apPlCAtION..... cuuvvciseesssssesessmsssessssssssnsssnsassasasise 40.00
(£) [Reserved]
(g) Self-service copy charge, Per PAEC ....ccvverisssseses 0.2§

(b) For recording each assignment, agreement or othes papes
relating to the property in a patent or application,
per property.. e 40.00
(i) Publication in Official Gazette: For publication in the
Official Gazette of anotice of the availability of an application
or a patent for licensing or sale, each application

OF PBIET o..voverereasssssssnssnsarncssssonsarsnsasssossnsssessrsasastonsassassss 25.00
(j) Labor charges for services, per hour or fraction
thereof 30.00

(k) For items and services, that the Commissioner finds may
be supplied, for which fees are not specified by statute or by this
part, such charges as may be determined by the Commissioner
with respect to each such item or service...... Actual cost

() For processing and retaining any application abandoned
pursudnt o § 1.53(d) unless the required basic filing fee has been

1211 ..130.00
(m) For processing each check returned “unpaid” by
a bank .50.00

(n) For handling an incomplete or improper application
under §1.53(c), §1.60 or §1.62 ..130.00
(0) Marginal cost, paid in advance, for each bour of terminal
session time, including print tme, using Automated Patent
System full-text search capabilities, prorated for the actual time
used. The Commissioner may waive the payment by an indi-
vidual for access o the Automated Patent System foll-text
search capability (APS-Text) upon a showing of need or hard-
ship, and if such waiver is in the public interest............40.00
(p) Librasy service: masginal cost for providing (o a Patent
and Trademark Depositary Librasy access to Automated Patent
System (APS) full-text search capability, per bour of terminal
session time, including print time SO 1 X 1
[Added 67 FR. 41274, Sept. 17, 1982, effective date Oct. 1, 1982;
paras. (b) & (1), 49 FR §53, Jan. 4, 1984, effective date Age. 1, 1984;
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peras. (8)(S) & (6) added, SOFR §171, Feb. 6, 198S, effective dats Ape.
8, 1985; SOFR 31825, Aug. 6, 1989, effective date Oct. 5, 1983; pares.
(8), (Y L), (d)-(), ()-(m), S FR 6893, Feb. 15, 1969, 54 FR 8053, Feb.
24,1989, 54 FR 9432, March 7, 1989, effective Ape. 17, 1989; para. (n)
added 84 FR 47518, Nov. 15, 1989, effective Jan, 16, 1950; pares.(o)-
(q) added 54 FR 50942, Dec.11, 1989, effective Feb. 12, 1990; paras.
(e)-{c), (e)(b), ()-(@) & (n) emended, 56 FR 65142, Dec. 13, 1991,
effective Dec. 16, 1991; pasas. (p) & (q) deleted, S6FR 65142, Dec. 13,
1991, effective Des. 16, 1991; pazes. (8)(1), (e)(5). (e}(6), (b}(2). (5)(3),
(e) & (i), S7 FR 38190, Aug. 21, 1992, effective Oct. 1, 1992; pare. (p)
edded, 57 FR 38190, Aug. 21, 1992, effective Oct. 1, 1992]

§ 1.22 Fees payable ln advance.

(@) Patent end trademark fees and chasges payable o the
Patent and Trademark Office are required to be paid in advance,
that is, a4 the time of requesting .any action by the Office for
which a fee or charge is payable with the exception that under
§ 1.53 applications for patent may be assigned a filing date
without payment of the basic filing fee.

(b) All patent and trademark fees paid to the Patent and
Trademark Office should be itemized in each individual appli-
cation, pateat or other proceeding in such amanner that itis clear

foe which the fees are paid.
[48 FR 2708, Jan. 20, 1983, effective Feb. 27, 1983)

§ 1.23 Method of payment.

All payments of money required for Patent and Trademark
Office fees, including fees for the processing of international
applications (§ 1.445), should be made in U.S. specie, Treasury
notes, national bank notes, post office money orders, or by
certified check, If sent in any other form, the Office may delay
or cancel the credit until collection is made, Money orders and
checks must be made payeble o the Commissioner of Patents
and Trademarks. Remittances from foreign countries must be
payable and immediately negotiable in the United States for the
full amount of the fee required. Money sent by mail to the Patent
and Trademark Office will be at the risk of the sender; letters
containing money should be registered.

[43 FR 20462, May 11, 1978)

§ 1.24 Coupouns.

Coupons in denominations of three dollars, for the purchase
of patenis, designs, defensive publications, statutory inveation
registrations, and trademark registrations are sold by the Patent
and Trademark Office for the convenience of the general public;
these coupons may not be used for any other purpose. The three-
dollar coupons are gold individually and in books of 50 for
$150.00. These coupons are good until used; they may be
transferred but cannot be redeemed.

{OMB Control Nos, 0651-0010 & 0651-0014)

{47 FR 41274, Sept. 17, 1982, effective Oce. 1, 1982; 48 FR 2708,
Jan, 20, 1983, effective dute Feb. 27, 1963; SOFR 31825, Aug, 6, 1985,
effective Oct. 5, 198S; 51 FR 28087, Aug. 4, 1986; 56 FR 65142, Dec.
13, 1981, effective Diec. 16, 1991]

§ 125 Deposit accounts.

(a) For the convenieace of attorneys, and the general public
in paying any fees due, in ordering services offered by the
Office, copies of records, etc. deposit accounts may be estab-
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lished in the Patent and Trademark Office upon payment of the
fee for establishing a deposit account (§ 1.21(bX1)). A mini-
mum depositof $1,000 is required for paying any fees due orin
ordering any services offered by the Office. However, & mini-
mum deposit of $300 may be paid to establish a restricted
subscription deposit account used exclusively for subscription
order of patent copies as issued. At the end of each moath, &
deposit account statement will be rendered. A remittance must
be made prompily upon receipt of the statement to cover the
value of items or segvices charged to the accountand thus restore
the account to its established normal deposit. An amount suffi-
" cient to cover all fees, services, copies, elc., requested must
always be on deposit. Charges (0 accounts with insufficient
funds will not be accepted. A service charge (§ 1.21(b)2)) will
be assessed for each month that the balance at the end of the
month is below $1,000. For restricted subscription deposit
accounts, a service charge (§ 1.21(b)X(3)) will be assessed for
each month that the balance at the end of the moath is below
$300.

(b) Filing, issue, appeal, international-type search repost,
* international application processing, petidon, and post-issu-
ance fees may be charged against these accounts if sufficient
funds are on deposit to cover such fees. A general authorization
tocharge all fees, or only certain fees, setforthin §§ 1.16101.18
to a deposit account containing sufficient funds may be filed in
an individual application, either for the entire pendency of the
application or with respect to a particular paper filed, An
authorization to charge to a deposit account the fee for a request
for reexamingtion pursuant 1o § 1.510 and any other fees
fequired in a reexamination proceeding in a patent may also be
filed with the request for reexamination. An authorization to
charge a fee 10 a deposit account will not be considered payment
of the fee on the date the suthorization to charge the fee is
effective as (o the particular fee to be charged unless sufficient
funds age present in the account o cover the fee,

[OMB Control Nos. 0651-0010 & 0651-0014)

(49 FR 553, §an. 4, 1984, effective Apz. 1, 1984, 47FR 41274, Sept.
17, 1982, effective Oct. 1,1982; S0 FR 31826, Aug. 6, 1985, effective
Oct. 5, 1985]

§1.26 Refunds.

(a) Money paid in excess will berefunded, butamere change
of purpose after the payment of money, as when a party desires
to withdraw an application, an appeal, or a request for oral
bearing, will not entitle a party to demand such a return,
Amounts of twenty-five dollars or less will not be returned
unless specifically requested within a seasonable time, nos will
the payer be notified of such amount; emounis over twenty-five
dollars may be retwned by check os, if requested, by creditio a
deposit account.

() [Reserved)

(¢) If the Commissioner decides not to institute a reexami-
netion proceeding, a refund of $1,690 will be made to the
requester of the proceeding. Reexamination requesters should
indicate whether any refund should be made by check or by

credit to a deposit account,
(47 FR 41274, Sept. 17, 1982, effective Oct, 1, 1982; SOFR 31826
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hug. 6, 1983, effective Oct. 3, 1989; pare. (c), 54 FR 6293, Feb. 15,
1989, effective Ape. 17, 1989; para. (¢), 56 FR 65142, Dee. 13, 1991,
effective Dec. 16, 1991; pares. (a) & (), 57 FR 38190, Aug. 21, 1992,
effective Oct. 1, 1992]

§ 127 Statement of status as small entity.

(a) Any person seeking to establish status as a small entity
(§ 1.9(f) of this part) for purposes of paying fees in an applica-
tion or a patent must file a verified statement in the application
of patent prior (o or with the first fee paid as a small entity, Such
& verified statement need only be filed once in an application or
patent and remaing in effect until changed.

(b) Any verified statement filed pursuant to paragraph (a) of
this section oo behalf of an independent inventor must be signed
by the independent inveatorexcept as providedin § 1.42,§ 1.43,
or § 1.47 of this pert, and must aver that the inventor qualifies
s an independent inventor in accordance with § 1.9(c) of this
part. Where there are joink inventors in an application, each
inventor must file a verified statement establishing status as
independent inventor in order to qualify as a small entity, Where
any rights bave been assigned, granted, conveyed, or licensed,
of there is an obligation to assign, grant, convey, of license, any
rights to a small business concera, a nonprofit organization, or
any other individual, a verified statement must be filed by the
individual, the owner of the small business concern, or an
official of the small business concern or nonprofit organization
empowered to act on behalf of the small business concern or
noapeofit organization averring to their status. For purposes of
a verified statement under this paragraph, a license to a Federal
agency resultng from a funding agreement with that agency
pursuant to 35 U.S.C. 202(c){(4) does not constitute a license as
set forth in § 1.9 of this past.

(c) Any verified statement filed pursuant 1o paragraph (a) of
this section on behalf of a small business concern must (1) be
signed by the owner or an official of the small business concern
empowered (0 act on bebalf of the concem; (2) aver that the
concesn qualifies as a small business concem as defined in §
1.9(d); and (3) aver that exclusive rights to the invention have
been conveyed to and remain with the small business concern,
of if the rights are not exclusive, that all other rights beloag o
emall entities as defined in § 1.9, Where the rights of the emall
business concern as a small entity are not exclusive, a verified
statement must also be filed by the other small entities having
rights averring to their status as such. For purposes of a verified
statement under this paragraph, a license to a Federal agency
resulting from a funding agreement with that agency pursuant to
35 U.S.C. 202(c)(4) does not constitute 8 license as set forth in
§ 1.9 of this pant.

(@) Any verified statement filed pursuant to pasagraph (a) of
this section on bebalf of a nonprofit organization must (1) be
signed by an official of the nonprofit organization empowered
toactonbebalf of the organization; (2) aver that the organization
qualifies as a nonprofitorganization as defined in § 1.9(e) of this
part specifying under which one of § 1.9(e)(1), (2), (3), or (4) of
this past the organization qualifies; and (3) aver that exclusive
rights to the invention have been conveyed 0 and remain with
the organization or if the rights are not exclusive, that all other
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rights belong to small entities as defined in § 1.9 of this part.
Where the rights of the nonprofit organization as a small entity
are not exclusive, a verified statement must also be filed by the
other small entities baving rights avesring to their status as such.
For purposes of a verified statement under this paragraph, a
license to a Federal agency resulting from a funding agreement
with that agency pursuant to 35 U.S.C. 202(cX4) does not
constitute a conveyance of rights as set forth in this pasagraph.

[OMB Control No. 0651-0011]

(47 FR 40139, Sept. 10, 1982, sdded effective Oct. 1, 1982; para.
(c)added, 47 FR 43276, Sept. 30, 1982; parss. (b), (c), & (d), 49 FR 553,
Jan. 4, 1984, effective Apr. 1, 1984)

§ 1.28 Effect on fees of fallure to establish status, or
change status, us a small entity.

(a) The failure to establish status as a small entity (§§ 1.9(f)
and 1.27 of this part) in any application or patent prior to paying,
or at the tite of paying, any fee precludes payment of the fee in
the amount established for small entities. A refund pursuant to
§ 1.26 of this part, based on establishment of small entity status,
of a portion of fees timely paid in full prior to establishing status
as a small entity may only be obtained if a verified statement
under § 1.27 and a request for a refund of the excess amount are
filed within two months of the date of the timely payment of the
full fee. The two-month time period is not extendable under
§ 1.136. Staws as a small entity is waived for any fee by the
failure to establish the status prior to paying, at the time of
paying, or within two months of the date of payment of, the fee.
Status as a small entity must be specifically established by a
verified statement filed in each application or patent in which
the status is available and desired, except those applications
filed under § 1.60 or § 1.62 of this part where the status as 2 small
entity has been established in a parent application and is still
proper. Once status as a small entity has been established in an
application or patent, the status remains in that application or
patent without the filing of a further verified statement pursuant
to § 1.27 of this part unless the Office is notified of 2 change in
status, Status as a small entity in one application or patent does
notaffect any other application or patent, including applications
or patents which are directly or indirectly dependent upon the
application or patent in which the status bas been established,
except those filed under § 1.60 or § 1.62 of this part. Applica-
tions filed under § 1.60 or § 1.62 of this part must include a
reference to a verified statement in a pasent application if status
as a small entity is still proper and desired.

(b) Once status as a emall entity has been established in an
application or patent, fees as a small entity may thereafier be
paid in that application or patent without regard (o a change in
status until the issue fee is due or any maintenance fee is due.
Notification of any change in stamus resuiting in Joss of enitle-
ment to small entity status must be filed in the application or
patent prior to paying, or at the time of paying, the earliest of the
issue fee or any maintenance fee due after the date on which
status as a small entity is no longer appropriate pursuant 10 § 1.9
of this part, The notification of change in status may be signed
by the applicant, any person authorized o sign on behalf of the
assignee, of an attomey or agent of record or acting in a
representative capacity pursuant o § 1.34(a) of this past.
Rev. 14, Nov. 1992
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(c) If siatus as a small entity is established in good faith, and
fees as & small entity are paid in good faith, in any application
or patent, and it is later discovered that such status as a small
entity was established in error or that through esror the Office
was not notified of a change in status as required by paragraph
(b) of this section, the error will be excused (1) if any deficiency
between the amount paid and the amount due is paid within three
months after the date the error occurred of (2) if any deficiency
between the amount paid and the amount due is paid more than
three months after the date the esror occurred and the payment
isaccompanied by a verified statement explaining how the error
in good faith occurred and how and when it was discovered.

(d)(1) Any attempt to frandulently (i) establish status as a
small entity or (ii) pay fees as a small entity shall be considered
as a fraud practiced or attempied on the Office.

(2) Improperly and with intent to deceive (i) establishing
status as a small entity o (ii) paying fees as a small entity shall
be considered as a frand practiced or attempied on the Office.

{47 FR 40140, Sept. 10, 1982, added effective Oct. 1, 1982; pare.
(2), 49 FR 553, Jan. 4, 1984, effective Apr. 1, 1984; pura. (d¥2), STFR
2021, Jan. 17, 1992, effective Mar. 16, 1992}

Subpart B - National Processing Provisions

PROSECUTION OF APPLICATION AND
APPOINTMENT OF ATTORNEY OR AGENT

§ 1.31 Applicants may be represented by a registered
atiorney or agent.

Ab applicant for patent may file and prosecute his or her
own case, or be or she may be represented by a registered
attorney, registered agent, or other individual authorized to
practice before the Patent and Trademark Office in patent cases.
See §§ 10.6 and 10.9 of this subchapter. The Patent and Trade-
mark Office cannot aid in the selection of a registered attorney

or agent.
{OMB Control No., 0651-0011)
{50 FR 5171, Feb. 6,1988, effective Mer. 8, 1985)

§ 132 [Reserved)
[Deleted 57 FR 29642, July 6, 1992, effective Sept. 4, 1992)

§ 1.33 Correspondence respecting patent applications,
reexnmination proceedings, and other proceedings.
(a) The residence and post office address of the applicant
must appear in the oath or declaration if not stated elsewhere in
the application. The applicant may also specify and an attomey
or agent of record may specify a correspondence address o
which communications about the application are to be directed.
All notices, official letters, and other communications in the
case will be directed to the correspondence address or, if no such
correspondence address is specified, to an atiorney or agent of
record (see § 1.34(b)), oz, if no attormey or agent is of record, o
the applicant, or to any assignee of record of the entire interest
if the applicant or such assignee 50 requests, o¢ to an assignee of
an undivided part if the applicant so requests, at the post office
address of which the Office has been notified in the case.
Amendments and other papers filed in the application must be
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signed: (1) By the applicant, or (2) if there is an assignee of
recoed of an undivided pert interest, by the applicant and such
assignee, or (3) if there is en assignee of record of the entire
interest, by such assignee, or (4) by &n attomey or agent of
record, or (5) by aregistered attorney or agent not of record who
acts in a representative capacity under the provisions of §
1.34(a). Double correspondence with an applicant and his
atlorney or agemt, or with more than one altomey or agent, will
not be undertaken. If more than one atiormey or agent be made
of record and a correspondence address has not been specified,
correspondence will be held with the one last made of record.

(b) An applicant who has not made of record a regisiered
attorney or agent may be reguired to state whether he received
assistance in the preparation or prosecution of his application,
for which any compensation or consideration was given or
charged, and if so, 10 disclose the name or names of the person
or persons providing such assistance. This includes the prepara-
tion for the applicant of the specification and amendments or
other papers to be filed in the Patent and Trademark Office, as
well as other assistance in such matters, but does not include
" merely making drawings by drafismen or stenographic services

in typing papers.

(c) All notices, official letters, and other communications
for the patent owner or owners in a reexamination proceeding
will be directed to the attorney or agent of record (see § 1.34(b))
in the patent file at the address listed on the register of patent
attorneys and agents maintained pursuant to §§ 10.5 and 10.11
oz, if no attorney or agent is of record, to the patent owner or
owners at the address or addresses of record. Amendments and
other papersfiledin areexamination proceeding on behalf of the
patent owner must be signed by the patent owner, or if there is
more than one owner by all the owners, or by an attorney or
agent of record in the patent file, or by a registered attormey or
agent not of record who acts in a representative capacity undes
the provisions of § 1.34(a). Double correspondence with the
patent owner or ownérs and the patent owner's altormey of
agent, or with more than one attorney or agent, will not be
undertaken. If more than one attorney or agent is of record and

" a correspondence address bas not been specified, comrespon-
dence will be held with the last astorney or agentmade of record.

(d) A “correspondence address™ or change theseto may be
filed with the Patent and Trademark Office during the enforce-
able life of the patent. The “correspondence address™ will be
used in any correspondence relating to maintenance fees unless
aseparate “fee addsess™ has been specified. See § 1.363 for “fee
address” used solely for maintenance fee

{OMB Coatrol No. 0651-0010 & 0651-0013)

{36 FR 12617, July 2, 1971; 46 FR 29181, May 29, 1981; pare. ()
added, 49 FR 34724, Aug. 31, 1984, effective Nov. 1, 1984; pega. (c),
S0 FR 5171, PFeb. 6, 1988, effective Maz. 8, 1985)

§ 1.34 Recognition for representation.

(a) When aregistered attorey or agent acting in a represen-
tative capacity appears in person of signs & paper in practice
befose the Patent and Trademark Office in a patent case, his or
her personal appeagance or signature shall constitute arepresen-
tation to the Patent and Trademark Office that under the provi-
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sions of this Subchapier and the law, be or she is authorized o
represent the particular pasty in whose behalf he or she acts. In
filing such a paper, the regisiered attomey or agent should
specify bis or ber registration number with his or ber signature.
Further proof of authority to actin arepresentative capacity may
be reguired.

(b) When an attorney or agent shall have filed his or ber
power of attorney, or authorization, duly executed by the person
or persons entitled (0 prosecute an application or a patent
involved in a reexamination proceeding, be or she is a principal
attoroey of record in the case. A principal atiomney or agent, so
appointed, may appoint en associate attorney or ageat who shall
also then be of record.

(OMB Control No. 8651-0011}

(46 FR 29181, May 29, 1981; pars. (8), SO FR 5171, Feb. 6, 1985,
effective Maz. 6, 1985)

§ 1.36 Revocation of power of attorney or authorization;
withdrawal of attorney or agent.

A power of attorney or authorization of agent may be
revoked at any stage in the proceedings of a case, and an attorney
oragent may withdraw, upoa application to and approval by the
Commissioner. An attormey or ageat, except an associate attor-
ney or agent whose address is the same as that of the principal
attorney or agent, will be notified of the revocation of the power
of attorney or authorization, and the applicant or patent owner
will be notified of the withdrawal of the attorney or agent. An
assignment will not of itself operate as a revocation of a power
or authorization previously given, but the assignee of the entire
interest may revoke previous powers and be represented by an
attorney or agent of the assignee's own selection, See § 1.613(d)
for withdrawal of an attorney or agent of record in an interfer-
ence.

[OMB Control No. 0651-0011)

(49 FR 48416, Dec. 12, 1984, effective Feb. 11, 1985]

WHO MAY APPLY FOR A PATENT

¢ 1.41 Applicant for patent.

(a) A patent must be applied for in the name of the acmal
inventor or inventors. Full names must be stated, including the
family name and at least one given name without abbreviation
together with any other given name or initial.

(b) Unless the contrary is indicated the word “applicant”
when used in these sections refers to the inventor or joint
inventors who are applying for a patent, or t the person
mentioned in §§ 1.42, 1.43 or 1.47 who is applying for a patent
in place of the inventor.

(c) Any pesson authorized by the applicant may file an
application for patent on bebalf of he inventor or inventors, bt
an oath or declaration for the application (§ 1.63) can only be
made in accordance with § 1.64.

(d) A showing may be required from the person filing the
mmmmrmmwmmwmmmm
tion comes into

{48 FR 2708, Jen. 20, l983 48 TR 4285, Jan. 31, 1983}
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§ 142 When the inventor is dead.

In case of the death of the inventor, the legal representative
(executor, administrator, etc.) of the deceased invenior may
make the necessary oath or declaration, and apply for and obtain
the patent. Where the inventor dies during the time intervening
between the filing of the application and the granting of a patent
thereon, the letters patent may be issued to the legal represeata-
tive upon proper intervention.

{48 FR 2709, Jan. 20, 1983, effective Feb. 27, 1983]

§ 1.43 When the inventor Is insane or legally

" incapacitated.

In case an inventor is insane or otherwise legally incapaci-
tated, the legal representative (guardian, conservator, etc.) of
such inventor may make the necessary oath or declaration, and
apply for and obtain the patent.

{48 FR 2709, Jen. 20, 1983, effective Feb. 27, 1983)

§ 1.44 Proof of authority.

In the cases mentioned in §§ 1.42 and 1.43, proof of the
power or authority of the legal representative must be recorded
in the Patent and Trademark Office or filed in the application
before the grant of 2 patent.

§ 1.45 Jolnt inventors.

(a) Joint inventors must apply for a patent jointly and each
must make the required ocath or declaration; neither of them
alone, nor less than the entire number, can apply for a patent for
an invention invented by them jointy, except as provided in §
147.

(b) lnventors may apply for a patent jointly even though

(1) They did not pbysically work together or at the same
time,

(2) Each inventor did not make the same amount of contri-
bution, of

(3) Each inventor did not make a contribution to the subject
matier of every claim of the application.

(c) If multiple inveators are named in an application, each
named inventor must have made a contribution, individually or
jointly, to the subject matter of at least one claim of the
application and the application will be considered to be a joint
application under 35 U.S.C. 116.

{Paras. (b) & (c), 47 FR 41274, Sept. 17, 1982, effective Oct. 1,
1982; 48 FR 2709, Jun. 20, 1983, effective Feb. 27, 1983; SOFR 9379,
Mar. 7, 1988, effective May 8, 1985]

§ 1.46 Assigned inventions and patents.

In case the whole or a past interest in the invention or in the
patentto be issuedis assigned, the application must still be made
or authorized to be made, and an oath or declasation signed, by
the inventor or one of the persons mentioned in §§ 1.42,1.43, or
1.47. However, the patent may be issued (o the assignee or
jointdy to the inventor and the assignee as provided in § 3.81.

{48 ¥R 2705, Jen. 20, 1983, effective Feb. 27, 1983; $7 FR 29642,
July 6, 1992, effective Sept. 4, 1992)
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§ 1.47 Filing when an inventor refuses (o glgn or cannot
be reached.

(a) If a joint inventor refuses o join in an application for
patent or cannot be found or reached afier diligent effort, the
application may be made by the other inventor on behalf of
himself or herself and the omitted inventor. The cath or decla-
ration in such an application must be accompanied by a petition
including proof of the pertinent facts and by the required fee (§
1.17(b)) and must state the last known address of the omitied
inventoe, The Patent and Trademark Office shall forward notice
of the filing of the application to the omitted inventor at said
address. Should such notice be returned to the Office
undelivered, or should the address of the omitted inventor be
unknown, notice of the filing of the application shall be pub-
lished in the Official Gazette. The omitted inventor may subse-
quently join in the application on filing an oath or declaration of
the character required by § 1.63. A patent may be granted to the
inventor making the application, upon a showing satisfactory (o
the Commissioner, subject to the same rights which the omitted
inventor would have had if he or she bad been joined,

(b) Whenever an inveator refuses to execute an application
for patent, or cannot be fourd or reached afier diligent effort, a
person to whom the inventor has assigned or agreed in writing
to assign the invention or who otherwise shows sufficient
proprietary interest in the matter justifying such action may
make application for patent on behalf of and as agent for the
inventor. The oath or declaration in such an application must be
accompanied by a petition including proof of the pertinent facts
and a showing that such action is necessary topreserve the rights
of the parties or to prevent irreparable damage, and by the
required fee (§ 1.17(h)) and must state the last known address of
the inventor. The assignment, written agreement to assign or
other evidence of proprietary interest, or a verified copy thereof,
must be filed in the Patent and Trademark Office. The Office
shall forward notice of the filing of the application to the
inventor at the address stated in the application. Should such
notice be remrned to the Office undelivered, or should the
address of the inveator be unknown, notice of the filing of the
application shall be published in the Official Gazette. The
inventor may subsequently join in the application on filing an
oath or declaration of the character required by § 1.63. A patent
may be granted o the inventor upon a showing satisfactory to
the Commissioner.

{47 FR 412785, Sept. 17, 1982, effective Oct. 1, 1982; 48 FR 2709,
Jen. 20, 1983, effective Feb. 27, 1983]

¢ 1.48 Correction of inventorship.

(a) If the correct inventor or inventors are not named in an
application for patent through error without any deceptive
intention ob the part of the actual inventor or inveators, the
application may be amended to name only the actual inventos or
inventors. Such amendment must be diligently made and must
be accompanied by (a) a petition including a statement of facts
verified by the original named inventos or inventors establish-
ing when the error without deceptive intention was discovered
and bow it occurred; (b) an oath or declaration by each actual
inventor of inventors as required by § 1.63; (c) the fee set forth
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in § 1.17(h); and (d) the writtea consent of any assignee, When
the application is involved in an interference, the petition shall
comply with the requirements of this section and shall be
accompanied by a motion under § 1.634.

(b) If the correct inventors are named in the application when
filed and the prosecution of the application resulis in the
amendment or cancellation of claims so that less than all of the
originally named inventors are the actual inventors of the
invention being claimed in the application, an amendment shail
be filed deleting the names of the person or persons who ase not
inventors of the invention being claimed. The amendment must
be diligently made and shall be accompanied by:

(1) A petition including a statement identifying each named
inventor who is being deleted and acknowledging that the
inventor’s invention is no longer being claimed in the applica-
tion, and

(2) The fee set forth in § 1.17(h).

(c) If an application discloses unclaimed subject matter by
an inventor or inventors not named in the application, the
application may be amended pursuant to paragraph (a) of this
- section o add claims to the subject matter and name the correct
inventors for the application.

[OMB Control No. 0651-0018)

{48 FR 270-9, Jan. 20, 1983, effective Feb. 27, 1983; 49 FR 48416,
Dec. 12, 1984, effective Feb. 11, 1985; 50 FR 9379, Mar. 7, 1988,
effective May 8, 1985]

THE APPLICATION

§ 1.51 General requisites of an application.

(a) Applications for patents must be made to the Commis-
sioner of Patents and Trademarks. Acompleteapplmnon
comprises:

(1) A specification, including a claim or claims, see §§ l.‘ll
to 1.77.

(2) An oath or declaration, see §§ 1.63 and 1.68

(3) Drawings, wiven necessary, see §§ 1.81 o 1.88.

(4) The prescribed filing fee, see § 1.16.

(b) Applicants are encouraged to file an information disclo-

- sure statement. See §§ 1.97 and 1.98,

(c) Applicants may desire and are permitied to file with, o¢
in, the application an authorization to charge, at any time during
the pendency of the application, any fees reguired under any of
§§ 1.16 to 1.18 0 a deposit account established and maintained
in accordance with § 1.25.

[42 FR 5593, Jen. 28, 1977; pwas. (a) & (c), 47 FR 412785, Sept. 17,
1982, effectiveOct. 1, 1982; pares. (8) & (b), 48 FR 2709, Jan. 20, 1983,
effective Feb. 27, 1983; pars. (b), 37 FR 2021, Jan. 17, 1992, effective
Mar. 16, 1992)

§ 1.52 Language, paper, writing, margins.

(2) The application, any amendments of corrections thereto,
and the oath or declaration must be in the Englich language
exceptasprovided forin § 1.69 and paragraph (d) of this section,
or be accompanied by a verified translation of the application
and a translation of any corrections or amendments into the
English language. All papers which are to become a part of the
permanent records of the Patent and Trademark Office must be
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legibly written, typed, o¢ peinted in permanent ink or its equiva-
lent in quality. All of the application papers must be presented
in a form baving sufficient clarity and contrast between the
paper and the writing, typing, or printing thereon to permit the
direct reproduction of readilly legible copies in any number by
use of photographic, electrostatic, photo-offset, and microfilm-
ing processes. If the papers are not of the required quality,
substitute typewritten or printed papers of suitable quality may
be required.

(b) The application papess (specification, including claims,
abstract, oath or declaration, and papers as provided for in §§
1.42, 143, 1.47, ec.) and also pepers subsequently filed, must
be plainly written on but one side of the paper. The size of all
sheets of paper should be 8 to 8 1/2by 10 172 to 13 inches (20.3
t0 21.6 cm. by 26.6 to 33.0 cm.). A margin of at least approxi-
mately oae inch (2.5 cm.) must be reserved on the lefi-hand of
each page. The top of each page of the application, including
claims must have a margin of at least approximately 3/4 inch
(2 cm.). The lines must not be crowded too closely together;
typewritien lines should be 1 1/2 or double spaced. The pages
of the epplication including claims and abstract should be
numbered consecutively, starting with 1, the numbers being
centrally located above or preferably, below, the text,

(c) Any inteslineation, erasure, cancellation or other altera-
tion of the application papers filed should be made before the
signing of any accompanying oath or declaration pursuant to §
1.63 referring to those application papers and should be dated
and initialed or signed by the applicant on the same sheet of
paper. Application papers containing alterations made afier the
signing of an oath or declaration refesring to those application
papers must be supported by a supplemental oath or declaration
under § 1.67(c). After the signing of the oath or declaration
referring to the application papers, amendments may oaly be
made in the manner provided by §§ 1.121 and 1.123 through
1.125,

(d) An application may be filed in a language other than
English. A verified English translation of the non-English-
language application and the fee set forth in § 1.17(k) are
required ¢ be filed with the application or within such time as
may be set by the Office.

[OMB Control No. 0651-0011)

[43 FR 20462, May 11, 1978; pares. (2) & (d). 47 FR 41275, Sept.
17, 1982, effective Oct. 1, 1982; pere. (c), 48 FR 2709. Jan. 20, 1983,
effective Feb. 27, 1983; paze. (d), 49 FR 554, Jen. 4, 1984, effective
Apr. 1, 1984; pars. (c), 57 FR 2021, Jen. 17, 1992, effective Mar. 16,
1992)

§ 1.53 Serial number, filing date, and completion of
application.

(@) Any application for a patent received in the Patent and
Trademark Office will be assigned a serial number for identifi-
cation purposes.

(b) The filing date of an application for patent filed under this
section is the date on which: (1) a specification containing a
description pursuant to §1.71 and at least one claim pursuant to
§1.75; and (2) any drawing required by §1.81(a), are filed in the
Patent and Trademark Office in the name of the actual inventor
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or inventors as required by §1.41. No new matier may be
introduced into an application after its filing date (§1.118), If all
the names of the actual inventor or inventors are not supplied
when the specification and any required drawing ase filed, the
application will not be given a filing date earlier than the date
upon which the names are supplied unless a petition with the fee
set forth in §1.17(1)(1) is filed which sets forth the reasons the
delay in supplying the names should be excused. A continuation
or divisional application (filed under the conditions specified in
35U.8.C. 120 0r 121 and §1.78(a)) may be filed pursuant to this
section, §1.60 or §1.62. A continuation-in-part application may
be filed pursuant to this section or §1.62.

(c) If any application is filed without the specification,
drawing or name, of names, of the actual inventor or inventors
required by paragraph (b) of this section, applicant will be so
notified and given 3 time period within which (o submit the
omitted specification, drawing, name, or names, of the actual
inventor, or inventors, in onder to obtain a filing date as of the
date of filing of such submission. A copy of the "Notice of
Incomplete Application” form notifying the applicant should
accompany any response thereto submitied to the Office. If the
omission is not corrected within the time period set, the appli-
cation will be returned or otherwise disposed of; the fee, if
submitted, will be refunded less the bandling fee set forth in
§1.21(n).

(d) If an application which bas been accorded a filing date
pursuant to paragraph (b) of this section does not include the
appropriate filing fee or an cath o¢ declaration by the applicant,
applicant will be so notified, if a correspondence address bas
been provided and given aperiod of timne within which to file the
fee, oath, or declaration and to pay the surcharge as set forth in
§ 1.16{e) in order 1o prevent abandonment of the application. A
copy of the "Notice o File Missing Parts" formm mailed to
applicant should accompany any respoase thereto submitted to
the Office. If the required filing fee is not timely paid, or if the
processing and retention fee set forth in § 1.21Q0) is not paid
within one year of the date of mailing of the notification required
by this paragraph, the application will be disposed of. No copies
will b provided or certified by the Office of an application
which has been disposed of or in which neither the reguired
basic filing fee nor the processing and retention fee has been
paid. The notification pursuant ¢o this paragraph may be made
simultaneously with any notification pursuant o paragraph (¢)
of this section. If no correspondence address is included in the
application, applicant bas two months from the filing date tofile
the basic filing fee, oath or declaration and to pay the surcharge
as set forth in § 1.16(¢) in order to prevent abandonment of the
application; or, if no basic filing fee has been paid, one year from
the filing date to pay the processing and retention fee set forth
in § 1.21(I) to prevent disposal of the application.

(¢) An application for a patent will not be placed upon the
files for examination until all its required parts, complying with
the rules relating thereto, are received, except that centain minos
informalities may be waived subject to subsequent correction
whenever required.

() The filing date of an international application designating
the United States of America shall be treated as the filing date
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in the United States of Americaunder PCT Article 11(3),except
as provided in 35 U.S.C. 102(e).

[48 FR 2708, Jen. 20, 1943, effective Feb. 27, 1983; pares. (b) &
(d), 49 FR 554, Jan. 4, 1984, effective Age. 1, 1984; para. (c), SOFR
31836, Aug. 6, 1983, effective Oct. §, 1985; peses. (c) & (d), 53 FR
47808, Nov. 28, 1988, effective Jan. 1, 1989; pazss. (b) & (c), S4FR
47518, Nov. 15, 1989, effective Jan. 16, 1990)

§ 1.54 Parts of application to be filed together; filing
receipt.

(a) Itis desirable that alll parts of the complete application be
deposited in the Office together; otherwise a letier must accom-
pany each part, accurately and clearly connecting it with the
other parts of the application. See § 1.53 with regard to comple-
tion of an application. .

(b) Applicant will be informed of the application serial
number and filing date by a filing receipt.

{48 FR 2710, Jan. 20, 1983, effective Feb. 27, 1983}

§ 1.5§ Claim for foreign priority.

(a) An applicant may claim the benefit of the filing date of
a prior foreign application under the conditions specified in 35
U.S.C. 119 and 172. The claim to pricrity need be in no special
form and may be made by the attorney or agent if the foreign
application is referred toin the oath or declaration as required by
§1.63. The claim for priority and the certified copy of the foreign
application specified in the second paragraph of 35 U.S.C. 119
must be filed in the case of an interference (§1.630); when
necessary to overcome the date of areference relied upon by the
examiner; or when specifically required by the examiner; and in
all other cases they must be filed not later than the date the issue
fee is paid. If the papers filed are not in the English language, a
translation need not be filed except in the thwee particular
instances specified in the preceding sentence, in which event a
sworn translation or a wanslation certified as accurate by a
sworn or official translator must be filed. If the priority papers
are submitted after the date the issue fee is paid, they must be
accompanied by a petition requesting their entry and the fee set
forth in §1.17(i)}1).

(b) An applicant may under ceriain circumstances claim
priority on the basis of an application for an inventor's certifi-
cate in a country granting both inventor's centificates and
patents. When an applicant wishes to claim the right of priority
as to a claim or claims of the application on the basis of an
application for an inventor’s certificate in such a country under
35 U.S.C. 119, last paragraph (as amended July 28, 1972), the
applicant or his or her attomey or agent, when submitting a
claim for such right as specified in paragraph (2) of this section,
shall include an affidavit or declaration including a specific
statement that, upon an investigation, he or she bas satisfied
himself or berself that to the best of his ot her knowledge the
applicant, when filing his or her application for the inventor’s
certificate, had the option to file an application either for apatent
or an inventos's certificate as  the subject matter of the
identified claim or claims forming the basis for the claim of

ty.
(Para. (b), 48 FR 41275, Sept. 17, 1982, effective Oct. 1 1982; 48
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FR 2710, Jan. 20, 1983, effective Feb. 27, 1983; per. (b), 49 FR 554,
Jan. 4, 1984, effective Agr. 1, 1984; pera. (a), 49 FR 48416, Dec. 12,
1984, effective Feb. 11, 1985; para. (a), 54 FR 6893, Feb. 15, 1989, 54
FR 9432, Merch 7, 1989, effective Age. 17, 1989; pare. (a), $4 FR
47518, Nov. 15, 1989, effective Jan. 16, 1990]

§ 1.56 Duty to disclose information material to
patentability.

(a) A patent by its very natre is affected with a public
interest. The public interestis best served, and the most effective
patent examination occurs whea, at the time an application is
< being examined, the Office is aware of and evaluates the

‘teachings of all information material to patentability. Each
individual associated with the filing and prosecution of a patent
application has a duty of candor and good faith in dealing with
the Offiice, which includes a duty to disclose to the Office all
information known to that individual 10 be material (o patent-
ability as defined in this section. The duty to disclose informa-
tion exists with respect o each pending claim until the claim is
cancelled or withdrawn from consideration, or the application
. becomes abandoned. Information matesial to the patentability
of a claim that is cancelled or withdrawn from consideration
need not be submitied if the information is not material to the
patentability of any claim remaining under consideration in the
application. There is no duty to submit information which is not
material to the patentability of any existing claim. The duty to
disclose all information known o be material to patentability is
deemed to be satisfied if all information known (0 be material to
patentability of any claim issued in & patent was cited by the
Office or submitied to the Office in the manner prescribed by §§
1.97(b)-(d) and 1.98. Howeves, no patent will be granted on an
application in connection with which fraud on the Office was
practiced or attempied or the duty of disclosure was violated
through bad faith or intentional misconduct. The Office encous-
ages applicants to carefully examine:

(1) prior art cited ip search reports of a foreign patent office
in a counterpant application, and

(2) the closest information over which individuals associ-
_ated with the filing or prosecution of a patent application believe
any pending claim patentably defines, to make sure that any
material information contained therein is disclosed to the Of-
fice.

(b) Under this section, information is material to patentabil-
ity when it is not cumulative to information already of record or
being made of record in the application, and

(1) It establishes, by itself or in combination with other
information, a prima facie case of unpatentability of a claim; or
(2) It refutes, or is inconsisient with, a position the appli-
cant takes in:
® Opposmg an argument of unpatentability relied on by
the Offi
(i) Asserﬁng an argument of patentability.

A primafacie case of unpatentability is established when the
information compels a conclusion that a claim is unpatentable
unger the preponderance of evidence, burden-of-proof stan-
dard, giving each term in the claim its broadest reasonable
construction consistent with the specification, and before any
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coasiderationis given to evidence whichmay be submitted inan
attempt to establish a contrasy conclusion of paentability.

(¢) Individuals associsted with the filing or prosecutionof a
petent epplication within the meaning of this section are:

(1) Each inventor named in the application;

(2) Each attorney o¢ agent who prepares or prosecutes the
application; and

(3) Every other person who is substantively involved in the
preparation os prosecution of the application and who is associ-
ated with the inventor, with the assignee or with anyone ©
whom there is an obligation to assign the application.

(d) Individuals other than the attomey, ageat or inventor
may comply with this section by disclosing information to the
atioroey, agent, or inventor.

[OMB Control No. 06510011}

[42 FR 5593, Jan. 28, 1977; pares. (d) & (e) - (i), 47 FR 21751, May
19, 1982, effective July 1, 1982; para. (c), 48 FR 2710, Jan. 20, 1983,
effective Feb. 27, 1983; paras. (b) & (3), 49 FR 554, Jun. 4, 1984,
effective Apr. 1, 1984; parss. (d) & (b), 50 FR 5171, Feb. 6, 1985,
effective Mer. 8, 1985; pere. (e}, 33 FR 47808, Nov. 28, 1968, effective
Jeo. 1, 1989; 57 FR 2021, Jan. 17, 1992, effective Maz. 16, 1992]

§ 1.57 [Reserved]
{48 FR 2710, Jen. 20, 1983, eﬂbcuve Feb. 27, 1983}

§ 1.58 Chemical snd mathemsatical formulss and tables.

(a) The specification, including the claims, may contain
chemical and mathematical formulas, but shall not contain
drawings or flow diagrams. The description portion of the
specification may contain tables; claims may contain tables
either if necessary to conform to 35 U.S.C. 112 or if otherwise
found to be desirable.

(b) All wables and chemical and mathematical formulas in
the specification, including claims, and amendments thereto,
must be on paper which is flexible, strong, white, smooth,
nonshiny, and durable in order to permit use as camera copy
when printing any patent which may issue. A good grade of
bond paper is acceptable; watermarks should not be prominent.
India ink or its equivalent, or solid black typewriter, should be
used w secure perfectly biack solid lines.

(¢) To facilitate camera copying when printing, the width of
formulas and tables as presented should be limited normally to
5 inches (12.7 cm.) so that it may appear as a single column in
the printed patent. If it is not possible to limit the width of a
formula or table to § inches (12.7 cm.), it is permissible o
present the formula or table with a maximum width of 10 3/4
inches (27.3 cm.) and to place it sideways on the sheet. Type-
writien characters used in such formulas and tables mustbe from
a block (nonscript) type font or lettering style baving capital
letiers which are at least 0.08 inch (2.1 mm.) high (e.g. elite
type). Hand lettering must be neat. clean, and have a minimum
character beightof0.08 inch (2.1 mm.). A space atleast 1/4 inch
(6.4 mm.) high should be provided between complex formulas
and tables and the text. Tables shouldhave the lines and columns
of data closely spaced to conserve space, consistent with high
degree of legibility.

[43 FR 20463, May 11, 1978]
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§ 1.59 Papers of application with filing date not (o be
returned.

Papers in an application which has received a filing date
pursuantto § 1.53 will not be returned for any purpose whatever.
If applicants have not preserved copies of the papers, the Office
will furnish copies at the usual cost of any application in which
either the required basic filing fee (§ 1.16) or the processing and
retention fee (§ 1.21(1)) bas been paid. See § 1.618 for retwrn of

[48 FR 2710, Jan. 20, 1983, effective Feb. 27, 1983; 49 FR 554, Jan.
4, 1984, effective Apr. 1, 1984; 49 FR 48416, Dec. 12, 1984,; SOFR
23123, May 31, 1988, effective Feb. 11, 1985]

§ 1.60 Continuation or divisional application for
invention disclosed in a prior application.

(a) [RESERVED]

(b) Anapplicant may omit signing of the oath or declaration
in a continuation or divisional application (filed under the
conditions specifiedin 35 U.S.C. 120 or 121 and §1.78(a)) if (1)
the prior application was a complete application as set forth in
§1.51(a), (2) applicant indicates that the application is being
filed pursuant to this section and files a true copy of the prior
complete application as filed including the specification (in-
cluding claims), drawings, oath or declaration showing the
signatre or an indication it was signed, and any amendments
referved to in the oath or declaration filed 1o complete the prior
application, (3) the inventors named in the comtinuation or
divisional application are the same or less than all the inventors
named in the prior application, and (4) the application is filed
before the patenting of abandonment of or termination of
proceedings on the prior application. The copy of the prior
application must be accompanied by a statement that the appli-
cation papers filed are a true copy of the prior application and
that no amendments referved to in the oath or declaration filed
to complete the prior application introduced new matter therein.
Such statement must be by the applicant or applicant’s agtorney
or agent and must be a verified statement if made by a person not
registered to practice before the Patent and Trademark Office.
Only amendments reducing the number of claims or adding a
reference 10 the prior application (§1.78(a)) will be entered
before calculating the filing fee and granting the filing date. If
the continuation or divisional application is filed by less than all
the inventors named in the prior application, 2 statement must
accompany the application when filed requesting deletion of the
names of the person or persons wio age not inveniors of the
invention being claimed in the continuation or divisional appli-
cation. If a true copy of the prioe application as filed is not filed
with the application or if the statement that the application
papers are a (rue copy is omitted, the application will not be
given afiling date earlier than the date upon which the copy and
statement are filed, unless a petition with the fee set forth in
§1.17GiX(1) is filed which satisfactorily explains the delay in
filing these items,

(¢) If an application filed pursuznt to paragraph (b) of this
section is incomplete, applicant will be notificd and given atime
period within which to complete the application in order 0
obtain a filing date as of the date of filing the omitted item
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provided the omitied iem is filed before the patenting or
shandonment of or terminstion of proceedings on the prior
application. If the omission is pot corrected within the time
period set, the application will be retumed or otherwise dis-
posed of; the fee, if submitied, will be refunded less the handling
fee set forth in §1.21(n).

[OMB Countrol No. 0651-0011]

{48 FR 2710, Jan. 20, 1983, effoctive Fob. 27, 1983; 49 FR 554, Jan.
4, 1984, effective Ape. 1, 1984; S0 FR 9379, Mar. 7, 1985, effective
Mazy &, 198S; pares. (a), (b) & (c). 54 FR 47519, Nov. 15, 1989,
effective Jan. 16, 1980]

§ 1.61 [Reserved]
{Editor's note: Substance moved o § 1.494)
{52 FR 20046, May 28, 1987, effective July 1. 1987}

§ 1.62 File wrapper continuing procedure

(a) A continuation, continuation-in-part, or divisional appli-
cation, which uses the specification, drawings and oath or
declaration from a prior complete application (§ 1.51(a)) which
is t0 be abandoned, may be filed before the payment of the issue
fee, abandonment of, or termination of proceedings on the prior
application. The filing date of an application filed under this
section is the date on which a request is filed for an application
under this section including identification of the Serial Number,
filing date, and applicant’s name of the prior complete applica-
tion. If the continuation, continuation-in-part, or divisional
application is filed by less than all the inventors named in the
prior application a statement must accompany the application
when filed requesting deletion of the names of the person or
persons who are not inventors of the invention being claimed in
the continuation, continuation-in-part, or divisional applica-
tion.
(b) The filing fee for a continuation, continuation-in-part, or
divisional epplication under this section is based on the number
of claims remaining in the application afier entry of any prelimi-
pary amendment and entry of any amendments under § 1.116
unentered in the prior application which applicant bas requested
10 be entered in the continuing application.

(c) In the case of a continuation-in-part application which
adds and claims additional disclosure by amendment, an oath or
declaration as required by § 1.63 must also be filed. In those
simations whese a new oath or declaration is required due o
additional subject matier being claimed, additional inventors
may be named in the continuving application. In a continuation
or divisional application which discloses and claims oaly sub-
jectmatter disclosed in a prior application, no additional oath or
declaration is required and the application must name as inven-
tors the same or less than all the inventors named in the prior

(d) If an application which has been accorded a filing date
pursuant (o paragraph (a) of this secton does not include the
appropeiate basic filing fee pursuant to paragraph (b) of this
section, or an oath or declaration by the applicant in te case of
a continuation-in-part application pursuant © paragraph (c) of
this section, applicant will be so notified and given a period of
time within which t file the fee, oath, or declaration and to pay
the surcharge as set forth in § 1.16(¢) in order to prevem
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abandonment of the application. The notification pursuant o
this paragraph may be made simultaneously with any notifics-
tion of a defect pursuant to paragraph (a) of this section.

(e) Anapplication filed under this section will utilize the file
wrapper and contents of the prior application to constitute the
new continuation, continuation-in-part, or divisional applica-
tion but will be assigned a new application serial number.
Changes to the prior application must be made in the form of an
amendment o the prior application as it exists at the time of
filing the application under this section. No copy of the prior
application or new specification is required. The filing of such
acopy or specification will be considered improper, and a filing
date as of the date of deposit of the request for an application
undcnhnssecuonmllnothegrmtedtotheapphmuonunless
a petition with the fee set forth in §1.17(IX1) is filed with
instructions to cancel the copy or specification.

(f) The filing of an spplication under this section will be
construed to include a waiver of secrecy by the applicant under
35U.S.C. 122 o the extent that any member of the public who
is entitled under the provisions of 37 CFR 1.14 to access to, or
- information comcerning either the prioe application or any
coatinuing spplication filed under the provisions of this section
may be given similar access to, or similar information concem-
ing, the other application(s) in the file wrapper.

(g) The filing of a request for a continuing application under
this section will be considered 0 be a request to expressly
abandon the prior application as of the filing date granted the
continuing application.

(b) The applicant is urged to furnish the following informa-
tion relating to the prior and continuing applications o the best
of his or ber ability:

(1) Title as originally filed and as last amended;

(2) Name of applicant as originally filed and as last
amended;

(3) Cusrent correspondence address of applicant;

(4) Identification” of prior foreign application and any
priority claim under 35 US.C. 119.

(5) The title of the invention and names of applicants to be
named in the continuing application.

(i) Envelopes containing only application papers and fees
for filing under this section should be marked “Box FWC”.

(§) If any application filed under this section is found to be
improper, the applicant will be notified and given a time period
within which to correct the filing error in order to obtain a filing
date as of the date the filing esror is corrected provided the
correction is made before the payment of the issue fee, abandon-
ment of, or termination of proceedings on the prior application.
If the filing ervor is not corrected within the time period set, the
application will be retmed or otherwise disposed of; the fee, if
submitted, will be refunded less the bandling fee set forth in
§1.21(n).

[OMB Control No. 0651-0011]

147 FR 47244, Oct. 28, 1982, sdded effective Feb. 27, 19083; 48 FR
2710, Jen. 20, 1983, effective date Feb. 27, 1983; pares. (a) & (d), 49
FR 555, Jan. 4, 1984, effective Ape. 1, 1984; pares. (a), (c) & (b), SOFR
9330, Mar. 7, 1988, effective May 8, 1985; paras. (e) & (5). 54 FR
47519, Nov. 185, 1989, effective Jen. 16, 19901
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§ 1.64
OATH OR DECLARATION

§ 1.63 Oath or declaration.

(a) An oath or declaration filed under § 1.51(a)(2) as a part
of an application must:

(1) Be executed in accordance with either § 1.66 or § 1.68;

(2) Identify the specification 0 which it is directed;

(3) Identify each inventor and the residence and country of
citizenship of each inventor; and

(4) State whether the inventor is a sole or joint inventor of
the invention claimed.

(b) In addition to meeting the requirements of paragraph (2),
the oath or declaration must state that the person making the oath
of declaration:

(1) Has reviewed and understands the contents of the
speaﬁmmchdmgdwchms,asamendedbyanyamd
ment specifically referred to in the oath or declaration;

(2) Believes the named inventor or inventoss 0 be the
original and first inventor or inventors of the subject matter
which is claimed and for which a patent is sought; and

(3) Acknowledges the duty to discloze to the Office all
information known to (be person to be material to patentability
as defined in § 1.56.

(c)Inaddition tomeeungthelequucmentsofmmphs(a)
and (b) of this section, the oath or declaration in any application
in which a claim for foreign priority is made pursusntto § 1.55
must identify the foreign application for patent or inveator's
certificate on which priority is claimed, and any foreign appli-
cation having a filing date before that of the application on
which prioeity is claimed, by specifying the application number,
country, day, mounth and year of its filing.

(d) In any continuation-in-part application filed under the
conditions specified in 35 U.S.C. 120 which discloses and
claims subject matter in addition to that disclosed in the prior
copending application, the oath or declaration must also state
that the person making the oath or declaration acknowledges the
duty o disclose to the Office all information known to the
person 1o be material to patentability as defined in § 1.56 which
became available between the filing date of the prior application
andmenmmalorPcrmwmauonalﬁhngdmoﬂhecmunu-
ation-in-part

{OMB Control No. 0651-001 1}

[48 FR 2711, Jan. 20, 1983, added effective Feb. 27, 1983; 48 FR
4285, Jen. 31, 1983; pares. (b)(3) and (d), 57 FR 2021, Jen. 17, 1992,
effective Maz. 16, 1992)

§ 1.64 Person making oath or declaration.

(a) The oath or declaration must be made by all of the actual
inveators except as provided for in §§ 1.42, 1.43, or 147.

(b) If the person making the oath or declaration is not the
inventor (§§ 1.42, 1.43, or 1.47), the oath or declaration shall
state the relationship of the person to the inventor and, upon
information and belief, thefactswmchthemvenunsmqumd
o state.

[OMB Control No. 0651-0011)

{48 FR 2711, Jan. 20, 1983, added effective Feb. 27, 1963]
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§ 1.66 Officers authorized to administer oaths.

(a) The oath or affirmation may be made before any person
within the United States authorized by law to administer oaths.
An oath made in a foreign country may be made before any
diplomatic or consular officer of the United States authorized to
administer oaths, or before any officer having an official seal
and anthorized to administer oaths in the foreign country in
which the applicant may be, whose authority shall be proved by
a certificate of a diplomatic or consular officer of the United
States, or by an apostille of an official desigoated by a foreign
country which, by treaty or convention, accords like effect o
apostilles of designated officials in the United States. The oath
shall be atiested in all cases in this and other countries, by the
proper official seal of the officer before whom the oath or
affirmation is made. Such oath or affinmation shall be valid as
to execution if it complies with the laws of the State or country
where made. When the person before whom the oath of affirma-
tion is made in this country is not provided with a seal, his
official character shall be established by competentevidence, as
by a certificate from a clesk of a court of record or other proper
officer having a seal.

(b) When the oath is taken before an officer in a country
foreign to the United States, any accompanying application
papers, except the drawings, must be attached together with the
oath and aribbon passed one or more times through all the sheets
of the application, except the drawings, and the ends of said
ribbon brought together under the seal before the latter is affixed
and impressed, of each sheet must be impressed with the official
seal of the officer before whom the oath is taken. If the papers
as filed are not properly ribboned or each sheet impressed with
the seal, the case will be accepted for examination, but before it
is allowed, duplicate papers, prepared in compliance with the
foregoing sentence, must be filed.

[OMB Control No. 0651-0011}

[47 FR 41278, Sept. 17, 1982, effective Oct. 1, 1982}

¢ 1.67 Supplemental cath or declaration.

(a) A supplemental oath or declaration meeting the require-
ments of § 1.63 may be required 0 be filed to correct any
deficiencies or inaccuracies present in an earlier filed oath or
declaration.

(b) A supplemental oath or declaration meeting the require-
ments of § 1.63 must be filed: (1) When a claim is presented for
matier originally shown or described but not substantially
embraced in the statement of invention or claims originally
presented; and (2) When an cath or declaration submitted in
accordance with § 1.53(d) afier the filing of the specification
and any required drawings specifically and improperly refers to
an amendment which includes new matier. No new matier may
be introduced into an application after its filing date even if a
supplemental oath or declaration is filed (§ 1.53(b); § 1.118).In
proper cases the oath or declaration here required may be made
on information and belief by an applicant other than inventor.

(c) A supplemental cath or declaration meeting the require-
ments of § 1.63 must also be filed if the application was aliered
after the oath or declaration was signed or if the oath or
declaration was signed:
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(1) In blank;
(2) Without review thereof by the person making the oath
or declaration; or
(3) Without review of the specification, including the
claims, as required by § 1.63(b)1).
{OMB Control No. 0651-0011]
[48FR 2711, Jan. 20, 1983, effective Feb. 27, 1983; pass. (c) added,
57 FR 2021, Jsn. 17, 1992, effective Mar. 16, 1992}

¢ 1.68 Declaration in lieu of cath.

Any document to be filed in the Patent and Trademark
Offiice and which is required by any law, rule, or other regulation
o be under oath may be subscribed o by a written declaration.
Such declaration may be used in lien of the ocath otherwise
required, if, and only if, the declarant is on the same document,
wamed that willful false statemerits and the like are punishable
by fine or impeisonment, or both (18 U.S.C. 1001) and may
jeopardize the validity of the application or any patent issuing
thereon. The declarant must set forth in the body of the declara-
tion that all statements made of the declarant’s own knowledge
are true and that all statements made ob information and belief
are believed to be true.

[OMB Control No. 0651-0011]

[49 FR 48416, Dec. 12, 1984, effective Feb. 11, 1985]

§ 1.69 Ferelgn language oaths and declerations.

(a) Whenever an individual making an oath or declasation
cannot understand English, the oath or declaration mustbe ina
language that such individual can understand and shall state that
such individual understands the content of any documents to
which the oath or declaration relates,

(b) Unless the text of any cath or declaration in a language
other than English is a form provided or approved by the Patent
and Trademark Office, it must be accompanied by a verified
English translation, except that in the case of an oath or decla-
ration filed under § 1.63 the ranslation may be filed in the Office
0o later than two months from the date applicant is notified to
file the translation.

[OMB Coutrol No. 0651-0011]

(42 FR 5554, Jen. 28, 1977, paze. (b), 48 FR 2711, Jan. 20, 1983,
effective Feb. 27, 1983]

€ 1.76 [Reserved]
(Editor's note: Substence moved o § 1.497)
[52 FR 20046, May 28, 1987, effective July 1, 1987]

SPECIFICATION

§ 1.71 Detailed description and specification of the
invention.

(a) The specification must include a written description of
the invention or discovery and of the manner and process of
making and using the same, and is required to be in such full,
clear, concise, and exact terms as to enable any person skilled in
the artor science to which the invention or discovery appertains,
or with which it is most nearly connected, to make and use the
same.

(b) The specification must set forth the precise invention for
which a patent is solicited, in such manner as to distinguish it
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from other inventions and from what is old. It must describe
completely a specific embodiment of the process, machine,
manufacture, compogition of matter or improvement invented,
and must explain the mode of operation or principle wheneves
applicable. The best mode contemplated by the imventor of
casrying out his invention must be set forth.

(c) In the case of an improvement, the specification must
particularly point out the part or parts of the process, machine,
manufacture, 0f composition of matier to which the improve-
ment relates, and the description should be confined o the
specific improvement and to such parts as necessarily cooperate
with it or as may be necessary to 2 complete understanding or
description of it.

() A copyright or mask work potice may be placed in a
design or utility patent application adjacent o copyright and
mask work material contained therein. The notice may appear at
any appropriate portion of the patent application disclosure. For
potices in drawings, see § 1.84(c). The coatent of the notice
must be limited w0 only those elements required by law. For
example, "©1983 John Doe"(17 U.S.C. 401) and "*M* John
- Doe" (17 U.S.C. 909) would be properly limited and, vnder
current stafutes, legally sufficient notices of copyright and mask
work, respectively. Inclusion of a copyright or mask work
notice will be permitied only if the snthorization lsnguage set
forth in paragraph (e) of this section is included at the beginning
(preferably as the first paragraph) of the specification.

(e) The authorization shall read as follows:

A postion of the disclosure of this patent document cot-
tains material which is subject 00 {copyright or mask work)
protection. The {copyright or mask work) owner has no objec-
tion to the facsimile reproduction by anyone of the patent
documentor the patent disclosure, as it appears in the Patent and
Trademark Office patent file or records, but otherwise reserves
all {copyright or mask work) rights whatsoever.

[Pesas. (d) & (e), 53 FR 47808, Nov. 28, 1988, effective Jan. 1,
1949}

§ 1.72 Title and sbetract.

(a) The title of the invention, which should be as short and
“specific as possible, should appear as abeading on the first page
of the specification, if it does not otherwise appear at the
beginning of the application.

(b) A brief abstract of the technical disclosure in the speci-
fication must be set forth on a separate sheet, preferably follow-
ing the claims under the beading “Abstract of the Disclosure”,
The purpose of the abstract is to enable the Patent and Trade-
mark Office and the public generally 1o determine quickly from
a cussory inspection the nature and gist of the technical disclo-
sure. The abstract shall not be used for interpeeting the scope of
the claims,

[31 FR 12822, Oct. 4, 1966; 43 FR 20464, May 11, 1978}

§ 1.73 Summary of the invention.

A brief summary of the inveation indicating its nature and
substance, which may include a statement of the object of the
inveadon, should precede the detsiled description. Such sum-
mary should, when set forth, be commensurate with the inven-
tion as claimed and @y object recited should be that of the
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§ 198
inveation as claimed.

§ 1.74 Reference to drawings.

When there are drawings, there shall be a brief description
of the several views of the drawings and the detailed description
of the invention shall refer to the different views by specifying
the numbers of the figures, and to the different perts by use of
reference letters or numerals (preferably the latter),

¢ 1.75 Cialm(s).

(a) The specification must conclude with a claim pasticu-
larly pointing out and distinctly claiming the subject matter
which the applicant regards as his invention or discovery.

(b) More than one claim may be presented provided they
differ substantially from each other and are not unduly mult-

(c) One or more claims may be presented in dependent form,
referring back (0 and further limiting another claim or claims in
the same application. Any dependent claim which refess tomore
than one other claim (“multiple dependent claim™) shall refer to
such other claims in the alternative caly. A multiple dependent
claim shall not serve as a basis fog any other multiple dependent
claim. For fee calculation purposes under § 1.16, a multiple
dependent claim will be considered to be that number of claims
to which direct reference is made therein. For fee calculation
purposes, also, any claim depending from a multiple dependent
claim will be considered to be that number of claims to which
direct reference is made in that multiple dependent claim. In
addition to the other filing fees, any original application which
is filed with, or is amended to include, multiple dependent
claims must have paid thesein the fee set foeth in § 1.16(d).
Claims in dependent form shall be construed to include all the
limitations of the claim incorporated by reference into the
dependent claim. A multiple dependent claim shall be construed
to incorporate by reference all the limitations of each of the
particular claims in relation to which it is being considered.

(@X(1) The claim or cleims must conform to the invention as
set forth in the remainder of the specification and the terms and
phirases used in the claims must find cless support oc antecedent
basis in the description so that the meaning of the terms in the
claims may be ascertainable by reference to the description.
(See § 1.58(a).)

(2)See §§ 1.141 (0 1.146 as to claiming different inventions
in one application.

(e) Where the nature of the case adimits, as in the case of an
impeovement, any independent claim should contain in the
following order, (1) a preamble comprising a general descrip-
tion of all the elements or steps of the claimed combination
which are conventional of known, (2) a phrase such as “wherein
the improvement comprises,” and (3) those elements, stepsand/
or relationships which constitute that portion of the claimed
combination which the applicant considers as the new of im-
proved portion.

(f) If there are several claims, they shall be numbered
consecutively in Arabic numerals.

(g) All dependent claims should be grouped together with
the claim or claims o which they refer to the extent possible.
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(31 FR 12922, Oct. 4, 1966; 36 FR 12690, July 3, 1971; 37 FR
21995, Oct. 18, 1972; 43 FR 4015, Jan. 31, 1978; pare. (c), 47 FR
41276, Sept. 17, 1982, effective Oct. 1, 1982]

§ 1.77 Arrengement of application clements.
The elements of the application should appeer in the follow-

ing order:
(a) Title of the invention; or an introductory postion stating

the name, citizenship, and residence of the applicant, and the

title of the invention may be used.
(b) (Reserved).
+(c) (1) Cross-reference to related applications, if any.

(2) Reference w a “microfiche appendix” if any. (See §
1.96(b)). The total number of microfiche and total number of
frames should be specified.

(d) Brief summary of the invention.

(e) Brief description of the several views of the drawing, if
there are drawings.

(f) Detailed description.

(g) Claim or claims.

(h) Abstract of the disclosure.

(i) Signed oath or declaration.

(§) Drawings.

{43 FR 20464, May 11, 1978; 46 FR 2612, Jan. 12, 1981; parss. (b)
& (i), 48 FR 2712, Jan. 20, 19883, effective Feb. 27, 1983]

§ 1.78 Claiming benefit of earlier filing date and
croes-references to other applications.

(a) An application may claim an inveation disclosed in a
prior filed copending national application or international appli-
cation designating the United States of America. In order for an
application to clzim the benefit of a prior copending national
application, the prior application must name as an inventos at
least one inveator vamed in the later filed application and
disclose the named inventor’s invention claimed in at least one
claim of the later filed application in the manner provided by the
first paragraph of 35 U.S.C. 112. In addition, the prior applica-
tion must be (1) complete as set forth in § 1.51, or (2) entitled to
afiling date as set forth in § 1.53(b) and include the basic filing
fee set forth in § 1.16; or (3) entitled to a filing date as set forth
in § 1.53(b) and bave paid therein the processing and retention
fee set forth in § 1.21(1) within the time period set forth in §
1.53(d). Any application claiming the benefit of a prior filed
copending national or international application must contain or
be amended to contain in the first sentence of the specification
following the title a reference o such prior application, identi-
fying it by sesial number and filing date or international appli-
cation number and international filing date and indicating the
relationship of the applications. Cross-references to other
related applications may be made when appropriate. (See §
1.14(b).)

(b) Where two or more applications filed by the same
applicant contain conflicting claims, elimination of such claims
from all but one application may be required in the abseace of
good and sufficient reason for their retention during pendency
in more than one application.

(c) Where two or more applications, or an application and a
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patent nasming different inventors and owned by the same pasty
countain conflicting claims, and there is vo statement of record
indicating that the claimed inventions were commonly owned
or subject o an obligation of sssignment to the same person &t
the time the later invention was made, the assignee may be
called upon (o state whether the claimed inveations wege com-
moaly owned or subject to an obligation of assignment to the
same person af the time the later invention was made, and ifnot,
indicate which named inventor is the prior inventor. In addition
to making said statement, the assignee may also explain why an
interference should or should ot be declared.

(d) Where s application claims an invention which is not
patentably distinct from o invention claimed in a commonly
owned palent with the same or & different inventive eatity, a
double patenting rejection will be made in the application. An
obviousness-type double patenting rejection may be obviated
by filing a terminal disclsimer in accordance with § 1.321(b).

{36 FR 7312, Ape. 17, 1971, 49 FR 35§, Jen. 4, 1984; pares. (2), (c)
& (d), 50 FR 9380, Mar. 7, 1985, effective May 8, 1985; SOFR 11366,
Mar. 21, 1985)

§ 1.79 Reservation clauses not permitted.

A reservation for a future application of subject mattes
disclosed but not claimed in a pending application will not be
permitted in the pending application, butan application disclos-
ing unclaimed subject matier may contain a reference 0 a later
filed application of the same applicant or owned by & common
assignee disclosing end claimning that subject matter,

THE DRAWING

§ 1.81 Drawings required in patent application.

(a) The applicant for a patent is required to fumish a drawing
of bis or ber invention where necessary for the understanding of
the subject matter sought to be patented; this drawing, or a high
quality copy thereof, must be filed with the application. Since
corrections are the responsibility of the applicant, the original
drawing(s) should be retained by the applicant for any necessary
future correction.

(b) Drawings may include illustrations which facilitate an
understanding of the invention (for example, flow sheets in
cases of processes, and diagrammatic views).

(c) Whenever the nature of the subject matter sought to be
patented admits of illustration by a drawing without its being
necessary for the understanding of the subject matter and the
applicant has not furnished such a drawing, the examiner will
require its submission within a time pergiod of not less than two
months from the date of the sending of a notice theseof.

(@) Drawings submitted after the filing date of the applica-
tion may not be used to overcome any insufficiency of the
specification due 10 lack of an enabling disclosure or otherwise
inadequate disclosure therein, or 10 supplement the original
disclosure thereof for the puspose of interpretation of the scope
of any claim.

{43 FR 4018, Jen. 31, 1978; para. (&), 53 FR 47809, Nov. 28, 1968,
effective Jam. 1, 1989]
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§ 1.83 Content of drawing.

(2) The drawing must show every feature of the invention
specified in the claims. However, conventional features dis-
closed in the description and claims, where their detailed illus-
tration is not essential for a proper understanding of the inven-
tion, should be illustrated in the drawing in the form of a
graphical drawing symbol o a labeled representation (e.g. 8
labeled rectangular box).

(b) When the invention consists of an improvement on an old
machine the drawing must when possible exhibit, in one or more
views, the improved portion itself, disconnected from the old
structure, and also in another view, 50 much oaly of the old
structure as will suffice to show the counection of the invention
therewith.

(c) Where the drawings do not comply with the requirements
of paragraphs (a) and (b) of this section, the examiner shall
require such additional illustration within a time pesiod of not
less than two months from the date of the sending of a notice
thereof. Such corrections are subject to the requirements of §
1.81(d).

(31 FR 12923, Oct. 4, 1966; 43 FR 4015, Jen. 31, 1978}

§ 1.84 Standards for drawings.

(a) Paper and ink. Drawings or high quality copies thereof
which are submitied to the Office must be made upon paper
which is flexible, strong, white, smooth, non-shiny and durable.
India ink, or its equivalent in quality, is preferred for pen
drawings to secure perfectly black solid lines. The use of white
pigment to cover lines is not normally acceptable. See para-
graph (p) of this section for use of color drawings in utility patent

(b) Size of sheet and margins. The size of the sheets on which
drawings are made may be exactly 8 1/2 by 14 inches (21.6 by
35.6 cm.), exactly 8 1/2 by 13 inches (21.6 by 33.1 cm.), or
exactly 21.0 by 29.7 am. (DIN size A4). All drawing sheets in
aparticular application must be the same size. One of the shorter
sides of the sheet is regarded as its top.

(1) On 8 172 by 14 inch drawing sheets, the drawing must
. include a top margin of 2 inches (5.1 cm.) and bottom and side
margins of 1/4 inch (6.4 mm.) from the edges, thereby leaving
a“sight” precisely 8 by 11 3/4 inches (20.3by 29.8 cm.). Margin
border lines are not permitied. All work must be included within
the “sight”". The sheets may be provided with two 1/4 inch (6.4
mm.) diameter holes having their centerlines spaced 11/16 inch
(17.5 mm.) below the top edge and 2 3/4 inches (7.0 cm.) apart,
said holes being equally spaced from the respective side edges.

(2) On 8 1/2 by 13 inch drawing sheets, the drawing must
include a top margin of 1 inch (2.5 cm.) and bottom and side
margins of 1/4 inch (6.4 mm.) from the edges, thereby leaving
a"sight” precisely 8 by 11 3/4 inches (20.3 by 29.8 cm.). Margin
border lines are not permitied. All work must be included within
the “sight.” The sheets may be provided with two 1/4 inch (6.4
mm.) diameter holes having their centerlines spaced 11/16 inch
(17.5 mm.) below the top edge and 2 3/4 inches (7.0 cmn.) apast,
said holes being equally spaced from the respective side edges.

(3) On 21.0 by 29.7 cm. drawing sheets, the drawing must
include a top margin of at least 2.5 cm., 8 left side margin of 2.5
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com., & right side margin of 1.5 cm., and a bottom margin of 1.0
comn. Margin border lines are not pesmitied. All work must be
contained within a sight size not to exceed 17 by 26.2 em.

() Character of lines. All drawings must be made with
drafting instruments or by a process which will give them
satisfactory reproduction characteristics. Every line and letter
must be durable, black, sufficiently dense and dark, uniformly
thick and well defined; the weight of all lines and letiers must be
beavy enough (o permit adequate reproduction. This direction
applies o all lines bowever fine, to shading, and to lines
representing cut surfaces in sectional views. All lines must be
clesn, sharp, and solid. Fine or crowded lines should be avoided.
Solid black should not be used for sectional or surface shading.
Freehand work should be avoided wherever it is possible to do
$0.

(d) Hasching and shading. (1) Hatching should be made by
obligue peraliel lines spaced sufficiently apart o enable the
lines to be distinguished without difficulty.

(2) Heavy lines on the shade side of objects should prefera-
bly be used except where they tend o thicken the work and
obscure reference characters. The light should come from the
upper lefi-hand comer at an angle of 45°. Surface delineations
should preferably be shown by proper shading, which should be
open. :

(e) Scale. The scale to which a drawing is made ought to be
lasge enough to show the mechanism without crowding when
the drawing is reduced in size to two-thirds in reproduction, and
views of portions of the mechanism on a larger scale should be
used when necessary (o show details clearly; two or more sheets
should be used if one does not give sufficient room (o accom-
plish this end, but the number of sheets should not be more than
is mecessary.

() Reference characters. The different views should be
consecutively numbered figures. Reference numerals (and let-
ters, but numerals are preferved) must be plain, legible and
carefully formed, and not be encircled. They should, if possible,
measure at least one-cighth of an inch (3.2 mm.) in beight so that
they may bear reduction to one twenty-fourth of an inch (1.1
mm.); and they may be slightly lasger when there is sufficient
room. They should not be so placed in the close and complex
parts of the drawing as to interfere with a thorough comprehen-
sion of the same, and therefore should rarely cross or mingle
with the lines. When necessarily grouped around a certain past,
they should be placed at a litile distance, at the closest point
wheze there is available space, and connected by lines with the
parts to which they refes. They should not be placed upon
hatched or shaded surfaces but when necessary, a blank space
may be lefit in the batching or shading where the character occurs
so that it shall appear perfectly distinct and separate from the
work. The same part of an invention appearing in more then one
view of the drawing must always be designated by the same
character, and the same character must never be used to desig-
pate different parts. Reference signs not mentioned in the

iption shall not appear in the drawing and vice versa.

(g) Symbols, legends. Graphical drawing symbols and other
labeled representations may be used for conventional elements
when appropriate, subject to approval by the Office. The ele-
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ments for which such symbols and labeled representations are
used must be adequately identified in the specification. While
descriptive matter on drawings is not permitied, suitable leg-
ends may be used, or may be required, in proper cases, as i
diagrammatic views and flowsheets or © show maderials or
where labeled representations are employed to illustrate coa-
veational elements. Arrows may be required, in proper cases, 10
show direction of movement. The letiering should be as lasge as,
or larger than, the reference characters.

(b) [Reserved)

(i) Views. The drawing must contain as many figures as may
be necessary to show the inveation; the figures should be
colisecutively numbered if possible in the order in which they
appear. The figures may be plan, elevation, section, or perspec-
tive views, and detail views of portions of elemeats, on & larger
scale if necessary, may also be used. Exploded views, with the
separated parts of the same figure embraced by a bracket, to
show the relationship or order of assembly of various pats are
permissible. When an exploded view is shown i a figure which
is on the same sheet as another figure, the exploded view should
be placed in brackets. When necessary, a view of a large
machine or device in its entirety may be broken and extended
over several sheets if there is no loss in facility of understanding
the view. Where figures oa two or more sheets form in effect a
single complete figure, the figures on the several sheets should
be so arranged that the complete figure can be understood by
laying the drawing sheets adjaceat to one another. The figures,
even though on separate sheets, should be labeled as separate
figures, for example as Fig. 1a, Fig. 1b, etc., so that it would be
apparent that the views actually compeise one figure. The
arrangement should be such that no part of any of the figures
appearing on the various sheets is concealed and that the
complete figure can be understood even though spaces will
occur in the complete figure because of the margins on the
drawing sheets. The plane upon which a sectional view is taken
should be indicated on the general view by a broken line, the
ends of which should be designated by numerzals corresponding
to the figure number of the sectional view and bave arrows
applied to indicate the direction in which the view is taken. A
moved position may be shown by a broken line superimposed
upon a suitable figure if this can be done without crowding,
otherwise a separate figure must be used for this purpose.
Modified forms of construction can only be shown in separate
figures. Views should not be connected by projection lines nor
should centerlines be used. When a postion of a figure is
enlarged for magnification pusposes, the figure and the enlarged
figure must be labeled as a separate figures.

() Arrangement of views. All views on the same sheet
should stand in the same direction and, if possible, stand so that
they can be read with the sheet beld in an upright position. If
views loager than the width of the sheet are necessary for the
clearest illustration of the invention, the sheet may be turned on
its side so that the (op of the sheet with the appropriate top
margin to be used as the heading space is on the right-hand side.
One figure must not be placed upon another or within the outline
of anothez.

(k) Figure for Official Gazette. The drawing should, as far
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as possible, be so planned that cae of the views will be suitable
for publication in the Official Gazette as the illustration of the

Q@) Ildentification of drawings. Identifying indicia (such as
the application number, group art unit, tide of the invention,
attormey's docket number, invenior’s name, number of sheets,
etc.) not o exceed 2 3/4 inches (7.0 cm.) in width may be placed
in a centered location between the side edges within three-
fousths inch (19.1 mm.) of the top edge. Either this marking
technique on the front of the drawing or the placement, aithough
notpreferred, of this information and the titke of the inveation on
the back of the drawings is acceptable. Authorized security
markings may be placed on the drawings peovided they are
outgide the illustrations and are removed when the material is
dwm&d.mhaexmmmwbepammdupon
the face of a drawing.

(m) Transmission of drawings. Drawings transmitted to the
Office should be sent fist, protected by a sheet of beavy binder's

_ board, or may be rolied for transmission in a suitable mailing

tube; but must never be folded. If received creased or mutilated,
new drawings will be reguired.

(n) Numbering of drawing sheets. The drawing sheets may
be numbered in consecutive arabic numbers ag the top of the
sheets, in the middle, but not in the margin. Such numbesing will
be deleted for printing purposes since pege numbers are added
at the time of printing the patent by the Office.

(o) Copyright or Mask Work Notice. A copyright or mask
work notice may appear in the drawing but must be placed
within the "sight” of the drawing immediately below the figure
representing the copyright or mask work material and be limited
to letters baving a print size of 1/8 to 1/4 inches (3.2 t0 6.4 mm.)
high. The content of the notice must be limited to only those
clements required by law. For example, “©1983 John Doe"(17
U.S.C. 401) and "*M* John Doe” (17 U.S.C. 909) would be
properly limited and, under current stamtes, legally sufficient
notices of copyright and mask work, respectively. Inclusion of
a copyright or mask work notice will be permitied only if the
anthorization language set forth in § 1.71(e) is included at the
begmmng (preferably as the first paragraph) of the specifica-

(p) Limited use of color drawings in wiility patent applica-
tions. Paragraph (a) of this section requires that drawings in
utility patent applications must be in black on white paper.
However, on rare occasion, color drawings may be necessary as
the only practical medium by which to disclose the subject
matier sought to be patented in a utility patent application. The
Patent and Trademark Office will accept color drawings in
utility pateat applications only after granting of a petition by the
applicant under § 1.183 of this past which requests waiver of the
requirements of paragraph (a) of this section. Any such petition
should be directed to the Office of the Deputy Assistant
Commissioner for Patents and must inc'ude the following:

(1) The appropriate fee set forth in § 1.17(h).
(2) Five (5) sets of color drawings on DIN size A4 (21.0by
29.7 cm.) sheets.

(3) A proposed amendment to insert in the specification the

foliowing language as the first paragraph in the portion of the
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specification relating o the brief description of the drawing:

“The file of this patent contains at least one drawing
executed in color. Copies of this patent with color drawing(s)
will be provided by the Pateat and Trademark Office upon
request and payment of the necessary fee.”

(See §1.152 for design drawings, § 1.165 forplant drawings,
and § 1.174 for reissue drawings.)

{24 FR 10332, Dec. 22, 1959; 31 FR 12023, Oct. 4, 1966; 36 FR
9775, Mey 28, 1971; 43 FR 20464, Mey 11, 1978; 45 FR 73657, Nov.
6.1980; parss. (8), (b), (). () & (1) amended, peres. (v), (0), & (p)

. udded, 53 FR 47809, Nov. 28, 1988, effective Jan. 1, 1989]

¢ 1.85 Corrections to drawings.

(a) The requirements of § 1.84 relating o drawings will be
strictly enforced. A drawing notexecuiedin conformity thereto,
if suitable for reproduction, may be admitted for examination
but in such case a new drawing must be formished.

(b) The Patent and Trademark Office will not release draw-
ings in applications having a filing date after January 1, 1989, or
_ any drawings from any applications afer January 1, 1991, for
purposes of correction. If corrections are necessary, new cor-
rected drawings must be submitied within the time set by the
Office.

(c) When corrected drawings are required to be submitted at
the time of allowance, the applicant is required to submit
acceptable drawings within theee mouths from the mailing of
the "Notice of Allowability.” Within that three-month period,
two weeks should be allowed foe review of the drawings by the
Drafting Branch. If the Office finds that coerrection is necessary,
the applicant must submit a new comrected drawing to the Office
within the original three-month period to avoid the necessity of
obtaining an extension of time and paying the extension fee.
Therefore, the applicant should file correcied drawings as soon
as possible following the receipt of the Notice of Allowability.
The provisions with respect to obtaining an extension of time

relates only to the late filing of comrected drawings. The time

limit for payment of the issue fee is a fixed three-month period
. which cannot be extended as set forth in 35 U.S.C. 151.

{47 FR 41276, Sept. 17, 1982, effective Oct. 1, 1982; 53 FR 47810,
Nov. 28, 1988, effective Jap. 1, 1989]

§ 1.88 Use of old drawings.

If the drawings of a new application are to be identical with
the drawings of a previous application of the applicant on file in
the Office, or with part of such drawings, the old drawings or any
sheets thereof may be used if the prior application is, or is about
to be, abandoned, or if the sheets to be used are cancelled in the
prior application. The new application must be accompanied by
a letter requesting the transfer of the drawings, which should be
completely identified.

MODELS, EXHIBITS, SPECIMENS
§ 1.91 Models not generally required as part of

applicetion or patent.
Models were once required in all cases admitiing a model,
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s a past of the application, and Giese models became a part of
the record of the petent. Such models are no longer generally
required (the description of the invention in the specification,
and (be drawings, must be sufficiently full and complete, and
capable of being understood, o disclose the inveation without
the aid of amodel), and will not be admitted unless specifically
called for.

§ 1.92 Model or exhibit may be required.

A model, working model, or other physical exhibit, may be
required if deemed necessary for any purpose on examination of
the application.

§ 1.93 Specimens.

Whea the invention relates ¢0 a composition of matter, the
applicant may be required to furnish specimens of the compo-
sition, or of its ingredients or intermediates, for the purpose of
inspection or experiment.

§ 1.94 Return of models, exbibits or specimens.

Models, exbibits, or specimens in applications which have
become abandoned, and also in other applications on conclusion
of the prosecution, may be returned @ the applicant upon
demand and at his expense, unless it is deemed necessary that
they be preserved in the Office. Such physical exhibits in
countested cases may be returned o the parties at their expense.
If not claimed within a reasonsble time, they may be disposed
of at the discretion of the Commissioner.

§ 1.95 Coples of exhibits.

Copies of models or other physical exhibits will not ordinas-
ily be furnished by the Office, and any model or exhibit in an
application or patent shall not be taken from the Office except
in the custody of an employee of the Office specially authorized
by the Commissicner.

¢ 1.96 Submission of computer program listings.

Descriptions of the operation and general conteat of com-
puter program listings should appear in the description portion
of the specification. A computer program listing foe the purpose
of these rules is defined as a print-out that lists in appropriate
sequence the instructions, routines, and other comtents of a
program for a computer. The program listing may be either in
machine or machine-independent (object or source) language
which will cause a computer to perforin a desired procedure or
task such as solve a problem, regulate the flow of work in a
computer, of control or monitor events. Computer program
listings may be submitted in patent applications in the following
forms:

(a) Maserial which will be printed in the patens. If the
computer program listing is contained on 10 printout pages or
less, it must be submitted either as drawings or as part of the
specification.

(1) Drawings. 'Ihelnsmgmaybesubmmedmthemamer
and complying with the requirements for drawings as provided
in § 1.84. At least one figure muneral is required on each sheet
of drawing.

Rev. 14, Nov. 1992



§ 1.96

(2) Specification. (i) The listing may be subsmitted as past
of the specification in accordance with the provisions of § 1.52,
at the end of the description but before the claims.

(ii) The listing may be submitied as part of the specifica-
tion in the form of computer printout sheets (commonly 14 by
11 inches in size) for use as “camera ready copy” when a patent
is subsequently printed. Such computer printout sheets must be
original copies from the computer with dark solid biack letters
not less than 0.21 cm high, on white, unshaded and unlined
paper, the printing oo each sheet must be limited 0 an arca 9
inches high by 13 inches wide, and the sheets should be
submitted in a protective cover. When printed in patents, such
computer printout sheets will appear at the end of the description
but before the claims and will usually be reduced about 1/2 in
size with two printout sheets being printed as one patent speci-
fication page. Any amendments must be made by way of
submission of a substitute sheet if the copy is o be used for
camera ready copy.

(b) As an appendix which will not be printed. If a computer
program listing peintout is 11 or more pages long, applicants
may subemnit such listing in the form of microfiche, referred toin
the specification (see § 1.77(cX2)). Such microfiche filed with
a patent application is 10 be referred 10 as 2 “microfiche appen-
dix.” The “microfiche appendix™ will not be part of the printed
patent. Reference in the application (o the “microfiche appen-
dix” should be made at the beginning of the specification at the
location indicated in § 1.77(c}2). Any amendments thereto
must be made by way of revised microfiche. All computer
program listings submitted on paper will be printed as part of the
patent.

(1) Availability of appendix. Such computer program
listings on microfiche will be available to the public for inspec-
tion, and microfiche copies thereof will be available for pur-
chase with the file wrapper and contents, afier a patent based on
such application is granted or the application is otherwise made
publicly available. T

(2) Submission requirements. Computer-generated infor-
mation submitied as an appendix o an application for patent
shall be in the form of microfiche in accordamce with the
standards set forth in the following American National (ANST)
or National Micrographics Association (NMA) Standards
(Note: As new editions of these standards are published, the
latest shall apply):

ANSI PH 1.28-1976-Specifications for Photographic Film

for Aschival records, Silver-Gelatin Type, on Cellulose Ester

Base.

ANSI PH 1.41-1976 Specifications for Photographic Film

for Archival Records, Silver-Gelatin Type, on Polyester

Base.

NMA-MSI (1971) Quality Standards for Computer Output

Microfilm.

ANS1/NMA MS2 (1978) Format and Coding Standards for

Computer Output Microfilm.

NMA MSS (ANSI PH 5.9-1975) Microfiche of Documents.

ANSI PH 2.19 (1959)-Diffuse Transmission Density.
except as modified or clarified below:

(i) Either Computer-Output-Microfilm (COM) output or
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copies of photographed paper copy may be submited. In the
foemer case, NMA standards MS1 and MS2 apply: in the latter
case, standard MSS applies.

(id) Film submitted shall be first generation (camera film)
Begative appearing microfiche (with emulsion on the back side
of the film when viewed with the images right reading).

(iii) Reduction ratio of microfiche submitied should be
24:1 or a similar ratio whege vasistion from said ratio is required
in onder to fit the documents into the image area of the micro-
fiche format used.

(iv) Film submitted shall have a thickness of at least .005
inches (0.13 mm) and not more than .009 inches (0.23 mm) for
¢ither cellulose acetate base or polyester base type.

(v) Both microfiche formats Al (98 frames, 14 columns x
7 rows) and A3 (63 frames, 9 columns x 7 rows) which are
described in NMA standard MS2 (A1 is also described in MSS)
are accepiable for use in preparation of microfiche submitied.

(vi) At least the left-most 1/3 (50 mm x 12 mm) of the
header or title area of each microfiche submitted shall be clear
o positive appearing so that the Patent and Trademark Office
can apply seria] number end filing date thereto in & eye-
readable form. The middle portion of the beader shall be used by
applicant to apply an eye-readable application identification
such as the title and/or the first inventos's name. The atiomey’s
docket number may be included. The final right-hand portion of
the microfiche shall contain sequence information for the mi-
crofiche, such as 1 of 4, 2 of 4, etc.

(vii) Additional requirements which apply specifically to
microfiche of filmed paper copy:

(A) The first frame of each microfiche submitted shall
contain a standard test target which contains five NBS Micro-
copy Resolution Test Charts (No. 1010A), one in the center and
one in each corner. See illustration oa page 2 of NMA Recom-
mended Practice MS104, Inspection and Quality Control of
First Generation Silver Halide Microfilm. See also paragraph 7
of NMA-MSS.

(B) The second frame of each microfiche submitted must
contain a fully descriptive title and the inventor's name as filed.

(C) The pages or lines appearing on the microfiche
frames should be consecutively numbered.

(D) Pagination of the microfiche frames shall be from left
to right and from top to bottom.

(E) At a reduction of 24:1 resolution of the original
microfilm shall be at least 120 lines per mm (5.0 target) so that
reproduction copics may be expected to comply with provisions
of paragraph 7.1.4 of NMA Standard MSS.

(F) Background density of negative appearing camera
master microfiche of filmed paper documents ehall be within the
range of 0.9 to 1.2 and line density should be no greater than
0.08. The density shall be visual diffuse density as measured
using the method described in ANSI Standard PH 2.19.

(G) An index, when included, should appear in the last
frame (lower right hand comer when data is right-reading) of
each microfiche. See NMA-MSS, paragraph 6.6.

(viii) Microfiche generated by Computer Output Micro-
film (COM).

(A) Background density of negative-appearing COM-
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generated camera master microfiche shall be within the range of
1.5 to 2.0 and line density should be no greater than 0.2. The
density shall be visus! diffuse density as described in ANSI
PH2.19.

(B) The first frame of each microfiche submitted should
contain a resolution test frame in conformance with NMA
standard MS1.

(C) The second frame of each microfiche submitted must
contain a fully descriptive title and the inventor’s name as filed.

(D) The pages or lines appearing on the microfiche
frames should be consecutively numbered.

(E) It is preferred that pagination of the microfiche

" frames be from left o sight and top to bottom but the alternative,

i.e., from top to bottom and from left to right, is also acceplable.
(F) An index, when included, should appear on the last
frame (Qower right hand comer when data is right reading) of
each microfiche.
(G) Amendment of microfiche must be made by way of

replacement microfiche.
{46 FR 2612, Jen. 12, 1981, pera. (b)1), 54 FR 47519, Nov. 15,

1989, effective Jan. 16, 1990]

INFORMATION DISCLOSURE STATEMENT

§ 1.97 Filing of information disclosure statement.

() In order w have information considered by the Office
during the pendency of a patent application, an information
disclosure statement in compliance with § 1.98 should be filed
in accordance with this section.

(b) Aninformation disclosure statement shall be considered
by the Office if filed:

(1) Within three months of the filing date of a national

(2) Within three months of the date of entry of the national
stage as set forth in § 1.491 in an intemational application; or
(3) Before the mailing date of a first Office action on the
merits, ’
whichever event occurs last.
(c) An information disclosure statement shall be considered
by the Office if filed afier the period specified in paragraph (b)
of this section, but before the mailing date of either:
(1) A fingl action under § 1.113 or
(2) A notice of allowance under § 1.311,
whichever occurs first, provided the statement is accompa-
nied by either a certification as specified in paragraph (3) of this
section or the fee set forth in § 1.17(p).
(d) An information disclosure statement shall be considered
by the Office if filed after (he mailing date of either:
(1) A final action under § 1.113 or
(2) A notice of allowance under § 1.311,
whichever occurs first, but before payment of the issue fee,
provided the statement is accompanied by:
(i) A certification as specified in paragraph (e) of this
section,
(ii) A petition requesting consideration of the informa-
tion disclosure statement, and
(iii) The petition fee set forth in § 1.17G)(1).
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(e) A cextification under this section must state either:

(1) That each item of information contsined in the informe-
tion disclosure statement was cited in 8 communication from a
foreign pateat office in a countespart foreign application not
more than three months peior (o the filing of the statement, or

(2) That no item of information contained in the informa-
tion disclosure statement was cited in a communication from a
foreign patent office in a counterpart foreign application oz, to
the knowledge of the person signing the certification after
making reasonable inguiry, was known to any individual desig-
nated in § 1.56(c) more than three months prior o the filing of
the siatement.

(f) No exiensions of time for filing an information disclosure
statement are permitied under § 1.136. If a bona fide attempt is
made to comply with § 1.98, but part of the required content is
inadvertently omitied, additional time may be given t enable
full complisnce.

(g) An information disclosure statement filed in accordance
with this section shall not be construed as a representation that
a search bas been made.

() The filing of an information disclosure statement shall

- notbe construed to be an admission that the information cited in

thestmentns.onsonmdemdmhe material to patentability
as defined in § 1.56(b).

(i) Information disclosure statements, filed before the grant
of apatent, which do not comply with this sectionand § 1.98 will
be placed in the file, but will not be considered by the Office.

{OMB Control No. 0651-0011

{48 FR 2712, Jan. 20, 1983, effective date Feb. 27, 1983; 57 FR
2021, Jen. 17, 1992, effective Mes. 16, 1992

§ 198 Coutent of information disclosure statement.

(a) Any information disclosure statement filed under § 1.97
shall include:

(1) A list of all pateats, publications or other information
submitted for consideration by the Office;

(2) A legible copy of :

(i) Each U.S. and foreign patent;

(i) Each publication or that portion which caused it to be
listed; and

(iii) All other information or that portion which caused it
tobe listed, except that vo copy of a U.S. patent applicationneed
be included; and

(3) A concise explanation of the relevance, as it is pres-
ently understood by the individual designated in § 1.56(c) most
knowledgeable about the content of the information, of each
patent, publication, or other information listed that is not in the
English language. The concise explanation may be either sepa-
rate from the specification or incorporated therein.

(b) Each U.S. patent listed in an information disclosure
statement shall be identified by patentee, patent number and
issue date. Each foreign patent or published foreign patent
application shall be identified by ‘he country or patent office
which issued the patent or published the application, an appeo-
priate document number, and the publication date indicated on
the patent or published application. Each publication shall be
identified by author (if any), title, relevant pages of the publica-
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tion, date and place of publication.

(c) When the disclosures of two or more patents or publice-
tions listed in an information disclosure statement are substan-
tively cumulative, a copy of one of the patents or publications
may be submitted without copies of the other patents or publi-
cations provided that a statement is made that these other patents
or publications are cumulative. If a writien English-language
translation of a non-English language document, or postion
thereof, is within the possession, custody or control of, or is
readily available 10 any individual designated in § 1.56(c), &
copy of the translation shall accompeny the statement.

«(d) A copy of any patent, publication or other information
listed in an information disclosure statement is not required ©
be provided if it was previously cited by or submitied to the
Office in a prior application, provided that the prior application
is properly identified in the statement and relied upon for an
earlier filing date under 35 U.S.C. 120.

(OMB Cogtrol No. 0651-0011)

[42 FR 5594, Jen. 28, 1977; pare. (a) 48 FR 2712, Jea. 20, 1983,
effective date Feb. 27, 1983; 57 FR 2021, Jan. 17, 1992, effective Mar.
16, 1992)

§ 199 [Reserved]

{OME Control No. 06510011}

{48 FR 2712, Jen. 20, 1983; effective date Feb. 27, 1983; 57 FR
2021, Jen. 17, 1992, effective Mar. 16, 1992]

EXAMINATION OF APPLICATIONS

§ 1.161 Order of examination.

(a) Applications filed in the Patent and Trademark Office and
accepled as complete applications are assigned for examination
to the respective examining groups baving the classes of inven-
tions to which the applications relate. Applications shall be
taken up for examination by the examiner to whoen they have
been assigned in the order in which they have been filed except
for those applications in which examination bhas been advanced
pursuant t0 § 1.102 . See § 1.496 for order of examination of
International applications in the national stage.

(b) Applications which have been acted upon by the exam-
iner, and which have been placed by the applicant in condition
for further action by the examiner (amended applications) shail
be taken up for action in such order as shall be determined by the
Commissioner.

[29 FR 13470, Sept. 30, 1964; para. (a), 48 FR 2712, Jan. 20, 1983,
effective Feb. 27, 1983; paze. (8), SO FR 9381, Mar. 7, 1985, effective
May &, 1985; 52 FR 20046, May 28, 1987, effective July 1, 1987]

§ 1.102 Advancement of examination,

(a) Applications will not be advanced out of turn for exami-
nation or for further action except as provided by this part, or
upon order of the Commissioner 1o expedite the business of the
Office, or upon filing of a request under paragraph (b) of this
section or upon filing a petition under paragraphs (¢) or (d) of
this section with a verified showing which, in the opinion of the
Commissioner, will justify so advancing it.

(b} Applications wherein the inventions are deemed of
peculiar imporiance to some branch of the public service and the
Rev. 14, Nov. 1992
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bead of some department of the Government requests immedi-
&te action for that regson, may be advanced for examination.

(c) A petition %o make an application special may be filed
without a fee if the basis for the petition is the applicant’s age or
bealth or that the inveation will materially eabance the quality
of the environment or matesially contribute to the development
or conservation of energy resources.

(d) A petition to make an application special on grounds |
other than those referved (o in paragraph (c) of this section must
be accompanied by the petition fee set forth in § 1.17(i)(2).

{24 FR 10332, Dec. 22, 1959; peras. (a), (c) & (d). 47 FR 41276,
Sept. 17, 1982, effective Oct. 1, 1982, pare. (d), $4 FR 6893, Feb. 15,
1989, effective Ape. 17, 1989]

§ 1.103 Suspension of action.

(a) Suspension of action by the Office will be granted for
good and sufficient cause and for a reasonable time specified
upon petition by the applicant and, if such canse is not the faplt
of the Office, the payment of the fee set forth in § 1.173)(1).
Action will not be suspended when a response by the applicant
to an Office action is required.

(b) If action by the Office on an application is suspended
when not requested by the applicant, the applicant shall be
notified of the reasons therefor.

(c) Action by the examiner may be suspended by order of the
Commissioner in the case of applications owned by the United
States whenever publication of the invention by the granting of
a patent thereon might be detrimental to the public safety or
defense, ai the request of the appropriate department o agency.

(@) Action on applications in which the Office has accepted
a request o publish a defensive publication will be suspended
for the entire pendency of these applications except for purposes
relating to patent interference proceedings under Subpart E.

{24 FR 10332, Dee. 22, 11959; 33 FR 5624, Apr. 11, 1968; peras.
(8) & (b), 47 FR 41276, Sept. 17, 1982, effective Oct. 1, 1982; paru. (d),
49 FR 48416, Dec. 12, 1984, effective Feb. 11, 1985; pare. (d), SOFR
9381, Ma. 7, 1985, effective Mey 8, 198S5; pare. (a), 54 FR 6893, Feb.
15, 1989, effective Ape. 17, 1989]

§ 1.104 Nature of exsrnination; exaniiner’s action.

(a) On taking up an application for examination or a patent in
a reexamination proceeding, the examiner shall make a thor-
ough study thereof and shall make a thorough investigation of
the available prior art relating to the subject matter of the
claimed invention. The examination shall be complete with
respect both to compliance of the application or patent under
reexamination with the applicable statutes and rules and (o the
patentability of the invention as claimed, as well as with respect
to matters of form, unless otherwise indicated.

(b) The applicant, or in the case of areexamination proceed-
ing, both the patent owner and the requester, will be notified of
the examiner’s action. The reasons for any adverse action or any
objection or requirement will be stated and such information or
references will be given asmay be useful in aiding the applicant,
or in the case of a reexamination proceeding the patent owner,
to judge the propriety of continuing the prosecution.

(¢) An international-type search will be made in all national
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filed on and after June 1, 1978.

(d) Any national application may also have an internstional-
type search repost prepared thereon at the time of the nagional
examination on the merits, upon specific writien request there-
for and payment of the international-type search report fee. See
§ 1.21(e) for amount of fee for preparation of international-type
search report.

NOTE. — The Peteat end Tredemesk Office does not require that
a formal report of an internetional-type seerch be prepased in ceder o
obtain a search fee refund in a leter filed internationel application.

(¢) Co-pending applications will be considered by the exam-
iner to be owned by, or subject to an obligation of assignment to,
* the same person if: (1) the application files refer to assiguments
recorded in the Patent and Trademark Office in accordance with
part 3 of this chapter which convey the eatire rights in the
applications to the same person or organization; oz (2) copies of
unrecorded assignments which coavey the entire rights in the
applications to the same person or organization are filed in each
of the applications; or (3) an affidavit or declaration by the
common owner is filed which states that there is common
ownership and states facts which explain why the affiant or
- declarant believes there is common ownership; or (4) other
evidence is submitied which establishes common ownership of
the applications. In circumstances where the common OWDer is
a corporation or other organization, an affidavit or declaration
may be signed by an official of the corporation or organization
empowered to act on bebalf of the corporation or organization,

{43 FR 20465, May 11, 1978; 46 FR 29182, Mesy 29, 1981; paza.
(d), 47 FR 41276, Sept. 17, 1982, effective date Oct. 1, 1982; para. (¢),
S0 FR 9381, Maz. 7, 1988, effective May 8, 198S; pass. (¢), 57 FR
29642, July 6, 1992, effective Sept. 4, 1992)

§ 1.105 Completeness of examiner’s action.

The examiner’s action will be complete as to all matters,
except that in appropriate circumstances, such as misjoinder of
invention, fundamental defects in the application, and the like,
the action of the exathiner may be limited (o such mattess before
further action is made. However, matters of form need not be
raised by the examiner uniil a claim is found allowable.

§ 1.106 Rejection of clalms.

(a) If the invention is not considered patentable, or not
considered patentable as claimed, the claims, or those consid-
ered unpatentable will be rejected.

(b) In rejecting claims for want of novelty or for obvious-
ness, the examiner must cite the best references at bis command.
When a reference is complex or shows or describes inventions
otber than that claimed by the applicant, the pasticular part relied
on must be designated as nearly as practicable. The pertinence
of each reference, if not apparent, must be clearly explained and
each rejected claim specified.

(¢) In rejecting claims the examiner may rely upon admis-
sions by the applicant, or (e patent ownes in a reexamination
proceeding, as to any matter affecting patentability and, insofar
as rejections in applications are concerned, may also rely upon
facts within his or ber knowledge pursuant o § 1.107. :

(d) Subject matter which is developed by another person
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which qualifies as prior art oaly under 35 U.S.C. 102(f) oz (g)
may be used as prior art under 35 U.S.C. 103 against a claimed
invention unless the eatire rights to the subject matter and the
claimed invention were commonly owned by the same person
or crganization or subject to an obligation of assignment to the
same pesson or orgenization at the time the claimed invention
was made.

(e) The claims in any original application naming an
inventor will be rejected as being precluded by & waiverin a
published statiutory invention registration naming that inventor
if the same subject matter is claimed in the application and the
statutory invention registration. The claims in any reissue appli-
cation naming an inventor will be rejected as being precluded by
a waiver ib a published statutory invention registration naming
that inventor if the reissue application seeks to claim subject
matter (1) which was not covered by claims issued in the patent
prior 0 the date of publication of the statutory invention
registration and (2) which was the same subject matier waived
in the statutory invention registration.

{24 FR 10332, Dec. 22, 1959; 34 FR 18857, Nov. 26, 1969; pere.
(c) edded, 47 FR 21752, Mey 19, 1982, effective July 1, 1982; perus.
(d) & (e), SO FR 9381, Maz. 7, 1985, effective May 8, 1985]

¢ 1.107 Citation of references.

(a) If domestic patents are cited by the examiner, their
numbers and dates, and the names of the pateniees, and the
classes of inventions must be stated. If foreign published appli-
cations or patents are cited, their naticaality os country, numbers
and dates, and the names of the patentees must be stated, and
such other data must be furnished as may be necessary to engble
the applicant, or in the case of a reexamination proceeding, the
patent owner, o identify the published spplications or patents
cited. In citing foreign published applications or patents, in case
only a past of the document is involved, the particular pages and
sheets containing the pasts relied upon must be identified, If
printed publications are cited, the author (if any), tide, date,
pages or plates, and place of publication, or place where a copy
can be found, shall be given.

(b) When a rejection in an application is based oa facts
within the personal knowledge of an employee of the Office, the
data shall be as specific as possible, and the reference must be
supposted, when called for by the applicant, by the affidavit of
such employee, and such affidavit shall be subject to contradic-
tion or explanation by the affidavits of the applicant and other
persous.

(46 FR 29182, May 29, 1981}

§ 1.108 Abandoned applications not cited.

Abandoned applications as such will not be cited as refes-
ences except those which have been opened to inspection by the
public following a defensive publication.

(S0 FR 9381, Mar. 7, 1988, effective May 8, 1985)

§ 1.109 Reasons for allowance.

If the examiner believes that the recoed of the prosecution as
a whole does not make clear his or her reasons for allowing a
claim or claims, the examiner may set forth such reasoning. The
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reasons shall be incorporated int an Office action rejecting
other claims of the application or patent under reexamination oe
be the subject of a separate communication to the applicant or
patent owner. The applicant or patent owner may file a state-
mentcommenting on the reasons for allowance within such time
as may be specified by the examiner. Failure (0 file such a
statement shall not give rise (o any implication that the applicant
or patentowner agrees with or acquiesces in the reasoning of the
examiner.
{46 FR 29182, Mey 29, 1981]

¢ 1110 Inventorship and date of invention of the subject
matter of individual claims.

When more than one inventor is named in an epplication or
patent, the Patent and Trademark Office, when necessary for
purposes of an Office proceeding, may require an applicant,
patentee, or owner to identify the inventive entity of the subject
matter of each claim in the application or patent. Where appro-
priate, the invention dates of the subject matter of each claim and
the ownership of the subject matter on the date of invention may
be required of the applicant, patentee or owner. See also §§
1.78(c) and (d).

[OMB Control No. 0651-0018]

S0 FR 9381, Mes. 7, 1988, efiective dste May 8, 1985)

ACTION BY APPLICANT AND FURTHER
CONSIDERATION

¢ 1.111 Reply by applicant or patent owner.

(a) After the Office action, if adverse in any respect, the
applicant or patent owuer, if be or she persists in his or ber
application for a patent or reexamination proceeding, mustreply
thereto and may request reconsideration or further examination,
with or without amendment.

(b) In order to be entitled to reconsideration or further
examination, the applicant or patent owner must make reguest
therefor in writing. The reply by the applicant or patent owner
must distinctly and specifically point out the supposed errors in
the examiner's action and must respond 0 every ground of
objection and rejection in the prior Office action. If the reply is
with respect o an application, a request may be made that
objections or requirements as o form not necessary to further
considesation of the claims be beld in abeyance until allowable
subject matter is indicated. The applicant’s or paient owner's
reply must appear throughout to be a boas fide attempt to
advance the case to final action. A general allegation that the
claims define a patentable invention without specifically point-
ing out bow the language of the claims patentably distinguishes
them from the references does not comply with the requirements
of this section.

(¢) In amending in response to a rejection of claims in
application or patent undergoing reexamination, the applicant
or patent owner must cleasly point out the patentable novelty
which be or she thinks the claims present in view of the state of
the art disclosed by the refesences cited or the objections made.
He or she must also show how the amendments avoid such
references or objections. (See §§ 1.135 and 1.136 for time for
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reply.)
(46 FR 29182, May 29, 1981]

§ 1.112 Reconsideration.

Afier response by applicant or patent owner (§ 1.111), the
application or patent under reexamination will be reconsidered
end again examined. The spplicant or patent owner will be
notified if claims are rejected, or objections or requirements
made, in the same manner as after the first examination. Appli-
cant or patent owner may respoad to such Office action in the
same manner provided in § 1.111, with or without amendment.
Any emendments after the second Office action must ondinarily
be restricted 1o the rejection of to the objections or requirements
made. The application or patent under reexamination will be
again considered, and so on repedtedly, unless the examiner has
indicated that the action is final.

{46 FR 29182, May 29, 1981)

§ 1.113 Final rejection or action.

(8) On the second or any subsequent examination or
consideration the rejection or other action may be made final,
whereupon applicant’s or patent owner's response is limited o
appeal in the case of rejection of any claim (§ 1.191), or to
amendment as specified in § 1.116. Petition may be taken to the
Commissioner in the case of objections or requirements not
involved in the rejection of any claim (§ 1.181). Response w0 a
final rejection or action must include cancellation of, or appeal
from the rejection of, each rejected claim. If any claim stands
allowed, the response to a final rejection or action must comply
with any requirements or objections o formn.

(b) In making such finel rejection, the examiner shall repeat
or state all grounds of rejection then considered applicable to the
claims in the case, clearly stating the reasons therefor.

[24 FR 10332, Dec. 22, 1959; 46 FR 29182, May 29, 1961]

AMENDMENTS

§1.115 Amendment.

The applicant may amend before or afier the first examina-
tion and action and also after the second or subsequent exami-
nation or reconsideration as specified in § 1.112 or when and as
specifically required by the examiner, The patent owner may
amend in accordance with §§ 1.510(e) and 1.530(b) prior to
reexamination, and during reexamination proceedings in accor-
dance with §§ 1.112 and 1.116.

[46 FR 29183, May 29, 1961)

§ 1.116 Amendments afier final action.

(a) Afier final rejection or action (§ 1.113) amendments may
be made cancelling claims or complying with any requirement
of form which has been made. Amendments presenting rejected
claims in better form for cousideration on appeal may be
admiced. The admission of, or refusal to ~dmit, any amendment
after final rejection, and any proceedings relative thereto, shall
notoperaie torelieve the application or patent undes reexaming-
tion from its condition as subject 0 appeal or to save the
application from sbandonment under § 1.138.
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(b) If amendments touching the merits of the application or
patent under reexamination are presented afier final rejection, or
after appeal has been taken, or when such amendment might not
otherwise be proper, they may be admitted upon a showing of
good and sufficient reasons why they are necessary and were not
earlier presented.

(c) No amendment can be made es a matter of right in
appealed cases. After decision on appeal, amendments can only
be made as provided in § 1.198, or to carry inw effect a
recommendation under § 1.196.

(24 FR 10332, Dec. 22, 1959; 46 FR 29183, May 29, 1981}

§ 1.117 Amendment and revision reguired.

The specification, claims and drawings must be amended
and revised when required, to correct inaccuracies of descrip-
tion and definition or unnecessary prolixity, and to secure
correspondence between the claims, the specification and the
drawing.

§ 1.118 Amendment of disclosure.

: (a) No amendment shall introduce new matier into the
disclosure of an application after the filing date of the applica-
tion (§ 1.53(b)). All amendments to the specification, including
the claims, and the drawings filed after the filing date of the
application must conform (o at least one of them as it was at the
time of the filing of the application. Matier rot found in either,
involving a departure from or an addition to the original disclo-
sure, cannot be added to the application afier its filing date even
though supporied by an cath or declaration in accordance with
§ 1.63 or § 1.67 filed after the filing date of the application.

(b) Ifitis determined that an amendment filed after the filing
date of the application introduces new matter, claims containing
pew matter will be rejected and deletion of the new matier in the
specification and drawings will be required even if the amend-
ment is accompanied by an oath or declaration in accordance

with § 1.63 or § 1.67.
(48 FR 2712, Jan. 20, 1983, effective Feb. 27, 1983)

- § 1.119 Amendment of claims.

The claims may be amended by canceling particular claims,
by presenting new claims, or by rewriting particular claims as
indicated in § 1.121. The requirements of § 1.111 must be
complied with by pointing out the specific distinctions believed
torender the claims patentable over the references in presenting
arguments in support of new claims and amendments.

[32 FR 13583, Sept. 28, 1967)

§ 1.121 Manner of making amendments.

(a) Erasures, additions, insertions, or alterations of the
Office file of papers and records must not be physically entered
by the applicant. Amendments to the application (excluding the
claims) are made by filing & paper (which should conform to §
1.52), directing o requesting that specified amendments be
made. The exact word or words (0 be stricken out or insested by
said amendment must be specified and the precise point indi-
cated where the deletion or insestion is to be made.

(b) Except as otherwise provided herein, a particular claim
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§ 1.122

may be amended only by directions to cancel or by rewriting
such claim with underlining below the woed or words added and
beackets around the woed or words deleted. The rewriting of a
claim in this form will be construed as directing the cancellation
of the original claim; howeves, he original claim number
followed by the parenthetical word “amended” must be used for
the rewritten cleim. If a previously rewritten claim is rewritien,
underlining and bracketing will be applied in reference to the
previously rewritten claim with the parenthetical expression
“twice amended,” “three times amended,” etc., following the
original claim number.

(c) A particular claim may be amended in the manner
indicated for the application in paragraph (a) of this section to
the extent of corrections in spelling, punctuation, and typo-
graphical errors. Additional amendments in this manner will be
admitted provided the changes ase limited to (1) Deletions and/
or (2) the addition of no more than five words in any one claim.
Any amendment submitted with instructions to amend particu-
lar claims but failing to confosm to the provisions of paragraphs
(b) and (c) of this section may be considered nonresponsive and
treated accordingly.

(d) Where underlining or brackets are intended to appear in
the prinied patent or are properly pan of the claimed material
and not intended as symbolic of changes in the pasticular claim,
amendment by rewriting in accordance with paragraph (b) of
this section shall be prohibited.

(e) In reissue applications, both the descriptive portion and
the claims are to be amended by either (1) submitting a copy of
a portion of the description or an entire claim with all matter o
be deleted from the patent being placed between brackets and all
matier 10 be added to the paient being underlined, or (2)
indicating the exact word or words to be stricken out or inserted
and the precise point where the deletion or insertion is o be
made. Any woed or words (0 be inserted must be undeslined. See
§1.173.

() Proposed amendments presented in patents involved in
reexamination proceedings must be presented in the form of a
full copy of the text of: (1) Each claim which is amended and (2)
each paragraph of the description which is amended. Matter
deleted from the patent shall be placed between beackets and
matter added shall be underlined. Copies of the printed claims
from the patent may be used with any additions being indicated
by carets and deleted material being placed betweea brackets.
Claims must not be renumbered and the numbering of the claims
added for reexamination must follow the number of the highest
numbered patent claim. No amendment may enlarge the scope
of the claims of the patent. No new matter may be introduced
into the patent.

(32 FR 13583, Sept. 28, 1967; 46 FR 29183, May 29, 1981; pera.
(e), 49 FR 588, Jun. 4, 1984, effective Aps. 1, 1984)

§ 1.122 Entry and consideration of amendments.

(a) Amendments are “entere 3" by the Office by making the
proposed deletions by drawing a line in red ink through the word
ot words cancelled, and by making the proposed substitutions or
inserdons in red ink, small insertions being weitten in at the
designated place and large insertions being indicated by
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reference.

(b) Ordinarily all amendments presented in a paper filed
while the application is open to amendment are entered and
considered, subsequent cancellation or comrection being re-
quired of improper amendments. Untimely amendment papers
may be refused entry and consideration in whole or in part. Foe
amendments presented during an interference see § 1.664.

[24 FR 10332, Dec. 22, 1959; pare. (b), 49 FR 48416, Dec. 12,
1984, effective Feb. 11, 1985]

§ 1.123 Amendments to the drawing.

No change in the drawing may be made except by permis-
sion of the Office. Permissible changes in the construction
shown in any drawing may be made only by bonded drafismen,
at applicant’s expense, or by the submission of substitute
drawings by applicant. A sketch in pernanent ink showing
proposed changes, to become part of the record, must be filed for
approval by the examiner and should be a separate paper.

[48 FR 2712, Jan. 20, 1983, effective Feb. 27, 1983; 49 FR 555, Jan.
4, 1984, effective Apr. 1, 1984]

¢ 1.124 Amendment of amendments.

When an amendatory clause is to be amended, it should be
wholly rewritten and the original insertion canceled, so that no
interlineations or deletions shall appear in the clause as finally
presented. Matter canceled by amendment can be reinstated
only by a subseguent amendment presenting the canceled mat-
ter as a new insertion.

§ 1.12§ Substitute specification.

If the number or nature of the amendments shall render it
difficultto consider the case, or to arrange the papers foe printing
or copying, the examiner may require the entire specification,
including the claims, or any part thereof, to be rewritten. A
substitute specification may not be accepted unless it has been
required by the examiner or unless it is clear to the examiner that
acceptance of a substitute specification would facilitate proc-
essing of the application. Any substitute specification filed must
be accompanied by a statement that the substitute specification
includes no new matter. Such statement must be a verified
statement if made by a person not registered to practice before
the Office.

[48 FR 2712, Jen. 20, 1983, effective Feb. 27, 1983)

§ 1.126 Numbering of claims.

The original numbering of the claims must be preserved
throughout the prosecution. When claims ase canceled, the
remaining claims must oot be renumbered. When claims ase
added, except when presented in accordance with § 1.121(b),
they must be numbered by the applicant consecutively begin-
ning with the number next following the highest numbered
claim previously presented (whether entered or not). When the
application is ready for allowance, the examiner, if necessary,
will renumber the claims consecutively in the osder in which
they appear or in such order s may have been requested by
applicant.

{32 FR 13583, Sept. 28, 1967]
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§ 1.127 Petition from refussl to admit amendment.
From the refusal of the primasy examiner (o admit an

amendment, in whole or in pest, a petition will lie ¢ the

Commissioner under § 1.181.

AFFIDAVITS OVERCOMING REJECTIONS

¢ 1.131 Affidevit or declaration of prior invention to
overcoime cited patent or publication.

(a) When any claim of an application or a paient under
reexamingtion is rejected on reference 0 & domestic patent
which substantially shows or describes but does not claim the
same patentable invention, as defined in § 1.601(n), as the
rejecied invention, of on reference o a foreign patent or 0 a
printed publication, and the inventor of the subject matter of the
rejected claim, the owner of the patent under reexamination, or
the person qualified under §§ 1.42, 1.43 or 1.47, shall make oath
or declaration es ¢o facts showing a completion of the invention
in this country before the filing date of the application on which
the domestic patent issued, or before the date of the foreign
patent, or before the date of the printed publication, then the
patent or publication cited shall not bar the grant of a patent to
the inventor or the confirmation of the patentability of the claims
of the patent, unless the date of such patent or printed publica-
tion is more than one year prior (o the date on which the
inventor's or patent owner's application was filed in this coun-

y.

(b) The showing of facts shall be such, in character and
weight, as to establish reduction to practice prior to the effective
date of the reference, or conception of the invention prioe t the
effective date of the reference coupled with due diligence from
prior o said date to a subsequent reduction 10 peactice or o the
filing of the application. Original exhibits of drawings or rec-
ords, or photocopies thereof, must accompany and form part of
the affidavit or declaration or their absence satisfactorily ex-

lained.
d [2¢ FR 10332, Dec. 22, 1959; 34 FR 18857, Nov. 26, 1969;
paze.(a), 48 FR 2713, Jan. 20, 1983, effective Feb. 27, 1983, pars. (e),
SO FR 9381, Maz. 7, 1983, effective Mey 8, 198S; 50 FR 11366, Mar.
21, 198S; 53 FR 23733, June 23, 1988, effective Sept. 12, 1988)

§ 1.132 Affidavits or declarations treversing grounds of
. refection.

When any claim of an application or a patent under reexami-
nation is rejecied on reference to a domestic patent which
substantially shows or describes but does not claim the inven-
tion, or on reference to a foreign patent, or (o a printed publica-
tion, of to facts within the personal knowledge of an employee
of the Office, or when rejected upon a mode or capability of
operation attributed to e reference, or because the alleged
invention is held to be inoperative or lacking in utility, or
frivolous or injurious to public bealth oe morals, affidavits or
declarations traversing these references or objections may be
received,

{48 FR 2713, Jen. 20, 1983, effective Feb. 27, 1983]
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INTERVIEWS

§1.133 Interviews.

(a) Interviews with examiners conceming applications and
other matters pending before the Offfice must be bad in the
examiners’ rooms at such times, within office hours, as the
respective examiners may designate. Intesviews will not be
permitied at any other time or place without the authority of the
Commissioner. Interviews for the discussion of the patentabil-
ity of pending applications will not be had before te first
official action thereon. Interviews should be arranged for in

+  advance.

(b) In every instance where reconsideration is requested in
view of ap interview with an examiner, 8 complete writien
statementof the reasons presented at the interview as warranting
favorable action must be filed by the applicant. An intesview
does not remove the necessity for response to Office actions as
specified in §§ 1.111, 1.135.

TIME FOR RESPONSE BY APPLICANT;
ABANDONMENT OF APPLICATION

§ 1.134 Time period for response to an Office action.

An Office action will notify the spplicant of any noa-
statutory or shortened statutory time period set for response o
an Office action. Unless the spplicant is notified in writing that
responge ie required in less than six months, & maximum period
of six months is allowed.

[47 PR 41276, Sept. 17, 1982, effective Oct. 1, 1982)

§ 1.13§ Abandonment for fallure ¢o respond within time
tiamit.

() If = applicant of & patent application fails to respond
within the time period provided under §§ 1.134 and 1,136, the
application will become abandoned unless an Office action
indicates otherwise. .

(b) Prosecution of an application 0 save it from abandon.
ment pursuant to paragraph (a) of this section must include such
.complete and proper action as the condition of the case may
require. The admission of en amendment not responsive to the
last Office action, or refusal i admit the same, and any proceed-
ings relative thereto, shall not operate (o save the application
from abandonment.

(c) When action by the applicant is & bona fide attempt 0
respond end to advance the case to final action, and is substan-
tially a complete response to the Office action, but consideration
of some matter or compliance with some requirement has been
inadvertently omitted, opportunity to explain end supply the
omission may be given before the question of abandonment is
congidered

(peras. (s), (b) & (c), 47 FR 41276, Sept. 17, 1982, effective Oct.
1, 1982; pasa. (d) dleted, 49 FR 5SS, Jan. 4, 1984, offective Agr, 1,
1984)
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§ 1.136 Fliing of timely responses with petition and fee
for extenslon of Ume and extenslons of tHene for
m‘

() If an applicent is required to respond within & non-
siatutory or shortemed ststutory time period, epplicant may
respoad up to four months after the time period set if a petition
for an extension of time and the fee setin § 1,17 are filed prior
tooe with the response, unless (1) epplicantis notified otherwise
in an Office action (2) the application is involved in an interfer-
ence declared pursuant to § 1.611 or (3) the response is to a
decision by the Board of Patent Appeals and Interferences
pursusnt o §§ 1.196, 1.197 or 1.304. The date on which the
fesponse, the petition, snd the fee have been filed is the date of
e regponse and also the date for purposes of determining the
period of extension and the corresponding amount of the fee.
The expiration of the dme period is determined by the amount
of the fee paid. In no case may an spplicent reepond later than
the maximum dme period se¢ by statute, or be granted an
extension of time under paragraph (b) of this section when the
provisions of this paragraph are available. See § 1.136(b) for
extensions of time relating (o proceedings pursuantto § 1.196or
§ 1.197, § 1.304 for extension of time to appeal to the U.S. Coust
of Appeals for the Federal Circuit or ¢o commence a civil action,
§ 1.645 for extension of tme in interference proceedings and §
1.550(c) for extension of time in reexamination peocsedings.

(b) When a response with petition and fee for extension of
time cannot be filed pursuant to pasagraph () of this section, the
time for response will be extended only for sufficient canse, and
for & reasonable time specified. Any request for such extension
must be filed on or before the day on which action by the
applicant is due, but in no case will the mere filing of the request
effect any extension. In no case can any extension camy the date
on which response to en Office action is due beyond the
maximum time period set by statute or be granted when the
peovisions of paragraph (a) of this section are available. See §
1.304 for exiension of tme to appeal to the U.S. Count of
Appeals for the Federal Clrcuit or to commence a civil action,
§ 1.64S for extension of tme in interference proceedings end §

1.550(c) for extension of tme in reexamination proceedings.

[OME Control No. 6631-0011)

[47 FR 41277, Sept. 17, 1982, effective Oct. 1, 1982; 49 FR 555,
Jen. 4, 1984, effective Apr. 1, 1984; 49 FR 48416, Dec. 12, 1984,
effective Feb. 11, 1985; 54 FR 29551, July 13, 1989, effective Aug. 20,
1989}

§ 1.137 Revival of abandoned application.

() Anapplication abandoned for fallure toprosecute may be
revived as 8 pending application if itis shown to the satisfaction
of the Commissioner that the delay was unavoidable. A petition
to revive an abandoned epplication must be prompily filed afier
the applicant is notified of, or otherwise becomes aware of, the
shandonment, and must be accompanied by a showing of the
causes of the delay, by the proposed response unless it has been
previcusly filed, and by the petition fee set forth in § 1.17(1).
Such showing must be a verified showing if made by a person
not registered to practice before the Patent and Trademark
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(b) An application unintentionally abendoned for failure 0
prosecute, except pursusnt of § 1.53(d), may be revived a8 a
pending application if the delay was uninteational. A petition
revive an unintentionally ebandoned application must be filed
within one year of the date on which the became
abandoned or be filed within three months of the date of the first
decision on a petition to revive under paragraph (a) of this
section which was filed within one year of the date of abandon-
ment of the application, A petition to revive an uninteationally
abandoned application must be accompanied by: (1) A state-
ment that the abandonment was unintentional; (2) A proposed
response unless it has been previously filed, and (3) & petition
fee as set forth in § 1.17(m). Such statement miust be a verified
statement if made by a person not registered to practice before
the Patent and Trademark Office. The Commissioner may
require additionsl information where there is a question whether
the shandonment was unintentional. The theee month period set
forth in this paragraph may be extended under the peovisions of
§ 1.136(a), but no fusther extensions under § 1.136(b) will be
granted. Petitions to the Commissioner under § 1.183 to walve
any time periods for requesting revival of an unintentionally
sbandoned application will not be considered, but will be
returned to the applicant.

(c) Any petition pursuant to paragraph (a) of this section not
filed within six moaths of the date of abandonment must be
accompanied by a terminal disclaimer with fee under § 1.321
dedicating to the public a terminal past of the term of any patent
granted thereon equivalent 1o the period of abandonment of the
application.

{OME Conwol No. 0651-0011)

[47 FR 41277, Sept. 17, 1982, effective Oct, 1, 1982; pase. (b), 48
FR 2713, Jen. 20, 1983, effective Feb. 27, 1983}

§ 1.138 Experess sbandonment.

An application may be expressly abandoned by filing in the
Patent and Trademark Office a written declaration of abandon-
ment signed by the applicant and the assignee of recoed, if any,
and identifying the epplication. An application may also be
expeessly abandoned by filing a wrltien declaration of abandon-
ment signed by the attomey or agent of record. A registered
attorney of ageat acting under the provision of § 1.34(a), or of
record, may also expressly sbandon a prior application as of the
filing date granted to & continuing application when filing such
a continuing application. Express abandonment of the applica-
tion may not be recognized by the Office unless it is actually
received by appropeiate officials in tme (o act thereon before the
date of lssue.

(OMB Control No. 0651-0011)

[47FR 47244,0¢1, 25, 1982, offective Feb. 27, 1983; 49 FR 48416,
Bec. 12, 1984, effective Feb. 11, 1965]

JOINDER OF INVENTIONS IN ONE APPLICATION;
RESTRICTION

§ 1.141 Different inventions in one national
application,
(@) Two or more independent and distinct inventions may
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eotbe claimedin one nations] application, except thatmore than
one species of an invention, ot to exceed a reasonable number,
may be specifically claimed in different claims in one national
application, provided the application also includes an aliowable
ciaim genesic to all the claimed species and all the claims
species in excess of one are written in dependent form (§ 1.75)
or otherwise include all the limitations of the generic claim.

(b) Where claims to all theee categories, product, process of
making and process of use, are included in a national applica-
tion, & three way requirement for restriction can oanly be made
where the process of making is distinct from the product. If the
process of making and e product are not distinet, the process
of using may be joined with the claims directed to the prodact
and the process of making the product even though a showing
of distincmess between the product and proczss of using the
peoduct can be made.

[52 FR 20046, May 28, 1987, effective July 1, 1987)

§ 1.142 Requirement for restriction.

(a) If two or more independent and distinct inventions are
claimed in a single application, the examiner in his action shall
require the applicant in his response o that action o elect that
invention to which his claim shall be pestricted, this official
action being called a requirement for restriction (also known as
arequirement for division). If the distinctness end independence
of the inventions be clear, such requirement will be made before
any action op the merits; bowever, it may be made at any time
before final action in the case &t the discretion of the examiner,

(b) Claims to the invention or inventions not elected, if not
cancelled, are nevertheless withdrawn from fusther consideta-
tion by the examiner by the election, subject however (o rein-
statement in the event the requirement for restriction is with-
drawn or overruled.

§ 1.143 Reconsideration of regulrement.

If the applicant disagrees with the reguirement for restric-
tion, be may request reconsideration and withdrawal or modifi-
cation of the requirement, giving the reasons therefor (see §
1.111). In requesting reconsideration the applicant must indi-
cate a provisional election of one invention for prosecution,
which invention ehall be the one elected in the event the
requirement becomes final, The reguirement for restriction will
be reconsidered on such a request, If the requirement is repeated
and made final, the examiner will at the same time act on the
claims to the invention elected.

§ 1.144 Petition from reguirement for restriction.

Afier @ final requirement for restriction, the applicant, in
addidon to making any response due on the remainder of the
sction, may petidon the Commissioner to review the require-
ment. Petition may be deferred until after final action on or
allowsnce of claims o the invention elected, but must be flled
not later than sppeal. A petition will not be considered if
ﬁgns)idenmmmemqnmwmmmmd.(ms

J81.
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§ 1.148 Subsequent presentation of claims for different
invention.

If, afier an office action on an application, the applicant
presents claims directed to an invention distinct from and
independent of the invention previously claimed, the applicant
will be required to restrict the claims to the invention previously
claimed if the amendment is entered, subject to reconsideration
and review as provided in §§ 1.143 and 1.144.

§ 1.146 Election of specles.

In the first action on an application cootaining & generic
claim and claims restricted separately to each of more than one
species embraced thereby, the examiner may require the appli-
cant in his response to that action to elect that species of his or
ber invention to which his or ber claim shall be restricted if no
generic claim is held allowsble. However, if such application
contains claims directed to more than a reasonable number of
species, the examiner may require restriction of the claims tonot
more than a reasonable number of species before taking further
action in the case.

[43 FR 20465, Mey 11, 1978]

DESIGN PATENTS

§ 1.151 Rules applicable.

The rules relating to applications for petents for other
inventions or discoveries are also applicable 1o applications for
patents for designs except as otherwise provided.

§ 1.152 Drawing,

The design must be represented by 8 drawing made in
conformity with the rules laid down for drawings of mechanical
inventions and must contain a sufficient number of views 0
constitute a complete disclosure of the appearance of the article,
Appropriate surface shading must be used to show the character
or contour of the surfaces represented, Broken lines may be used
to show visible environmental structure, but may not be used to
show hidden planes and surfaces which cannot be seen through
opague materials,

{53 FR 47810, Nov. 28, 1988, effective Jan. 1, 1989)

§ 1.153 Title, description and clakm, cath or
declaration.

(a) The title of the design must designate the particular
article. No description, other than a refesence 1o the drawing, is
ordinarily required. The claim shall be in formal terms (o the
ornamental design for the article (specifying name) as shown, or
as shown and described. More than one claim is neither required
nor pesmitied.

(b) The oath or declaration required of the applicant must
comply with § 1.63.

[24 FR 10332, Dec. 22, 1959; 29 FR 18503, Dec. 29, 1964; pare,
(b), 48 FR 2712, Jen. 20, 1983, effective Feb. 27, 1983)

§ 1.15¢ Arrangement of specification,
The following order of arrangement should be observed in
framing design specifications:
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(a) Preamble, stating name of the spplicent and title of the
design.

(b) Description of the figure or figuses of the drawing.

() Description, if any.

(@) Claim,

(e) Signed oath or declaration (See § 1.153(b)).

124 FR 10332, Dec. 22, 1959, pese. (¢), 48 FR 2713, Jan. 20, 1983,
effective date Feb, 27, 1983]

§ 1.158 Issue and term of design patents.

(a) If, on examination, it shall appear that the spplicant is
entitied to a design patent under the law, & notice of allowance
will be sent to the applicant, or applicant’s attomey of agent,
calling for the payment of the issue fee (§ 1.18(b)). If this issue
fee is not paid within 3 months of the date of the notice of
allowance, the application ghall be regarded as abandoned.

(b) The Commissioner may accept the payment of the issue
fee later than three months afier the mailing of the notice of
aliowance as though no abandonment bad ever occurred if upon
petition the delay in payment is shown 0 have been unavoid-
able. The petition to accept the delayed payment must be
prompdy filed after the applicant is notified of, or otherwise
becomes awase of, the abandonmient, and must be sccompenied
by (1) the issue fee, unless it has been previously submited, (2)
the fee for delayed payment (§ 1.17(1)), and (3) a showing that
the delay was unavoidable. Such showing must be a verified
showing if made by a person notregistered to practice before the
Patent and Trademark Office.

(c) The Commissioner may, upon petition, accept the pay-
mentof the issue fee later than three months after the mailing of
the notice of allowance as though no sbandonment bad ever
occurred if the delay in payment was unintentional, The petition
to accept the delayed payment must be filed within one year of
the date on which the application became abandoned or be filed
within three months of the date of the first decision on a petition
under paragraph (b) of this section which was filed within one
year of the date of abandonment of the application. The petition
to accept the delayed payment must be accompanied by (1) the
issue fee, unless it has been previously submitted, (2) the fee for
unintentionally delayed payment (§ 1.17(m)), and (3) a state-
ment that the delay was unintentional, Such statement must be
a verified statement if made by a person not registered to
practice before the Patent and Trademask Office. The Commis-
sioner may require additional information where there is a
question whetber the abandonment was unintentional. The
three-month pesiod from the date of the first decision refesred to
in this paragraph may be extended under the provisions of §
1.136(a), but no further extensions under § 1.136(b) will be
granted. Petitions to the Commissioner under § 1.183 to waive
any time periods for requesting revival of an unintentionally
abandoned epplication will not be considered, but will be
returned to applicant.

(d) Any petition pursuant to paragraph (b) of this section not
filed within six months of the date of abandonment must be
accompanied by a terminal disclaimer with fee under § 1.321
dedicating to the public a terminal part of the term of any patent
granted thereon equivalent to the period of abandonment of the
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application.
[47 FR 41277, Sept. 17, 1962, effective dete Oct. 1, 1982]

PLANT PATENTS

§ 1.161 Rules applicable.
The rules relating to applications for patent for other invea-

tions or discoveries are also applicable 0 epplications for
patents for plants except as otherwise provided.

§ 1.162 Applicant, oath or declaration.

The applicant for a plant patent must be the person who has
invented or discovered and asexually reproduced the new and
distinct variety of plant for which a patent is sought (or as
provided in §§ 1.42, 1.43 and 1.47). The oath or declasation
required of the applicant, in addition to the averments required
by § 1.63, must state that be or she has asexually reproduced the
plant. Where the plant is a newly found plant the oath or
declaration must also state that it was found in a cultivated area.

[OMB Contzol No. 0651-0011]

(48 FR 2713, Jan. 20, 1983, effective Feb. 27, 1983]

§ 1.163 Specification.

(a) The specification must contain as full end complete a
disclosure as possible of the plant and the characteristics thereof
that distinguish the same over related known varieties, and its
antecedents, and must particularly point out where and in what
manner the variety of plant has been asexually reproduced. In
the case of a newly found plant, the specification must particu-
larly point out the location and character of the area where the
plant was discovered.

(b) Two copies of the specification (including the claim)
must be submitted, but only one signed oath or declaration is
required. The second copy of the specification may be a legible
carbon copy of the original.

[24 FR 10332, Dec. 22, 1959; paze. (b), 48 FR 2713, Jan. 20, 1983,
effecitve Feb. 27, 1983]

§ 1.164 Claim.

The claim shall be in formal terms to the new and distinct
variety of the specified plant as described and illustrated, end
may also recite the principal distinguishing characteristics.
More than one claim is not permitied.

§ 1.165 Drawings.

(a) Plant patent drawings are not mechanical drawings and
should be artistically and competently executed. Figure num-
bers and reference charsacters need not be employed unless
required by the examiner, The drawing must disclose all the
distinctive characteristics of the plant capable of visual repre-
sentation,

(b) The drawing may be in color and when color is &
distinguishing charactieristic of the new variety, the drawing
must be in color. Two copies of color drawings must be
submitted. Color drawings may be made either in permanent
walter color oe oil, or in liew thereof may be photographs made

by color photography or properly colored on sensitized peper.
Rev, 14, Nov. 1992
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Permanendy mounted color photographs are acceplable. The
papee in any case must cosrespond in size, weight and quality to
the paper required for other drawings. See § 1.84.

[24 FR 10332, Dec. 22, 1959; pare. (b), 47 FR 41277, Sept. 17,
1982, effective Oct. 1, 1982)

§1.166 Speclmens.

‘The applicant may be required to furnish specimens of the
plant, oe its flower or fruit, in @ quantity and at a time in its stage
of growth as may be designated, for study and inspection, Such
specimens, properiy packed, must be forwarded in conformity
with instructions furnished to the applicant. Whea it is not
possible to forward such specimens, plants must be made
available for official inspection where grown.

§ 1.167 Examination,

(a) Applications may be submitied by the Patent and Trade-
mark Office o the Department of Agriculture for study and
fepont.

(b) Affidavits or declarations from qualified agricultural or
horticultural experts regarding the novelty and distinctiveness
of the variety of plant may be received when the need of such
affidavits or declarations is indicated.

{24 FR 10332, Dec. 22, 1959; 34 FR 18857, Nov. 26, 1969}

REISSUES

§ 1.171 Application for relssue.

An gpplication for reissue must contain the same parts
required for an application for en original patent, complying
with all the rules relating thereto except as otherwise provided,
and in addition, must comply with the requirements of the rules
relating ¢o relssue applications. The application must be accom-
panied by a certified copy of an abstract of title or an onder for
a title report accompanied by the fee eet fosth in § 1.19(b)(4), to
be placed in the file, and by an offer to surrender the original

patent (§ 1.178).

[OMB Control No. 0651-0011)

[47 FR 41278, Sept. 17, 1982, offective Oct. 1, 1982; revised, 54
FR 6893, Feb. 17, 1989, $4 FR 9432, March 7, 1989, effective Apr. 17,
1989; 56 FR 65142, Dec. 13, 1991, effective Dec. 16, 1991]

§ 1.172 Applicants, essignees.

(@) Areissueoathmust be signed and sworn to or declaration
made by the inventor or inventors excepi as otherwise provided
(eee §6 1.42, 1.43, 1.47), and must be accompanied by the
writien assent of all assignees, if any, owning an undivided
interest in the patent, but a reissue oath may be made and swom
to or declaration made by the assignee of the entire interest if the
application does not seek 1o enlarge the scope of the claims of
the original patent.

(b) A reissue will be granted to the original patentee, bis
legal representative or assigns as the interest may appear.

[OMB Control No. 0651-0011]

(24 FR 10332, Des. 22, 1959, pasa. (8), 48 FR 2713, Jan. 20, 1983,
effective Feb. 27, 1963]
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§1.173

The specification of the reissue application must include the
entire specification and claims of the patent, with the matier 0
be omitted by reissue enclosed in square brackets; and sny
additions made by the reissue must be underlined, so that the old
and the new specifications and claims may be readily compaged.
Claims should not be renumbered and the numbering of claims
added by reissue should follow the number of the highest
numbered patent claim. No new matter shall be introduced into
the specification.

§ 1.174 Drawings.

(a) The drawings upon which (be original patent was issued
may be used in reissue applications if o changes whatsoever are
to be made in the drawings. In such cases, when (he reissue
application is filed, the applicant must submit & temporary
drawing which may consist of & copy of the printed drawings of
the patent or a photoprint of the original drawings of the size
required for original drawing.

(b) Amendments which can be made in a reissue drawing,

that is, changes from the drawing of the patent, are restricied.
' {24 FR 10332, Dec. 22, 1999, peza. (8), 48 FR 2713, Jan. 20, 1983,
effective Feb. 27, 1983]

§ 1.175 Relssue cath or declaration.

(a) Applicants for reissue, in addition to complying with the
requirements of § 1.63, must also file with their applications a
statement under cath or declaration as follows:

(1) When the applicant verily believes the original patent
to be wholly oe parily inoperative or invalid, stating such belief
and the reasons why.

(2) When it is claimed that such patent is so inoperative or
invalid “by reason of a defective specification or drawing,”
particularly specifying such defects.

(3) When it is claimed that such patent is inoperative or
invalid “by reason of the patentee claiming more or less than he
had the right o claim in the patent,” distnctly specifying the
excess or insufficiency in the claims.

(4) [Reserved]

(5) Partcularly specifying the errors relied upon, and bow
they arose or occurred.

(6) Stating that said errors arose “without any deceptive
intention” on the part of the applicant.

(7) Acknowiedging the duty to disclose to the Office all
information known to applicants (0 be material 1o patentability
as defined in § 1.56.

(b) Coeroborating affidavits or declasations of others may
be filed and the examiner may, in any case, require additional
information or affidavits or declarations concerning the applica-
tion for reissue and its object.

[OMB Contol No. 0653-0011)

[24 FR 10332, Dec. 22, 1959; 29 FR 18503, Dec. 29, 1964; 34 FR
18857, Nov. 26, 1969; pare. (a), 47 FR 21752, Mey 19, 1982, effective
July 1,1962; pere. (2), 48 FR 2713, Jun. 20, 1983, effective Feb. 27,
1983; pase. (a)(7), $7 FR 2021, Jan. 17, 1992, effective Maez. 16, 1992]

§ 1.176 Examination of refssue.
An original claim, if re-presented in the reissue application,
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is subject to reexamination, and the entire application will be
examined in the same manner a5 original applications, subject
to the rules relating thereto, excepting that division will not be
required. Applications for reissue will be acted on by the
examiner in advance of other applications, bt not sooner than
two months afier the snnouncement of the filing of the reissue
has appeared in the Official Gazerte.
{42 FR 5398, Jun. 28, 1977)

§ 1.177 Relssue ia divisions.
- The Comumissioner may, in his or her discretion, cause
several patents (o be issued for distinct and separate parts of the
thing patented, upoa demand of the applicant, and upoa pay-
ment of the required fee for each division. Each division of a
reissue constituies the subject of & separate specification de-
scriptive of the part or parts of the inveation claimed in such
division; and the drawing may represent only such past or paris,
subjectto the provisions of §§ 1.83 and 1.84. On filing divisional
reissue applications, they shall be referred to the Commissioner.
Unless otherwise ordered by the Commissiober upon petition
and payment of the fee set forth in § 1.17()(1), all the divisions
of a reissue will issue simultaneously; if there be any contro-
versy as (o one division, the others will be withheld from issue
until the controversy is ended, unless the Commissioner shall
otherwise ocrder.

{47 PR 41278, Sept. 17, 1982, effective dete Oct. 1, 1982; revised,
54 FR 6893, Feb. 15, 1989, 34 FR 9432, Merch 7, 1989, effective Ape.
17, 1989)

§ 1.178 Originsl patent.

The application for a reissue must be accompenied by an
offer to surrender the original patent. The application should
also be accompanied by the original patent, or if the original is
lost or inaccessible, by an affidavit or declaration to that effect,
The epplication may be accepted foe examination in the absence
of the original patent or the affidavit or declaration, but obe or
the other must be supplied before the case is allowed. If areissue
berefused, the original patent will be returned to applicant upon
his request.

{OMB Contol No, 06510011}
[24 FR 10332, Dee. 22, 1939; 34 FR 18857, Nov. 26, 1969]

§ 1.179 Notice of relssue application.

When an application for & reissue is filed, there will be
placed in the file of the original patent a notice stating that an
application for reissue has been filed. When the reissue is
grented or the reissue application is otherwise terminated, the
fact will be added to the notice in the file of the original patent.

PETITIONS AND ACTIONS BY THE COMMISSIONER

§ 1.181 Petition to the Commlssioner.

(a) Petition may be taken to the Commissiones: (1) From any
action or requirement of eny examiner in the ex parte prosecu-
tion of an application which is not subject to appeal to the Board
of Patent Appeals and Interferences or 0 the cowt; (2) in cases
in which a statute or the rules specify that the matter is to be
determined directly by or reviewed by the Commissiones; and
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(3) to invoke the supervisory authority of the Commissioner in
appropriate circumstances. For petitions in interferences, see §
1,644

(b) Any such petition must contain a statement of the facts
involved and the point or points (0 be reviewed and the action
requested. Briefs or memoranda, if any, in support thereof
should accompeny or be embodied in the petition; and where
facts are to be proven, the proof in the form of affidavits or
declarations (and exhibits, if any) must accompany the petition.

(c) When a petition is taken from an action or requirement
of an examiner in the ex parie prosecution of an application, it
may be required that there have been a proper request for
reconsideration (§ 1.111) and arepeated action by the examiner.
The examiner may be directed by the Commissioner to formnish
a writien statement, within a specified time, setting forth the
reasons for his decision upon the matiers averred in the petition,
supplying a copy thereof w tbe petitioner.

(d) Where a fee is required for a petition 0 the Commis-
sioner the appropriate section of this part will so indicate. If uny
required fee does not accompany the petition, the petition will
be dismissed.

(e) Oral bearing will not be granted except when considered
necessary by the Commissioner.

() Except as otherwise provided in these rules, any such
petition not filed within 2 months from the action complained
of, may be dismissed as untimely. The mese filing of a petition
will not stay the period foe reply to an Examiner’s action which
may be running against an application, nor act as a stay of other
proceedings.

(g) The Commissioner may delegate to appropeiate Patent
and Trademark Office officials the determination of petitions.

[24 FR 10332, Dec. 22, 1959: 34 FR 18857, Nov. 26, 1969; pares.
(9) & (), 47 FR 41278, Sept. 17, 1982, effective Oct. 1, 1982; pare. (),
49 FR 48416, Dec. 12, 1984, effective Feb. 11, 1985}

§ 1.162 Questions not specifically provided for.

All cases not specifically provided for in the regulations of this
part will be decided in accordance with the merits of each case
by or under the authority of the Commissioner, and such
decision will be communicated to the interested parties in
writing. Any petition seeking a decision under this section must
be accompanied by the petition fee set forth in § 1.17(h).

{47 FR 41278, Sept. 17, 1982, effective dats Oet. 1, 1982)

§ 1.183 Suspension of rules.

In an extraordinary situation, when justice requires, any
requirement of the regulations in this pert which is not a
requirement of the siatutes may be suspended or waived by the
Commissioner or the Commissiones’s designee, sua sponte, or
on petition of the interested pasty, subject to such other requise-
ments as may be imposed. Any petition under this section must
be accompanied by the petidon fee set forth in § 1.17(b).

{47 FR 41278, Sept. 17, 1982, effective Oct. 1, 1982)

§ 1.184 Reconsideration of cases decided by former
Conundssioners.
Cases which have been decided by one Commissiones will
not be reconsidered by his successor except in accordance with
Rev. 14, Nov. 1992
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the peinciples which govern the granting of new trials.

APPEAL TO THE BOARD OF PATENT APPEALS AND
INTERFERENCES

AUTHORITY: Secs. 1.191 to 1.198 also issued uader 38 U.S.C. 134.

§ 1.191 Appeal to Board of Patent Appeals and
Interferemces.

(2) Every applicant for a patent or for reissue of a patent, or
every owner of & patent under reexamination, any of the claims
of which have been twice rejected or who has been given a final
rejection (§ 1.113), may, upoo the payment of the fee set forth
in § 1.17(¢), appeal from the decision of the examiner o the
Board of Patent Appeals snd Interferences within the time
allowed for response.

(b) The appeal in an spplicesion or reexamination proceed-
ing must identfy the rejected claim or cleims appealed, and
must be signed by the applicant, patent owner or duly authorized
attorey or agent.

(¢) An appeal when taken must be taken from the rejection
of all claims under rejection which the applicant or patent owner
propases to contest. Questions relating (o matters not affecting
the merits of the invention may be required to be settled before
an appeal can be considered.

(d) The time periods set¢ forth in §§ 1.191 through 1,193 are
subject to the provisions of § 1.136 for patent applications or §
1.550(c) for reexamination proceedings. See § 1.304(a) for
extensions of time for filing a notice of appeal to the U.S. Court
of Appeals for the Federal Circuit or for commencing a civil
action.

(e) Jurisdiction over the application or patent under reex-
amipation passes to the Board of Patent Appeals and Intesfes-
ences upon transmittal of the file, including all briefs and
examines's answers, 1o the Board. Prior to the entry of a decision
on the appeal, the Commissioner may sua spoate order the
application remanded to the examiner.

[OME Contzol No. 06510011}

{46 FR 29183, May 29, 1981; para. (a), 47 FR 41278, Sept. 17,
1982, effective Oct. 1, 1962; pea. (d), 49 FR 538, Jen. 4, 1984,
effective Ape. 1, 1984, 49 FR 48416, Dec. 12, 1984, effective Feb. 11,
1985; pares (b) & (d) emnended, para. (¢) added, 54 FR 20553, July 13,
1989, effective Aug. 20, 1969)

§ 1.192 Appeliant’s brief.

(2) The appeliant shall, within 2 months from the date of the
notice of appeal under § 1.191 in an application, reissue appli-
cation, or patent under reexamination, or within the time al-
lowed for response to the action appealed from, if such time is
lates, file a brief in triplicate. The brief must be accompanied by
the requisite fee set forth in § 1.17(f) and must set forth the
authorities and erguments on which the appellant will rely to
maintain the appeal.

(b) On failure to file the brief, accompanied by the requisite
fee, within the ume allowed, the appeal shall stend dismissed.

(¢) The brief shall contain the following items under appro-
priate beadings and in (e ordes here indicated:

(1) Stasus of Claims. A statement of the status of all the
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claims, pending or cancelled, and identifying the claims ap-

(2) Status of Amendments. A statement of the status of any
amendment filed subsequent to final eejection.

(3) Summary of Invention. A concise explanation of the
invention defined in the claims involved in the appeal, which
shall refer to the specification by page and line number, and o
the drawing, if any, by reference charactess.

(4) Issues. A comcise statement of the issues presented for
review.

(5) Grouping of Claims. For each ground of rejection which
appellant contests and which applies to more than one claim, it
will be presumed that the rejected claims stand or fall together
unless a statement is included that the rejected claims do not
stand or fall together, and in the appropriate part or parts of the
argument under subparagraph (c)(6) of this section appellant
" presents reasons as to why appellant considers the rejected
claims to be separately patentable.

(6) Argumens. The conteations of the appeliant with respect
toeach of the issues presented for review in subparagraph (cX4)

of this section, and the basis therefor, with citations of the
" authorities, stattes, and parts of the record relied on, Each issue
should be treated under a separate beading.

(i) For each rejection under 35 U.S.C. 112, first paragraph,
the argument shall specify the errors in the rejection and bow the
first paragraph of 35 U.S.C. 112 is complied with, including, as
appropriate, bow the specification and drawings, if any,

(A) describe the subject matier defined by each of the
rejected claims,

(B) enable any person skilled in the art o make and use the
subject matier defined by each of the rejected claims, and

(C) set forth the best mode contemplated by the inventor of
carrying out his or ber invention.

(ii) For each rejection under 35 U.S.C. 112, second para-
graph, the argument shall specify the efrors in the rejection and
how the claims particulacly point out and distincily claim the
subject matter which applicant regards as the invention.

(iid) For each rejection under 35 U.S.C. 102, the argument
shall specify the errors in the rejection and why the rejected

“claims are patentable under 35 U.S.C. 102, including any
specific limitations in the rejected claims which are not de-
scribed in the prioe art relied upon in the rejection.

(iv) For each rejection under 35 U.S.C. 103, the argument
shall specify the errors in the rejection and, if appropriate, the
specific limitations in the rejected claims which ase not de-
scribed in the prior art relied on in the rejection, and shall explain
how such limitations render the claimed subject matter unobvi-
ous over the prior art. If the rejection is based upon a combina-
tion of references, the argument shall explain why the refer-
ences, igken as a whole, do not suggest the claimed subject
matier, and shall include, as may be appropriate, an explanation
of why features disclosed in one reference may not propetly be
combined with features disclosed in another reference. A gen-
eral argument that all the limitations are not described ina single
reference does not satisfy the requisrements of this

) Foranymjecﬁonmhetdmmmerefemdtoinm
graphs (¢ )6)(1) to (iv) of this section, the argument shall specify
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the emrors in the rejection and the specific limitations in the
rejected claims, if sppropriste, or other reasons, which cause the
rejection to be in ervor.

(7) Appendix. An appendix containing acopy of the claims
involved in the appeal.

(d) If a brief is filed which does not comply with all the
requirements of paragraph () of this section, the appellant will
be notified of the reasons for non-compliance and provided with
a period of one month within which to file an amended brief. If
the sppellant does not file an amended brief during the one-
month period, or files an amended brief which does not over-
come all the ressons for non-complisnce stated in the notifica-
tion, the appeal will be dismissed. Any asguments or authorities
not included in the brief may be refused consideration by the
Board of Patent Appeals and Interferences.

(36 FR 5850, Mas. 30, 1971; pare. (a), 47 FR 41278, Sept. 17, 1982,
effective Oct. 1, 1982; pera. (a), 49 FR 556, Jen. 4, 1984, effective Ape.
1, 1984; 53 FR 23734, June 23, 1988, effective Sept. 12, 1988]

§ 1.193 Examiner’s answer.

(2) The primary examiner may, within such time as may be
directed by the Commissioner, furnish a written statement in
amswer to the appeliant’ s brief including such explanation of the
invention claimed and of the references and grounds of rejection
as may be necessary, supplying a copy to the appellant. If the
primary examiner shall find that the appeal is notregular in form
of does not relate to an appealable action, be shall so state and
a petition from such decision may be taken to the Commissiober
as provided in § 1.181.

(b) The appeliantmay file a reply brief directed only to such
new points of argument as may be raised in the examiner's
answer, within one month from the date of such answer. The
new points of argument shall be specifically identified in the
reply brief. If the examiner determines that the reply brief is not
directed only tonew points of argument raised in the examiner's
answer, the examiner may refuse entry of the reply brief and will
so notify the appellant, If the examines's answer states a new
ground of rejection appellant may file a reply thereto within two
months from the date of such answer; such reply may be
accompanied by any amendment or material appropriate to the
new .
[24 FR 10332, Dec. 22, 1959; 34 FR 18858, Nov.26. 1969; pera.
(c), 47FR 21752, May 19, 1982, edded offective July 1, 1982; para. (b),
SO FR 9382, Mer. 7, 1985, effective May 8, 198S; $3 FR 23735, June
23, 1988, effective Sept. 12, 1988; pere. (c) deleted, 57 FR 2021, Jen.
17, 1982, effective Mez. 16, 1992]

§ 1.194 Oral hearing.

(a) An oral bearing should be requested oaly in those
circumstances in which the appellant considers such a hearing
necessary or desirable for a proper presentation of his appeal.
An appeal decided without an oral bearing will receive the same
consideration by the Board of Patent Appeals and Interferences
as appeals decided after oral hearing.

(b) If appellant desires an oral hearing, appellant must file a
written request for such bearing accompanied by the fee set forth
in § 1.17(g) within one month after the date of the examines's
enswer, If the examines's answer states a new ground of rejec-
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tion and if appellant files a reply as provided for by § 1.193(b),
then the written reguest must be made within three months after
the date of the filing of the reply. If appellant requests an oral
hearing and submits therewith the fee set foeth in § 1.17(g), an
oral argument may be presented by, or on behalf of, the primary
examiner if considered desirable by either the primary examiner
or the Board.

(c) If no request and fee for oral bearing have been timely
filed by the appeliant, the appeal will be assigned foe considera-
tion and decision. If the appellant has requested an ocal hearing
and has submitied the fee set forth in § 1.17(g), a day of bearing
will be set, and due notice thereof given to the appellant and to
the primary examiner. Hearing will be beld as stated in the
notice, and oral argument will be limited to twenty minutes for
the appellant and fifteen minutes for the primary examines
unless otherwise ordered before the bearing begins.

(42 FR 5598, Jan. 28, 1977; pares. (b) & (c), 47 FR 41278, Sept. 17,
1982, effective Oct. 1, 1982; pera. (), 49 FR 48416, Dec. 12, 1984,
effective Feb. 11, 1985; pare. (b) revised 53 FR 23738, June 23, 1988,
effective Sept. 12, 1988)

¢ 1.195 Affidavits or declarations after appeal.

Affidavits, declarations, or exhibits submitted after the case
bas been appealed will not be admitted without a showing of
good and sufficient reasons why they were not earlier presented.

[34 FR 18858, Nov. 26, 1969]

§ 1.196 Decleion by the Board of Patent Appeels and
Interferences.

(a) The Board of Patent Appeals and Interferences, in its
decision, may affirin or reverse the decision of the examiner in
whole or in part on the grounds and on the claims specified by
the examiner or remand the application 0 the examiner for
further consideration, The affirmance of the rejection of a claim
on any of the grounds specified constitntes a general affirmance
of the decision of the examiner on that claim, except as to any
ground specifically reversed.

(b) Should the Board of Patent Appeals and Interferences
have knowledge of any grounds not involved in the appeal for
rejecting any appealed claim, it may include in the decision a
statement to that effect with its reasons for o holding, which
statement shall constituie a new rejection of the claims. A new
rejection shall not be considered final for purposes of judicial
review. When the Board of Patent Appeals and Interferences
makes a new rejection of an appealed clzim, the appeliant may
exercise any one of the following two options with respect to the
new ground:

(1) The appelignt may submit an appropriate amendment
of the claims so rejected or a showing of facts, or both, and have
the matter reconsidered by the examiner in which event the
application will be remanded (o the examiner. The statement
shall be binding upon the examiner unless an amendment or
showing of facts not previously of record be made which, in the
opinion of the examiner, overcomes the new ground for rejec-
tion stated in the decision. Should the examiner again reject the
application the applicant may again appeal to the Boasd of
Patent Appeals and Interferences.
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(2) The appelisnt may have the case reconsidered under §
1.197(b) by the Board of Patent Appeals and Intesferences upon
the same record. The request for reexamination shall address
the new ground for rejection and state with perticularity the
points believed to have been misapprebended or overlooked in
rendering the decision and slso state all other grounds upon
which reconsideration is sought Whese request for such recon-
sideration is made the Board of Patent Appeals and Interfer-
ences shall reconsider the new ground for rejection and, if
necessary, render a new decision which shall include all
grounds upon which a patent is refused. The decision oa
recousideration is deemed (o incorporate the earlier decision,
except for those portions specifically withdrawn on reconsid-
eration, and is final for the purpose of judicial review.

(c) Should the decision of the Board of Patent Appeals and
Interferences include an explicit statement that a claim may be
allowed in amended form, eppellant shall have the right w0
amend in conformity with such statement which shall be bind-
ing on the examiner in the absence of new references or grounds
of rejection.

(d) Although the Board of Patent Appeals and Interferences
normally will confine its decision to areview of rejections made
by the examiner, should it have knowledge of any grounds for
rejecting any allowed claim it may include in its decision a
recommended rejection of the claim and remand the case 1o the
examiner. In such event, the Board shall set a period, not less
than one month, within which the appellant may submit to the
examiner an appropriate amendment, a showing of facts or
reasons, or both, in order to avoid the grounds set forth in the
recommendation of the Board of Patent Appeals and Interfes-
ences. The examiner shall be bound by the recommendation and
shall enter and maintain the recommended rejection unless an
amendment or showing of facts not previously of record is filed
which, in the opinion of the examiner, overcomes the recom-
mended rejection. Should the examiner make the recommended
rejection final the applicant may again appeal to the Board of
Patent Appeals and Interferences.

(e) Whenever a decision of the Board of Patent Appeals and
Interferences includes a remand, that decision shall not be
considered a final decision. When appropriate, upon conclusion
of proceedings on remand before the examiner, the Board of
Patent Appeals and Interferences may enter an order otherwise
making its decision final.

(f) See § 1.136(b) for extensions of time to take action under
this section.

(24 FR 10332, Dec. 12, 1959; 49 FR 29183, May 29, 1981;49FR
48416, Dec. 12, 1984, effective Feb. 12, 1985; para. (b) revised 53 FR
23735, June 23, 1988, effective Sept. 12, 1988; paras. (a), (b) & (d)
amended, paras. (e) & (f) edded, $4 FR 20552, July 13, 1989, effective
Aug. 20, 1989]

§ 1.197 Action following decision. ‘

(a) After decision by the Board of Patent Appeals and
Interferences, the case shall be retumned to the examiner, subject
to the appellant’s sightof appeal or other review, for such further
action by the appellant or by the examiner, as the condition of
the case may require, to carry into effect the decision.
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() A single request for reconsideration or modification of
the decision may be made if filed within one month from the date
of the original decision, unless that decision is so modified by
the decision on reconsideration as to become, in effect, a new
decision, and the Board of Patent Appeals end Interferences so
states. The request for recoansideration shall state with particu-
larity the points believed to have been misapprebended or
overlooked in rendering the decision and also state all other
grounds upon which reconsideration is sought See 37 CFR
1.136(b) for extensions of time for seeking reconsideration.

(¢) Termination of proceedings.

Proceedings are considered tesminated by the dismissal of
an appeal or the failure to timely file an appeal to the courtor a
civil action (§ 1.304) except: (1)where claims stand allowed in
an application or (2) where the nature of the decision requires
further action by the examiner. The date of lenmination of
proceedings is the date on which the appeal is dismissed or the
date on which the time for appeal to court or review by civil
action (§ 1.304) expires. If an appeal to the court or a civil action
has been filed, proceedings are considered terminated when the
appeal or civil action is terminated. An appeal to the U.S. Court
of Appeals for the Federal Circuit is terminated when the
mandate is received by the Office. A civil action is terminated
when the time to appeal the judgment expires.

{46 FR 29184, Mey 29, 1981; para. (a), 47 FR 41278, Sept. 17,
1982, effective Oct. 1, 1982; 49 FR 556, Jen. 4, 1984, effective Ape. 1,
1984; pares. (a) & (b), 49 FR 48416, Dec. 12, 1984, effective Feb. 11,
198S; pases. (b) end (c), 54 FR 29552, July 13, 1989, effective Auvg. 20,
1989]

§ 1.198 Reopening after decision.

Cases which have been decided by the Board of Patent
Appeals and Interferences will not be reopened or reconsidered
by the primary examiner except under the provisions of § 1.196
without the writien authority of the Commissioner, and then
only for the consideration of matters not already adjudicated,
sufficient cause being shown.

49 FR 48416, Dec. 12, 1984, effective date Feb. 11, 1985]

MISCELLANEOUS PROVISIONS

§ 1.248 Service of papers; manner of service; proof of
service in cases other than interferences.

(a) Service of papers must be on the attorney or agent of the
party if there be such or on the party if there is no attomey or
agent, and may be made in any of the following ways:

(1) By delivering a copy of the paper to the person served;

(2) By leaving a copy at usual place of business of the
person served with someone in his employment;

(3) When the person sesved bas no usual place of business,
by leaving a copy at the person’sresidence, with some person of
suitable age and discretion who resides there;

(4) Transmissions by first class mail. When service is by
mail the date of mailing will be regarded as the date of service.

(5) Whenever it shall be satisfactorily shown to the Com-
missioner that none of the above modes of obtaining or serving
the paper is practicable, service may be by notice published
the Official Gazette.
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(b) Papers filed in the Patent end Trademark Office which
are required to be served shall contain proof of sesvice. Proof of
sesvice may appear oa or be affixed (o papers filed. Proof of
service shall include the date and manner of service. In the case
of personal service, proof of service shall also include the name
of any person seeved, certified by the person who made service.
Proof of sezvice may be made by: (1) An acknowledgement of
segvice by or on behalf of the person served or (2) a statement
signed by the attorney or agent containing the information
required by this section.

(c) See § 1.646 for service of papers in interferences.

[46 FR 29184, May 29, 1981; 49 FR 48416, Dec. 12, 1984,
effective Feb. 11, 1985]

PROTESTS AND PUBLIC USE PROCEEDINGS

¢ 1.291 Protests by the public against pending applications.

(a) Protests by a member of the public against pending
applications will be referred to the examiner having charge of
the subject matter involved. A protest specifically identifying
the application to which the protest is directed will be entered in
the application file if:

(1) The protest is timely submitted; and

(2) The protest is either served upon the applicant in
accordance with § 1.248, or filed with the Office in duplicate in
the event service is not possible.
Protests raising firaud or other inequitable conduct issues will be
entered in the application file, generally without comment on
those issues. Protests which do not adequately identify a pend-
ing patent application will be disposed of and will not be
considered by the Office.

(b) A protest submitied in accordance with the second
senience of paragraph (a) of this section will be considered by
the Office if it includes (1) a listing of the patents, publications
or other information relied upon; (2) aconcise explanation of the
relevance of each listed item; (3) a copy of each listed patent or
publication or other item of information in written form or at
least the pestinent portions thereof; and (4) an English language
translation of all the necessary and pertinent parts of any non-
English language patent, publication, or other item of informa-
tion in written foem relied upon.

(c) A member of the public filing a protest in an application
under paragraph (a) of this section will not receive any commu-
nications from the Office relating to the protest, other than the
return of a self-addressed postcard which the member of the
public may include with the protest in order to receive an
acknowledgment by the Office that the protest has been re-
ceived. The Office may communicate with the applicant regard-
ing any protest and may require the applicant to respond to
specific questions raised by the protest. In the absence of a
request by the Office, an applicant has no duty to, and need not,
respond o a protest. The limited involvement of the member of
the public filing a protest pursuant to paragraph (a) of this
section ends with the filing of the protest, and no further
submission on behalf of the protestor will be considered unless
such submission raises new issues which could not bave been
earlier presented.
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[47 FR 21752, May 19, 1962, effective July 1, 1982; paras. (e) aad
(c), §7 FR 2021, Jen. 17, 1992, effective Mez. 16, 1952)

§ 1.292 Public use proceedings.

(a) When a petition for the institution of public use proceed-
ings, supported by affidavits or declarations and the fee set forth
in § 1.17(j), is filed by one baving information of the pendency
of an application and is found, on reference to the examiner, (0
make a prima facie showing that the invention claimed in an
application believed to be on file had been in public use or on
sale more than one year before the filing of the application, a
hearing may be had before the Commissioner to determine
whether a public use proceeding should be instituted. If insti-
tuted, the Commissioner may designate an appropriate official
to conduct the public use proceeding, including the setting of
times for taking testimony, which shall be taken as provided by
§§ 1.671 through 1.685. The petitioner will be beard in the
proceedings but after decision therein will not be beard further
in the prosecution of the application for patent.

(b) The petition and accompanying papers should eithez: (1)
Reflect that a copy of the same has been served upon the
applicant or upoa his atiorney or agent of record; or (2) be filed
with the Office in duplicate in the event service is not possible.
The petition and accompanying papers, of a notice that such a
petition has been filed, shall be eatered in the application file.

(c) A petition for institution of public use proceedings shall
not be filed by a party 10 an interference as (0 an application
involved in the interference. Public use and on sale issues in an
interference shall be raised by a preliminary motion under §
1.633(a).

[42 FR 5595, Jan. 28, 1977; pags. (8), 47 FR 41279, Sept. 17, 1982;
pexes. (8) & (c), 49 FR 48416, Dec. 12, 1984, effective Feb. 12, 1985]

§ 1.293 Statulory invention registration.

(a) An applicant for an original patent may request, at any
time during the pendency of applicant’s pending complete
application, that the specification and drawings be published as
a statutory invention registration. Any such request must be
signed by (1) the applicant and any assignee of record or (2)
attorney or agent of recoed in the application.

(b) Any request for publication of a statitory invention
registration must include the following parts:

(1) A waiver of the applicant’s right to receive a patent on
the invention claimed effective upon the date of publication of
the statutory invention registration;

(2) The required fee for filing a request for publication of
a statutory invention registration as provided for in § 1.17(n) or
(o)

(3) A statement that in the opinion of the requester, the
application to which the request is directed meets the require-
ments of 35 U.S.C. 112; and

@) A statement that, in the opinion of the requester, the
application to which the request is directed complies with the
formal requirements of this part for printing as a patent.

(¢) A waiver filed with a request for a statutory invention
registration will be effective, upon publication of the statutory
invention registration, to waive the inventor's right to receive a
patent on the invention claimed in the statutory invention
Rev. 14, Nov. 1992
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registration, in any application for an original patent which is
pending on, or filed after, (he date of publication of the statwiory
invention registration. A waiver filed with a request for &
statutory invention registration will not affect the rights of any
other inventor even if the subject matier of the statutory inven-
tion registration and an application of another inveantor are
commonly owned. A waiver filed with a request for a statutory
invention registration will not affect any rights in apatentto the
inventor which issued prior 0 the date of publication of the
statutory invention registration uniess a reissue gpplication is
filed seeking to enlarge the scope of the claims of the patent. See
also § 1.106(e).

[OMEB Control No. 0651-0018]

(50 FR 9382, Maz. 7, 19885, effective date May 8, 1985}

§ 1294 Examination of request for publication of 2
sintatory invention registration and patent
application to which the reguest s directed.

(2) Any request for a statutory invention registration will be
examined to determine if the requirements of § 1.293 have been
met. The application to which the request is directed will be
examined to determine (1) if the subject matter of the applica-
tion is appropriate for publication, (2) if the requirements for
publication are met, and (3) if the requirements of 35 U.S.C. 112
and § 1.293 of this part are met.

(b) Applicant will be notified of the results of the examina-
tion set forth in paragraph (a) of this section. If the reguirements
of § 1.293 and this section are not met by the request filed, the
notification to applicant will set a period of time within which
to comply with the requirements in order to avoid abandonment
of the application. If the application does not meet the require-
ments of 35 U.S.C. 112, the notification to applicant will include
a rejection under the appropriate provisions of 35 U.S.C. 112,
The periods for response established pursuant o this section are
subject to the extension of time provisions of § 1.136. After
response by the applicant, the application will again be consid-
ered for publication of a statutory invention registration. If the
requirements of § 1.293 and this section are not timely met, the
refusal to publish will be made final. If the requirements of 35
U.S.C. 112 are not met, the rejection pursuant t0 35 U.S.C. 112
will be made final.

(c) If the examination pursuant to this section results in
approval of the request for a statitory invention registration the
applicant will be notified of the intent to publish a statutory
invention registration.

[50 FR 9382, Maz. 7, 19883, effective date May 8, 1985)

§ 1.295 Review of decision finally refusing to publish a
statutory invention registration.

(a) Any requester who is dissatisfied with the final refusal
to publish 2 statutory invention registration for reasons other
than compliance with 35 U.S.C. 112 may obtain review of the
refusal to publish the statutory invention registration by filing a
petition to the Commissioner accompanied by the fee set forth
in § 1.17(h) within one month or such other time as is set in the
decision refusing publication. Any such petition should comply
with the requirements of § 1.181(b). The petition may include a
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request that the petition fee be refunded if the final refusal 0
publish a statutory invention re, foe reasons other than
complisnce with 35 U.S.C. 112 is determined to result from an
error by the Patent snd Trademark Office.

(b) Any requester who is dissatisfied with a decision finally
rejecting claims porsuant 1035 U.S.C. 112 may obtainreview of
the decision by filing an appeal to the Board of Patent Appeals
and Interferences pursuant (o § 1,191, If the decision rejecting
claims pursuant to 35 U.S.C.112 is reversed, the request for a
statutory invention registration will be approved and the regis-
tration published if all of the other provisions of § 1.293 and this
section are met.

[OMB Coatrol No. 0651-0018)

[50 FR 9382, Maz. 7, 1988, effective Mey 8, 1985)

§ 1.296 Withdrawel of request for publication of
statatory invention registration.

A request for a statutory invention registration which bas
been filed, may be withdrawn prioe to the date of the notice of
the intent to publish a statutory invention registration issued
pursuantto § 1.294(c) by filing a request to withdraw the reguest
for publication of a statutory invention registration. The request
to withdraw may also include a request for a refund of any
amount paid in excess of the application filing fee and a
handling fee of $130.00 which will be retained. Any reguest 0
withdraw the reguest for publication of a statutory inveation
registration filed on or after the date of notice of intent to publish
issued pursuant (o § 1.294(c) must be in the form of a petition
pursuant to § 1.183 accompanied by the fee setforthin § 1.17(h).

[OMEB Control No. 0651-0018)

(50 FR 9382, Mez. 7, 1985, effective dste May 8, 1985; revised, $4
FR 6893, Feb. 15, 1989, effective Apr. 17, 1989; 56 FR 65142, Dec. 13,
1991, effective Dec. 16, 1991)

§ 1.297 Publication of statutory invention
registration.

(a) If the request-for a statutory invention registration is
approved the statutory invention registration will be published.
The statutory invention registration will be mailed (o the re-
quester at the comespondence address as provided for in §
1.33(a). A notice of the publication of each statutory inveation
registration will be published in the Official Gazerte.

(b) Each statatory invention registration published will
include a statement relating to the astributes of a stattory
invention registration. The statement will read as follows:

A statutory invention registration is not e patent. It bas the
defensive atiributes of s patent bt does not have the enforce-
able ettributes of & patent. No article or edvertisement or the
like may use the term patent, or any term suggestive of e patent,
when referring (0 & statitory invention registration. For more
specific information on the rights essociated with 8 ststutory
invention registration see 35 U.S.C. 157.

{50 FR 9382, Mez. 7, 1988, effective May 8, 1985; S0 FR 31826,
Aug. 6, 1988, effective Oct. $, 1985)
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§ 1.303

REVIEW OF PATENT AND TRADEMARK OFFICE
DECISIONS BY COURT

§1.361 Appeal to US. Court of Appeals for the Federal
Cireuit.

Any spplicant or any owner of a patent involved in a
reexamination proceeding dissatisfied with the decision of the
Board of Patent Appeals and Interferences, and any party to an
intesference dissatisfied with the decision of the Board of Patent
Appeals and Interferences, may appeal w the U.S. Court of
Appeals for the Federal Circuit. The appeliant must take the
following steps in such an appeal: (a) In the Patent and Trade-
mark Office file a writien notice of appeal directed to the
Commissioner (see §§ 1.302 and 1.304); and (b) in the Court,
file a copy of the notice of appeal and pay the fee for appeal, as
peovided by the rules of the Court.

[47FR 47381, Oct. 26, 1982, effective Oct. 26, 1982; 49 FR 48416,
Dec. 12, 1984, effective Feb. 11, 1985; 50 FR 9383, Mar. 7, 1985,
effective May 8, 1983; 54 FR 29552, July 13, 1989, effective Aug. 20,
1989)

§ 1.302 Notice of appeal.

(2) When an appeal is taken to the U.S. Court of Appeals for
the Federal Circuit, the appellant shall give notice thereof to the
Commissioner within the timne specified in § 1.304.

(b) In interferences, the notice must be served as provided
in § 1.646.

(c) A notice of appeal, if mailed o the Office, shall be
addressed as follows: Box 8, Commissioner of Patents and
Trademarks, Washington, DC 20231.

[24 FR 10332, Dec. 22, 1939; para. (8), 47 FR 47381, Oct. 26, 1982,
effective Oct. 26, 1982; 49 FR 48416, Dec. 12, 1984, effective Feb. 11,
1985; SOFR 9383, Mer. 7, 1988, effective May 8, 1985; para. (c) edded,
53 FR 16414, May &, 1588)

§ 1.303 Civil action under 35 U.S.C. 14§, 146, 306.

(a) Any applicant or any owner of a patent involved in a
reexamination proceeding dissatisfied with the decision of the
Board of Patent Appeals and Interferences, and any party
dissatisfied with the decision of the Board of Patent Appeals and
Interferences may, instead of appealing to the U.S. Coust of
Appeals for the Federal Circuit ( § 1.301), have remedy by civil
action under 35 U.S.C. 145 or 146, as appropriate. Such civil
action must be commenced within the time specifiedin § 1.304.

(b) If an applicant in am ex parte case or an owner of a patent
involved in a reexamination proceeding has taken an appeal to
the U.S. Coust of Appeals for the Federal Circuit, be or she
thereby waives his or ber right to proceed under 35 U.S.C. 145.

(¢) If any adverse party to an appeal taken to the U.S. Count
of Appeals for the Federal Circuit by a defeated party in an
intesference proceeding files notice with the Commissioner
within twenty days after the filing of the defeated pasty’s notice
of appeal to the court  § 1.302), that be or she elects to have all
further proceedings conducted as provided in 351U.S.C. 146, the
notice of election must be served as provided in § 1.646.

(47 FR 47381, 0ct. 26, 1982, effective Oct. 26, 1982; 49FR 48416,
Dec. 12, 1984, effective Feb. 11, 1985; pere. (c), S4FR 29553, July 13,
1989, effective Aug. 20, 19891
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§ 1.304
§ 1.3¢4 Time for appeal or civil action.

(a) The time for filing the notice of appeal (o the U.S. Count
of Appeals for the Federal Circuit (§ 1.302) or for commencing
a civil action (§ 1.303) is two months from the date of the
decision of the Board of Patent Appeals and Interferences. If a
request for reconsideration or modification of the decision is
filed within the time period provided under § 1.197(b) or §
1.658(b), the time for filing @n appeal or commencing a civil
action shall expire two months afier action on the reguest. In
interferences, the time for filing a cross-appeal or cross-action
expires (1) 14 days after service of the notice of appeal or
summons and complaint or (2) two months after the date of
decision of the Board of Patent Appeals and Intesferences,
whichever is later. The time periods set forth in this section are
ot subject to the provisions of §§ 1.136, 1.550(c) or § 1.645(a)
or (b). The Commissioner may extend the time for filing an
appeal or commencing a civil action (3) for good cause shown
if requested in writing before the expiration of the period for
filing an appeal or commencing a civil action, or (4) upon
written request after the expiration of the period for filing an
appeal or commencing a civil action upon a showing that the
failure to act was the result of excusable neglect. The cestificate
of mailing practice of § 1.8 is not available for filing a notice of
appeal or cross-appeal. See § 1.8(a)}(2)ix).

(b) The times specified in this section in days are calendar
days. The time specified berein in moaths are calendar months
except that one day shall be added to any two-month period
which includes February 28. If the last day of the time specified
for appeal or commencing a civil action falls on a Saturday,
Sunday or Federal holiday in the District of Columbia, the time
is extended i the next day which is neither a Saturday, Sunday
nof a Federal boliday.

(c) If a defeated party to an interference has taken an appeal
to the U.S. Court of Appeals for the Federal Circuit and an
adverse pasty has filed notice under 35 U.S.C. 141 electing to
have all further proceedings conducted under 35 U.S.C. 146 (§
1.303(¢)), the time for filing a tivil action thereafter is specified
in350U.5.C. 141. The time for filing a cross-action expires 14
days after service of the summons and complaint. The certificate
of mailing practice of §1.8 is not available for filing a notice of
appeal or cross appeal. See § 1.8(a)(2)(vii).

{41 FR 758, Jen. S, 1976; pasa. (8) & (c), 47 FR 47382, Oct. 26,
1982; pare. (a), 49 FR 556, Jan. 4, 1984, effective Apr. 1, 1984; para.
(8) 49 FR Dec. 12, 1984, effective Feb. 11, 1985, pere. (e), SOFR 9383,
Mes. 7, 1985, effective May 8, 1985; 54 FR 29553, July 13, 1989,
effective Aug. 20, 1989])

ALLOWANCE AND ISSUE OF PATENT

§ 1.311 Notice of Allowance.

(a) If, on examination, it shall appear that the applicant is
entitled to a patent under the law, a notice of allowance will be
sent to applicant at the comrespondence address indicated in §
1.33, calling for the payment of a specified sum constituting the
issue fee (§ 1.18), which shall be paid within 3 months from the
date of the mailing of the notice of allowance.

(b) An authorization o charge the issue fee (§ 1.18) o a
deposit account may be filed in an individual application, either
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befare oc after mailing of the notice of allowance. Where an
anthorization (o charge the issue fee (o a deposit account has
been filed befoce the mailing of the notice of allowance, the
issue fee will be antomatically charged to the deposit account &
the time of mailing the notice of allowance.

{OMB Coutrol No. 0651-0011)

{47 FR 41279, Sept. 17, 1982, effective date Qct. 1, 1982]

§1.312 Amendments afier allowance.

(a) No amendment may be made as a marter of right in an
application after the mailing of the notice of allowance. Any
amendment pursuant 1o this peragraph filed before the payment
of the issue fee may be entered on the recommendation of the
primary examines, approved by the Commissioner, without
withdrawing the case from issue.

(b) Any amendment pursuant to paragraph (a) of this section
filed afier the date the issue fee is paid must be accompanied by
a petition including the fee set forth in § 1.17(i) and a showing
of good and sufficient reasons why the amendment is necessary
and was not earlier presented.

¢ 1.313 Withdrawel from fsgue.

(a) Applications may be withdrawn from issue for further
action at the initiative of the Office or upon petition by the
applicant. Any such petition by the applicant must include a
showing of good and sufficient reasons why withdrawal of the
application is necessary and, if the reason for the withdrawal is
not the fault of the Office, must be accompanied by the fee set
forth in § 1.17(i)X1). If the application is withdrawn from issue,
anew notice of allowance will be sent if the application is again
allowed. Any amendment accompanying a petition to withdraw
an application from issue must comply with the requirements of
§1.312.

(b) When the issue fee bas been paid, the application will not
be withdrawn from issue for any reason except:

(1) A mistake on the part of the Office;

(2) A violation of § 1.56 or illegality in the application;

(3) Unpatentability of one or more claims;

(4) For interference; or

(5) For abandonment to permit considesation of an infor-
mation disclosure siatement under § 1.97 in a continuing appli-
cation.

{47 FR 41280, Sept. 17, 1982, effective Oct. 1, 1982; para. (a), 54
FR 6893, Feb. 15, 1989, 54 FR 9432, March 7, 1989, effective Apr. 17,
1989; pere. (b), 57 FR 2021, Jan. 17, 1992, effective Mes. 16, 1952]

§ 1.31¢ Xssusnce of patent.

If payment of the issue fee is timely made, the patent will
issue in regular course unless

(a) The application is withdrawn from issue ( § 1.313) or

(b) Issuance of the patent is deferred.
Any petiion by the applicant requesting a deferral of the
issuance of a patent must be accompanied by the fee set forth in
§ 1.17(iX1) and must include a showing of good and sufficient
reasons why it is necessary o defer issuance of the patent.

[OMB Control No. 0651-0011})

[47 FR 41280, Sept. 17, 1982, effective dste Oct. 1, 1982; revised,
54 FR 6893, Feb. 15, 1989, effective Ape. 17, 1989]
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§ 1.315 Delivery of patent.

The patent will be delivered or mailed on the day of its date
to the atiorney or ageat of record, if there be one; or if the
attorney or agent s0 request, (0 the patentee or assignee of an
interest therein; of, if there be no attomuey or agent, to the
patentee or to the assignee of the entire interest, if he so request.

§ 1316 Applicaiion abandoned for fallure to pay lssue fee.
(a) If the issue fee is not paid within 3 months from the date
of the notice of allowance, the application will be regarded as
abandoned. Such an abandoned application will not be consid-
ered as pending before the Patent and Trademark Office.

(b) The Commissioner may accept the payment of the issue
fee later than three months afier the mailing of the notice of
allowance as though no abandonment had ever occurved if upon
petition the delay in payment is shown (0 have been unavoid-
able. The petition o accept the delayed payment must be
prompily filed after the applicant is notified of, or otherwise
becomes aware of, the abandonment, 2nd must be accompanied
by (1) the issue fee, unless it has been previously submitied, (2)
the fee for delayed payment (§ 1.17(1)), and (3) a showing that

- the delay was unavoidable. Such showing must be a verified

showing if made by a person not registered (o practice before the
Patent and Trademark Office.

(c) The Commissioner may, upoa petition, accept the pay-
ment of the issue fee later than three months after the mailing of
the notice of allowance as though no abandonment bad ever
occurred if the delay in payment was unintentional. The petition
10 accept the delayed payment must be filed within one year of
the date on which the application became abandoned or be filed
within three months of the date of the first decision on 2 petition
under paragraph (b) of this section which was filed within one
year of the date of abandonment of the application. The petition
10 accept the delayed payment must be accompanied by (1) the
issue fee, unless it has been previously submitted, (2) the fee for
unintentionally delayed payment (§ 1.17(m)), and (3) a state-
ment that the delay was unintentional. Such statement must be
a verified statement if made by a person not registered 0
practice before the Patent and Trademark Office. The Commis-
sioner may require additiona) information where there is a
question whether the sbandonment was unintentional. The
three-month period from the date of the first decision referred to
in this paragraph may be extended under the provisions of §
1.136(a), but no further extensions under § 1.136(b) will be
granted. Petitions (o the Commissioner under § 1.183 to waive
any time periods for requesting revival of an unintentionally
abandoned application will not be considered, but will be
returned to the applicant.

(d) Any petition pursuant to paragraph (b) of this section not
filegd within six months of the date of abandonment must be
accompanied by a terminal disclaimer with fee under § 1.321
dedicating to the public a terminal past of the term of any patent
granted thereon equivalent (o the period of abandonment of the
application.

(47 FR 41280, Sept. 17, 1982, effective date Oct. 1, 1982}

§ 1.318
§ 1.317 Lapeed patents; delayed payment of balance of
fasue foe.

(a) If the issue fee was paid prioe to October 1, 1982, any
remaining balance of the issue fee is 1 be paid within three
months from the date of notice thereof and, if not paid, the patent
will lapse at the termination of the three mouth period.

(b) The Commissioner may sccept the payment of the
remaining balance of the issue fee later than three months after
the mailing of the notice thereof as though no lapse had ever
occurred if upon petition the delay in payment is shown to have
been unavoidable. The petition t accept the delayed payment
must be promptly filed afier the applicant is notified of, or
otherwise becomes aware of, the lapse, and must be accompa-
nied by (1) the remaining balance of the issue fee, unless it has
been previously submitted, (2) the fee for delayed payment ( §
1.17(), and (3) a showing that the delay was unavoidable. Such
showing must be a verified showing if made by a person not
registered (o practice before the Patent and Trademark Office.

(c) The Commissioner may, upon petition, accept the pay-
ment of the remaining balance of the fee lates than three months
afier the mailing of the notice theseof as though no lapse bad
ever occurred if the delay in payment was unintentional. The
petition to accept the delayed payment must be filed within one
year of the date on which the patemnt lapsed or be filed within
three months of the date of the first decision on a petition under
paragraph (b) of this section which was filed within one year of
the date of the lapse of the patent. The petition (o accept the
delayed payment must be accompanied by (1) the remazining
balance of the issue fee, unless it has been previously submitted,
(2) the fee for unintentionally delayed payment ( § 1.17(m)), and
(3) a statement that the delay was unintentional. Such statement
must be a verified statement if made by a person not registered
to practice before the Patent and Trademark Office. The Com-
missioner may require additional information where there is a
question whether the delay in payment was unintentional. The
three-month period from the date of the first decision referred to
this paragraph may be extended under the provisions of §
1.136(a), but no further extensions under § 1.136(b) will be
granted. Petitions to the Commissioner under § 1.183 to waive
any time periods for requesting acceptance of an unintentionally
delayed payment will not be considered, but will be returned to
the applicant.

(@) Any petition pursuant to paragraph (b) of this section not
filed within six months of the date of lapse must be accompanied
by aterminal disclaimer with fee under § 1.321 dedicating to the
public a terminal part of the term of the patent equivalent to the
period of lapse of the pateat.

[47 FR 41280, Sept. 17, 1982, effective date Oct. 1, 1982]

§ 1318 Notification of national publicstion of a patent
based on an internstionel application.

The Office will notify the Intemational Burean when a
patentis issued on an application filed under 35U.S.C. 371, and
there has been no previous international publication.

[43 FR 2046S, May 11, 1978]
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§ 1.321
DISCLAIMER

§ 1.321 Statutory disclaimer

(a) A disclaimerunder 35 U.S.C. 253 must be sccompanied
by the fee set forth in § 1.20(d) and identify the patent and the
claim or claims which are disclaimed, and be signed by the
person making the disclaimer, who shall state therein the extent
of his or ber interest in the patent. A disclaimer which is not 8
disclaimer of a complete claim or claims may be refused
recordation. A mnotice of the disclaimer is published in the
Official Gazette and atached to the printed copies of the
specification. In like manner any patentee or applicant may
disclaim or dedicate to the public the entire term, or any terminal
part of the term, of the patent granted or (0 be granted.

() A terminal disclaimer, when filed in an application to
obviate a double patenting rejection, must be accompenied by
the fee set forth in § 1.20(d) and include a provision that any
patent granted on that application shall be enforceable only for
and during such period that said patentis commonly owned with
the application or patent which formed the basis for the rejec-
tion.

{OMB Control No. 0651-0011)
(47 FR 41281, Sept. 17, 1982, effective Oct. 1, 1982]

CORRECTION OF ERRORS IN PATENT

$1.322 Certificate of correction of Office mistake.

(a) A certificate of correction under 35 U.S.C. 254 may be
issued at the request of the patentee or the patentee’s assignee.
Such certificate will not be issued at the request or suggestion of
anyone not owning an interestin the patent, nor on motion of the
Office, without first notifying the patentee (including any as-
signee of record) and affording the patentee an opportunity to be
beard. When the reguest relates 0 a patent involved in an
interference, the request shall comply with the reguirements of
this section and shall be accompanied by a motion under §
1.635.

(b) If the nature of the mistake on the past of the Office is
such that a certificate of correction is deemed inappropriate in
form; the Commissioner may issue a comrected patent in lien
thereof as a more appropriate forn for certificate of correction,
without expense to the patentee.

(OMB Control No. 0651-0011)

[24 FR 10332, Dec. 22, 1959; 34 FR 5550, Mss. 22, 1969; pars. (8),
49 FR 48416, Dec. 12, 1984, effective Feb. 11, 1985}

§ 1.323 Ceriificate of correction of spplicant’s misteke.

Whenever a mistake of a clerical or typographical nature or
of minor character which was not the fault of the Office, appears
in a patent and a showing is made that such mistake occurred in
good faith, the Commissioner may, upon payment of the fee set
forth in § 1.20(a), issve a certificate, if the correction does not
involve such changes in the patent as would constitute new
matier or would require reexamination. A request for a certifi-
cate of cosrection of a patent involved in an interference shall
comply with the requirements of this section and shall be
accompanied by a motion under § 1.635.
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{34 FR 5550, Mez. 22, 1969 49 FR 48416, Dec. 12, 1984, effoctive
Feb. 11, 1985]

§ 1.324 Corvection of inventorship in patent.

Whenever a patent is issued and it appears that the correct
inventor of inventors were not named through error without
deceptive intention 0n the part of the actual inventor or inven-
tags, the Commissioner may, on petition of all the parties and the
assignees and satisfactory proof of the facts and payment of the
fee set forthin § 1.20(b), or on osder of a court before which such
matter is called in question, issue a certificate naming oaly the
actual inventor or inventors. A request to correctinventorship of
a patent involved in an interference shall comply with the
requirements of this section and shall be accompanied by a
motion under § 1.634.

{OME Control No. 0651-0011] -

[47 FR 41281, Sept. 17, 1962, effective Oct. 1, 1982; 48 FR 2713,
Jan. 20, 1983, effective Pab. 27, 1983; 49 FR 48416, Dec. 12, 1984, 50
FR 23123, May 31, 1985, effective Feb. 11, 1985]

¢ 1.325 Other mistakes not corrected.

Mistakes other than those provided for in §§ 1.322, 1.323,
1.324, and not affording legal grounds for reissue or for reex-
amination, will not be corrected after the date of the patent.
{48 FR 2714, Jan. 20, 1983, effective date Feb. 27, 1983)

ARBITRATION AWARDS

§ 1.331 [Reserved]

(24 FR 10332, Dec. 22, 1959; 43 FR 20465, May 11, 1978, 47FR
41281, Sept. 17, 1982; deleted, 57 FR 29642, July 6, 1992, effective
Sept. 4, 1992)

§ 1.332 [Reserved)
[47 FR 41281, Sept. 17, 1982; deleted, 57 FR 29642, July 6, 1992,
effective Sept. 4, 1992]

§ 1.333 [Reserved]
[Deleted, 57 FR 20642, July 6, 1992, effective Sept. 4, 1992}

§ 1.334 [Reserved]

{47 FR 41281, Sept. 17, 1982, effective Oct. 1, 1982; para. (c), $4
FR 6893, Feb. 15, 1989, effective Apr. 17, 1989; deleted, 57 FR 29642,
July 6, 1992, effective Sept. 4, 1992]

§ 1.33§ Filing of notice of arbitration awards.

(a) Written notice of any award by an arbitraior pursuant ¢
35U.8.C. 294 must be filed in the Patent and Trademark Office
by the patentee, or the paientee’s assignee or licensee, If the
award involves more than one patent a separate notice must be
filed for placement in the file of each patent. The notice must set
forth the patent number, the names of the inventor and patent
owner, and the names and addresses of the pasties o the
arbitration. The notice must also include a copy of the award.

(b) If an award by an arbitrator pursuant to 35 U.S.C. 294 is
modified by a court, the party requesting the modification must
file in the Patent and Trademark Office, a notice of the modifi-
cation for placement in the file of each patent to which the
modification applies. The notice must set forth the patent
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number, the names of the inventor and patent owner, and the
names and addresses of the parties to (he arbitration. The notice
must also include a copy of the court’s order modifying the
awasd,

(c) Any award by an arbitrator pursuant to 35 U.S.C. 294
shall be unenforceable until any notices required by paragraph
(a) or (b) of this section are filed in the and Trademark
Office. If any required notice is not filed by the party designated
in paragraph (a) or (b) of this section, any party to the arbitration
proceeding may file such a notice.

[48 FR 2718, len. 20, 1983, effective Feb. 8, 1983)

AMENDMENT OF RULES
§ 1.351 Amendments to rules will be published.
All anendments to the regulations in this part will be
published in the Official Gazette and in the FEDERAL REGISTER.
§ 1.352 Publication of notice of proposed amendments.

(a) Whenever required by law, and in other cases whenever
praciicable, notice of proposed amendments to the regulations

" in this past will be published in the Official Gazerte and in the

Feperat REGISTER. If not published with the notice, copies of the
text will be furnished to any person requesting the same. All
comments, suggestions, and briefs received within a time speci-
fied in the notice will be considered before adoption of the
proposed amendments which may be modified in the light
thereof.

() Oral hearings may be beld at the discretion of the
Commissioner.

MAINTENANCE FEES

§ 1.362 Time for payment of maintenance fees.

(2) Maintenance fees as set forth in § 1.20(e) through (g) are
required to be paid in all patents based on applications filed on
or after December 12, 1980, except as noted in paragraph (b) of
this section, to maintain a patent in force beyoand 4, 8 and 12
years after the date of gramt.

() Maintenance fees are not required for any plant patents
or any design patents. Maintenance fees are not required for a
reissue patent if the patent being reissued did not require
maintenance fees.

(c) The application filing dates for purposes of payment of
maintenance fees are as follows:

(1) For an application not claiming benefit of an earlier
application, the actual United States filing date of the applica-
tion.

(2) For an application claiming benefit of an earlier foreign
application under 35 U.S.C. 119, the United States filing date of
the application.

(3) For a continuing (coatinuation, division, continuation-
in-part) application claiming the benefit of a prior patent appli-
cation under 35 U.S.C. 120, the actual United States filing date
of the continuing application.

(4) For a reissue application, the United States filing date
of the original non-reissue application on which the patent

R-51

§ 1.363

reissued is based.

(5) For an internatios which has entered the
UMSW:&D&MOMWSSUSC 371, the
inernational filing dete gramted under Asticle 11(1) of the
Patent Cooperation Treaty which is considered to be the United
States filing date under 35 U.S.C. 363.

(d) Maintcnance fees may be paid in patents without
surcharge during the periods extending respectively from:

(1) 3 years through 3 years and 6 months after grant for the
first maintensnce fee,

(2) 7 years through 7 yeass and 6 months afier grant for the
second maintenance fee, and

(3) 11 years through 11 years and 6 moaths after grant for
the third maintenance fee.

(e) Maintenance fees may be paid with the surcharge set
forth in § 1.20(b) during the respective grace periods afier:

(1) 3 years through 3 years and 6 months after grant for the
first maintenance fee.

(2) 7 years through 7 years and 6 months after grant for the
second maintenance fee, and

(3) 11 years through 11 years and 6 months after grant for
the third maintenance fee.

() If the last day for paying a maintenance fee withowt
surcharge set forth in paragraph (d) of this section, or the lastday
for paying a maintenance fee with surcharge set forth in para-
graph (¢) of this section, falls on a Saturday, Sunday, or a federal
boliday within the District of Columbia, the maintenance fee
and any necessary surcharge may be paid under paragraph (6) or
paragraph (€) respectively on the next succeeding day which is
not a Saturday, Sunday, or federal holiday.

(g) Unless the maintenance fee and any applicable sur-
charge is paid within the time periods set forth in paragraphs (d),
() or (£) of this section, the patent will expire as of the end of the
grace period set forth in paragraph (e) of this section. A patent
which expires for the failure to pay the maintenance fee will
expire at the end of the same date (anniversary date) the patent
was granted in the 4th, 8th, or 12th year afier grant.

[49 FR 34724, Aug. 31, 1984, added effective Nov. 1, 1984; pares.
(&) & (e), 56 FR 65142, Dec. 13, 1991, effective Dec. 16, 1991]

(Editor's note: The time periods set forth in pexas. (e)}(1) - (3) are
incorrect. The correct time periods for payment of meintenance fees
with surcharge are: (1) 3 years and 6 mouths and trough the day of the
4th enniversery of the grant for e first maintenance fee, (2) 7 years and
6 months end Uircugh the day of the 8th anniversary of the grent for the
second meintenance fee, and (3) 11 yeers and 6 months and through the
day of the 12th snniversary of the grant for the third maintenance fee.)

§ 1.363 Fee address for maintenance fee purposes.

(a) Allnotices, receipts, refunds, and other communications
relating © payment or refund of maintenance fees will be
directed to the correspondence address used during prosecution
of the application as indicated in § 1.33(a) unless:

(1) A “fee address” for purposes of payment of mainte-
nance fees is set forth when submitting the issue fee, or

(2) A change in the correspondence address for all pur-
poses is filed after payment of the issue fee, or

(3) A“fee address™ or a change in the “fee address” is filed
for pusposes of receiving notices, receipis and other correspon-
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dence relating to the payment of maintenance fees afier the
payment of the issue fee, in which instance, the latest such
address will be used.

(b) Anassignmentof a patent application or patent does not
result in a change of the “correspondence address™ or “fee
address™ for maintenance fee .

[49 FR 34725, Aug. 31, 1984, added effective Nov. 1, 1984]

§ 1.366 Submiscion of malntenance fees.

(a) The patentee may pay maintenance fees and any neces-
sary surcharges, O any person of Organization may pay mainte-
nance fees and any necessary surcharges on behalf of a patentee.
Authorization by the patentee need not be filed in the Patent and
Trademark Office to pay msintenance fees and any necessary
surcharges on behalf of the patentee.

(b) A maintenance fee and any necessary surcharge submit-
ted for a patent must be submitted in the amount due on the date
the maintenance fee and any necessary surcharge are paid and
may be paid in the manner set fosth in § 1.23 or by an authori-
zation to charge a deposit account established pursuantto § 1.25.
Payment of a maintenance fee and any necessary surcharge or
the authorization to charge a deposit account must be submitied
within the periods set forthin § 1.362(d), (e) or (). Any payment
or authorization of maintenance fees and surcharges filed at any
other time will not be accepled and will not serve as & payment
of the maintenance fee except insofar as a delayed payment of
the mainienance fee is accepied by the Commissioner in an
expired patent pursuant to a petition filed under § 1.378. Any
authorization to charge a deposit account must avthorize (he
immediate charging of the maintenance fee and any necessary
surcharge © the deposit account. Payment of less than the
required amount, payment in a manner other than that set forth
im § 1.23, or the filing of an authorization to charge a deposit
accounthaving insufficient funds will not constitute payment of
a maintenance fee or surcharge on a patent. The certificate of
mailing procedures of either § 1.8 or § 1.10 may be wtilized in
paying maintenance fees and any necessary surcharges.

(©) In submiting maintenance fees and any necessary
surcharges, identification of the patents for which maintenance
fees are being paid must include the following:

(1) The patent number, and
(2) The serial number of the United States application for
the patent on which the maintenance fee is being paid.

(d) Payments of maintenance fees and any surcharges
should identify the fee being paid for each patent as to whether
itisthe 3 1/2,7 1/2 0z 11 1/2 year fee, whether small entity status
is being changed or claimed, the amount of the maintenance fee
and any surcharge being paid, any assigned payor numbes, the
patent issue date and the United States application filing date. If
the maintenance fee and any necessary surcharge is being paid
on areissue patent, the payment must identify the reissue patent
by reissue patent number and reissue application serial number
as required by paragraph (c) of this section and should also
include the original patent number, the original patentissue date
and the original United States application filing date.

(e) Maintenance fee payments and surcharge payments
relating thereto must be submitted sepasate from any other
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foe fees or cherges, whether submitted in the manner
set forth in § 1.23 or by an suthorization (o charge a deposit
account. If maintenance fee and suscharge payments for more
than one patent are submitied together, they should be submited
on as few sheets a8 possible with the patent numbers listed in
increasing patent number order. If the payment submitied is
insufficient to cover the maintenance fees and surcharges for all
the listed patents, the payment will be applied in the order the
patents are listed, beginning at the top of the listing.

() Notification of any change in status resulting in loss of
entitlement to small entity status must be filed in a patent prior
to paying, or a4 the time of paying, the earlicst maintenance fee
due afier the date on which status as & small entity is no longer
appropriate. See § 1.28(b).

(g) Maintenance fees and surcharges relating thereto will
rot be refunded except in accordance with §§ 1.26 and 1.28(a).

(49 FR 34728, Aug. 31, 1984, edded effective Nov. 1, 1984]

§ 1377 Review of decision refusing to accept and record
payment of & maintenance fee filed prior to
expiration of patent.

(2) Any patentee who is dissatisfied with the refusal of the
Patent and Trademark Office w accept and record a mainte-
nance fee which was filed prior to the expiration of the patent
may petition the Commissioner to accept and record the main-
tenamce fee.

(b) Any petition under this section must be filed within 2
moaths of the action complained of, or within such other time as
may be set in the action complained of, and must be accompa-
nied by the fee set forth in § 1.17(). The petition may include
arequest that the petition fee be refunded if the refusal to accept
and record the maintenance fee is determined to result from an
error by the Patent and Trademark Office.

(c) Any petition filed under this section must comply with
the requirements of paragraph (b) of § 1.181 and must be signed
by an attorney or agent registered to practice before the Patent
and Trademark Office, or by the patentee, the assignee, or other
party in integest. Such petition must be in the form of a verified
statement if made by a person not registered to practice before
the Patent and Trademark Office.

(49 FR 34723, Aug. 31, 1984, added effective Nov. 1, 1984}

§ 1378 Acceptance of delayed payment of maintenance
fee in expired patent to reinstate patent.

(a) The Commissioner may accept the payment of any
maintenance fee due on a patent afier expiration of the patent if,
upon petition, the delay in payment of the maintenance fee is
shown to the satisfaction of the Commissioner to have been
unavoidable and if the surcharge required by § 1.20(i) is paid as
a condition of accepting payment of the maintenance fee. If the
Commissioner accepis payment of the maintenance fee upon
petition, the patent shall be considered as not baving expired, but
will be subject to the conditions set forth in 35 U.S.C. 41(c)(2).

(b) Any pettion to accept the delayed payment of a
maintenance fee filed under paragraph (a) of this section within
six months of the expiration of the patent must include:

(1) The required maintenance fee setfoethin § 1.20(e) - (g),
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(2) The surcharge set forth in § 1.20(); ead

(3) A showing that the delay was umavoidable since reason-
able care was taken to ensure that the meintenance fee would be
paid timely. The showing must enumerate the steps taken ©
ensure timely payment of the maintenance fee.

(c) Any petition to accept the delayed payment of & main-
tenance fee filed under paragraph (a) of this section more than
six months afier the expiration of the patent must include:

(1) The required maintenance fee set forth in § 1.20(e) - (g),
(2) The surchasge set forth in § 1.20(); and
(3) A showing that the delay was unavoidsble since reason-

. ablecare was taken (0 ensure that the maintenance foe would be

paid timely and the failure to timely pay the msintenance fee
was due entirely to circumstances outside of the coutrol of the
patentee. The showing must enumerate the steps taken t ensure

timely payment of the maintenance fee and the circumstances

which were outside of the control of the patentee and those
acting on behalf of the patentee in paying the maintenance fee.
The showing must be sufficient in scope and content to meet the
heavy burden of proof required 1o show that a delay in payment
oﬂhemmameefeeofmelhmmmﬂnamrexpm
" of the patent was unavoidable.

(0 Any petition undenhxssecuonmnstbeugnedby-
attorney or agent registered 0 practice before the Patent and
Trademark Office, or by the patentee, the assignee, or other
party in interest. Such petition must be in the form of a verified
siatement if made by a person not registered to practice before
the Patent and Trademark Office.

(¢) Recousideration of a decision refusing to accept a
maintenance fee upon petition filed pursuant to paragraph (a) of
this section may be obtained by filing a petition for reconsidera-
tion within two months of, or such other time as set in, e
decision refusing to accept the delayed payment of the mainte-
nance fee. Any such petition for reconsideration must be accom-
penied by the petition fee set forth in § 1.17(b). Afier decision
on the petition for récopsideration, no further reconsideration or
review of the matter will be undertaken by the Commissioner.
If the delayed payment of the maintenance fee is not accepied,
the maintenance fee and the surcharge set forth in § 1.20() will
be refunded following the decision on the petition for reconsid-
eration, or afier the expiration of the tme for filing such a
petition for reconsideration, if none is filed. The fee set forth in
§ 1.17() for filing the petition for reconsideration will not be
refunded unless the refusal to accept and record themaintenance
fee is determined to result from am emor by the Patent and
Trademark Office.

[49 FR 34726, Aug. 31, 1984, added effective Nov. 1, 1984; pesa.
(2), SOFR 9383, Maz.7, 1988, effective May 8, 198S; pares. (b) & (¢),
53 FR 47610, Nov. 28, 1988, effoctive Jan. 1, 1989; pwes. (a)-(c) &
(e), 56 FR 65142, Dec. 13, 1991, effective Dec. 16, 1991]
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§ 1.401 mammmm
CuopmﬁouTMy

(»mmmwmmmwmm
Patent Cooperation Treaty.

®) “International Burcan” memmeWorldImdlecnm
Propesty Organization located in Geneva, Switzerland.

(¢) “Administrative Instructions” mesns that body of in-
mnﬁmfmmmuMmCoopmmety '
referred to in PCT Rule 89, '
: (@WMWMMMemmofme
international spplication described in PCT Rules 3 and 4.

(e)“lnummﬂlpphmm , 86 uged in this subchapter is -

defined in § 1.9(b).
(t)“Pnauydae"falhempowofwmpmngmlmms
underthePatthoopemmTrwymdeﬁnedeCTAn.
2(x|) Note also § 1.46S.
(g) “Demand,” whenamhzed.memmadoumtﬁled

,mmthelntamowmmmﬁnmmngmmmtywbm

requests an international preliminary examination. :
(@) xes” means amendments made to the claims,
desamwﬁedrxwmgsbefmthemommhmm
Examining Authority.
(n)OmateunsmdexpmuonsmmisSubmenotdeﬁn«ed
in this section are to be taken in the sense indicated in PCT
Asticle 2 and 35 U.S.C. 351.
{OMB Coatrol No. 0651-0011]
[43FR20466 Mly 11, 1978; 52 FR 20047, Mayzs 1987)

§ 1.412 mumsmukmwm

(a) The United States Patent and Trademark Office is a
Receiving Office only for applicants who are residents or
nationals of the United States of America.

(b) The Patent and Trademask Office, when acting as a
Receiving Office, will be identified by the full title “United
States Receiving Office” or by the abbreviation “RO/US.”

(c) The major functions of the Receiving Office include:

(l)Acoordmgofmmuomlﬁhngdmawmwm
applications meeting merequnmntsot‘PCTAm 11(1), and
PCT Rule 20;

(Z)Mngmamndwplmmsmeetmem-
dards for format and content of PCT Ast. 14(1), BCT Rule 9, 26,
29.1, 37, 38, 91, end portions of PCT Rules 3 through 11; '

(3)Collecting and, when required, transmitting fees due for
processing international applications (PCT Rule 14, 15, 16);

(4)Tmmﬁtﬁngthemcudmdsearch¢mt'mhehnter-
national Burean and International Searching Authority, respec
tively (PCT Rules 22 and 23); and

(S)Dmmngmpﬁmmmwmwmqmts
of Part § of this chapter.

[OME Control No. 0651-0011]
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§ 1.413 The United States International Searching
Avuthority.

(a) Pursuant to appointment by the Assembly, the United
States Patent and Trademark Office will act s an Intemational
Searching Authority for international applicatious filed in the
United States Receiving Office and in other Receiving Offices
as may be agreed upon by the Commissioner, in accordance
with agreement between the Patent and Trademark Office and
the International Bureau (PCT Art. 16(3)(b)).

() The Patent and Trademark Office, when acting as an
International Searching Authority, will be identified by the full
title “United States Intermational Searching Authogity” orby the
abbreviation “ISA/US."”

(c) The major functions of the International Searching
Authority include:

(1) Approving or establishing the title and abstract;

(2) Considering the magter of unity of invention;

(3)Conducting international and international-type
searches and preparing international and international-type
search reports (PCT Ast. 15, 17 and 18, and PCT Rules 25, 33
to 45 and 47); and

(@) Transmitting the international search repot to the
applicant and the International Bureau.

[OMB Control No. 0651-0011}

§ 1414 The United States Patent and Trademark Office
&5 a Designated Office or Elected Offfice.

(2) The United States Patent and Trademark Office will act
as a Designated Office or Elected Office for international
applications in which the United States of America bas been
designated or elected as a State in which patent protection is
desired.

(b) The United States Patent and Trademark Office, when
acting as a Designated Office or Elected Office during interna-
tional processing will be identified by the full title “United
States Designated Office” or by the abbreviation “DO/US” or
by the full title “United States Elected Office” or by the
abbreviation “EO/US".

(c) The major functions of the United States Designated
Office or Elected Office in respect to international applications
in which the United States of America has been designated or
elected, include:

(1) Receiving various notifications twoughout the interna-
tional stage; and
(2) Accepting for national stage examination international
applications which satisfy the requirements of 35 U.S.C. 371.
[OMB Control No. 06510011}
{52 FR 20047, May 28, 1987, effective July 1, 1987)

§ 1.415 The International Bureau.

(a) The International Bureau is the World Intellectual Prop-
erty Organization located at Geneva, Switzerland. It is the
international intergovernmental organization which acts as the
coordinating body under the Treaty and the Regulations (PCT
Art. 2 (xix) and 35 U.S.C. 351(h)).

(b) The major functions of the Intemational Bureau include:
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(1) Publishing of internationsl applications and the Inter-
national Gazetie;

(2) Tramsmitting copies of international applications ©
i Offices;

(3) Storing and maintaining record copies; and
(4) Transmitting information to anthorities pertinent to the

processing of specific international applications.
[OMB Coatrsl No. 0651-0011])

§ 1416 The United States Internationsl Preliminsry
Exemining Authority.

(a) Pursuant (o gppointment by the Assembly, the United
States Patent and Trademark Office will act a5 an International
Preliminary Examining Authority for international applications
filed in the United States Receiving Office and in other Receiv-
ing Offices as may be agreed upon by the Commissioners, in
accordance with agreesnent between the Patent and Trademark
Office and the Internationsl Burean.

(b) The United States Patent and Trademark Office, when
acting as an International Preliminary Examining Authority,
will be identified by the full title “United States International
Preliminary Examining Authority” or by the abbreviation
“IPEA/US.”

(c)'lhemajorfuncuunsofthelmermonall’mhmmy
Examining Authority include:

(1) Receiving and checking for defects in the Demand;

(2) Collecting the handling fee for the International Bureau
and the preliminary examination fee for the United States
International Preliminary Examining Authority;

(3) Informing applicant of receipt of the Demand;

(4) Coasidering the matter of unity of invention;

(5) Providing an intermnational peeliminary examination
report which is a non-binding opinion on the questions whether
the claimed invention appears %0 be novel, (o involve an inven-
tive step (to be non-obvious), and to be industrially applicable;
and

(6) Transmitting the international preliminary examination
report to applicant and the International Bureau.

{Added 52 FR 20047, May 28, 1987]

WHO MAY FILE AN INTERNATIONAL APPLICATION

§ 1.421 Applicant for international application.

(a) Only residents or nationals of the United States of
America may file international applications in the United States
Receiving Office.

(b) Although the United States Receiving Ofﬁcewnll accept
intemational applications filed by any resident or national of the
United States of America for international processing, an inter-
national application designating the Unites States of America
will be accepied by the Patent and Trademark Office for the
national stage only if filed by the inventor or as provided in §§
1.422, 1.423 or §1.425.

(¢) International applications which do not designate the
United States of Americamay be filed by the assignee oc owner.

(d) The atorney or agent of the applicant may sign the
international application Request and file the international
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application for the applicant if e international application
when filed is sccompanied by a separate power of atiommey ©
that attorney or ageat from the applicant. The separate power of
atorney from the applicent may be submitied after filing if
sufficient cause is shown for not submitting it at e time of
filing. Note that paragraph (b) of this section requires that the
applicant be the inventor if the United States of America is
designated.

(e) Any indication of different applicants for the purpose of
different Designated Offices must be shown on the Reguest
portion of the international application.

(£) Changes i the person, name, of address of the applicant
of an international application shall be made in accordance with
PCT Rule 92bis.

(g) The woeding of PCT Rule 92bis is as follows:

PCT Rule 92bis - Recording of Changes in Certain Indica-
tions in the Reguest or the Demand

92bis Recording of Changes by the International Bureau

(2) The International Bureau shall, on the request of the

applicant or the receiving Office, record changes in the follow-

ing indications appearing in the request or demand:
) (i) person name, residence, nationality or address of the
applicant,

(ii) person, name or address of the agent, the common

representative or the imventor.
(b) The International Bureau shall not record the requested

change if the request for recording is received by it after the

expiration:
(n)ofﬂreumelnmtmfmdtomAmeleZZ(l), where
sAmcle 39(1) is not applicable with respect (o any Contracting
tate;

(if) of the time limit referred (o in Arsticle 39(1)a), where
Arﬁgle39(l)isapplicablewiﬂ:mspect(oatleastone€omract-
ing State.

[OMB Coatrol No. 0651-0011]
[parss (f) & (g), 53 FR 47810, Nov. 28, 1988, effective Jan. 1, 1989]

§ 1.422 When the inventor Is dead.
In case of the death of the inventor, the legal representative
(executor, administrator, etc.) of the deceased inventor may file
. an internagional application which designates the United States
of America,
{OMB Control No. 06510011}

§ 1.423 When the inventor Is in sane or legally
incapacitated.

In case an inventor is insane or otherwise legally incapaci-
tated, the legal representative (guardian, consesvator, etc. ) of
such inventor may file an interational application which des-
ignates the United States of America.

[OMB Control No. 0651-0011}

§ 1.424 Joint inventors.

Joint inventors must jointly file an intemational application
which designates the United States of America; the signatuse of
either of them alone, or less than the entire number will be
insufficient for an invention invented by them jointly, except as
provided in § 1.425.

[OMEB Control No. 0651-0011}
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§ 1425 Filing by other than lnventor.

(a) If a joimt inventor refuses 1 join in an international
application which designates the United States of America or
cammot be found or reached eftee diligent effort, the international
gpplication which designates the United States of Americamay
be filled by the other inventor on behalf of himself or herself and
the omitted inventos. Such an international application which
designates the United States of America must be accompanied
by proof of the pertinent facts and must state the last known
address of the omitied inventor. The Patent and Trademark
Office shall forward notice of the filing of the international
gpplication o the omitted inventor at said addsess.

(b) Whenever an inventor refuses to execute an intemational
application which dezignates the United States of America, or
cannot be found or reached after diligent effort, a person
whom the inventor has assigned or agreed in writing to assign
the invention or who othesrwise shows sufficient proprietary
interest in the matter justifying such action may file the intema-
tional gpplication on behalf of and as agent for the inventor.
Such an international application which designates the United
States of America must be accompanied by proof of the perti-
nent facts and a showing that such action isnecessary topreserve
the rights of the parties or to prevent irreparable damage, and
must state the last known address of the inventor. The assign-
ment, writien agreement to assign or other evidence of proprie-
tary interest, of a verified copy thereof, must be filed in the
Patentand Trademark Office. The Office shall forward notice of
the filing of the application to the inventor at the address stated
in the application.

{OMB Control No. 0651-0011]

THE INTERNATIONAL APPLICATION

§ 1.431 Interuational application reguirements.

(a) An intemational application shall contain, as specified in
the Treaty and the Regulations, a Reguest, a description, one or
more claims, an abstract, and one or more drawings (where
required). (PCT Ast. 3(2) and Section 207 of the Administrative
Instructions.)

(®) An international filing date will be accorded by the
United States Receiving Offiice, at the time of receipt of the
intemational application, peovided that

(1) The applicant is 2 United States resident or national (35
US.C. 361(a), PCT Art. 11(1X0)).
(2) The international application is in the English language
(35 U.S.C. 361(c), PCT Art. 11(1)(i)).
(3) The international application contains at least the fol-
lowing elements (PCT Ast. 11(1)(ii)):
() An indication that it is intended as an international
applicagion (PCT Rule 4.2);
(iii) The designation of at least one Contracting State of the
Intemational Patent Cooperation Usion;
(iii) The name of the gpplicant, as prescribed (note §§
1421-1424),
(iv) A past which on the face of it appears to be a
description; snd
(v) A part which on the face of it appears o be a claim.
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(c) Payment of the basic portion of the international fee
(PCT Rule 15.2) and the gansmittal and search fees (§ 1.445)
may be made in full at the time the international spplication
papers required by paragraph (b) of this section are deposited or
within one month thereafier. Failure to make full payment
within one month of the deposit of the international application
papers required by paragraph (b) of this section will result in the
fees being charged to the International Burean under the provi-
sions of paragraph (d) of this section and PCT Rule 16bis.

(d) The United States Receiving Office will charge to the
International Burean in accordance with PCT Rule 16bis and
will consider as having been timely paid:

(1) The transmittal fee, the basic fee portion of the interna-
tional fee, or the search fee where these fees have not been fully
paid by the applicant within one month of the date of deposit of
the international application, and

(2) The designation fee, of the amount necessary o cover
all the designations made in the request if not paid by the
applicant within one year from the priogity date or within one
month from the date of receipt of the international application if
that month expires afier the expiration of one year from the
priority date.

(¢) The Intemnational Burean will notify applicant of any
amount charged under paragraph (@) of this section and invite
the applicant to pay directly to the International Burean within
one month from the date of the notification, the amount charged,
augmented by a surcharge of 0%, provided the surcharge will
not be less, and will not be more, than the amounts indicated in
the Schedule of Fees appended to the PCT Rules. If the payment
needed to cover the transmittal fees, the basic fee, the search fee,
one designation fee and the surcharge is not timely made to the
International Bureau, the International Burean will notify the
Receiving Office which will declare the international applica-
tion withdrawn under PCT Article 14(3)(a). If the applicant
makes timely payment of the fees referved (0 in the previous
sentence, but the amount paid is not sufficient to cover all
designation fees, the Receiving Office will declare any designa-
tion not paid withdrawn under PCT Rule 14(3)(b) in accordance
with PCT Rule 16bis. 2(c).

[OMB Control No. 0651-0011]

{43 FR 20486, May 11, 1978, peres. (b), (c), (d) & (e), SOFR 9383,
Mar. 7, 1985, effective May 8, 198S; pere. (d) emended 52 FR 20047,
May 28, 1987)

§ 1432 Designation of States and payment of designation
fees,

(a) The names of Designated States shall appear in the
Reguest upon filing and must be indicated as set forth in Section
201 of the Administrative Instructions.

(b) The designation fees may be paid upon filing of the
international application, butmustbe paid before the expisation
of one year from the priority date or within one month from the
date of receipt of the international application if that month
expires after the expiration of one year from the priority date.
Failure to timely pay the designation fee for a particulas Desig-
nated State will result in the withdrawal of that designation .
Failusetotimely pay at least one designation fee will resultin the
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withdrawel of the international

[OMB Coutrol No. 06510011}

[63FR 20486, May 11, 1978; pera.(b) amended 52 FR 20047, May
28, 1987)

§ 1433 Physical reguirements of international

application.

(a) The international application and each of the documents
that may be referred to in the check list of the Request (PCT Rule
3.3(a)(ii)) shall be filed in one copy caly.

(b) All sheets of the international application mustbe on Ad
size paper (21.0 x 29.7 can.).

(c) Other physical requirements for international applica-
tions are set forth in PCT Rule 11 end sections 201-207 of the
Administrative Instructions. -

{OMB Control No. 06510011}

¢ 1434 The request.

(a) The request shall be made on a standardized peinted form
(PCT Rules 3 and 4). Copies of such printed Reguest forms are
available from the Patent and Trademark Office. Letiers re-
questing such forms should be marked “Box PCT.”

(b) The Check List portion of the Request form should
indicate each document accompanying the international appli-
cation oa filing,

(c) All information, for example, addresses, names of States
and dates, shall be indicated in the Request as required by PCT
Rule 4 and Administrative Instructions 110 and 201.

(d) International applications which designate the United
States of America shall include:

(1) The name, address and signature of the inventor, except
as provided by §§ 1.421(d), 1.422, 1.423 and 1.425;

(2) A reference to any copending national application or
international application designating the United States of
America, if the benefit of the filing date for the prior copending
application is to be claimed.

[OMB Control No. 0651-0011]

§ 1435 The description.

(a) Requirements as to the content and form of the descrip-
tion are set forth in PCT Rules §, 9, 10and 11 and Administrative
Instruction 204, and shall be adhered to.

(b) In international applications designating the United
States the description must contain upoa filing an indication of
the best mode contemplated by the inventor for carrying out the
claimed invention.

[OMB Control No. 0651-0011]

§ 1.436 The claims.

The requirements as to the content and format of claims are
set forth in PCT Ast. 6 and PCT Rules 6, 9, 10 and 11 and shall
be adhered to. The number of the claims shall be reasonable,
considering the nature of the invention claimed,
fOMB Control No. 0651-0011)

§ 1.437 The drawings.
() Subject to paragraph (b) of this section, when drawings
are necessary for the understanding of the invention, or are
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mentioned in the description, they must be part of @ interns-
tional application as originally filed in the United States Receiv-
ing Office in order (0 maintain the internationsl filing date
during the national stage (PCT Art. 7).

(b) Drawings missing from the application upon filing will
be accepted if such drawings are received within 30 days of the
date of first receipt of the incomplete papers. If the missing
drawings are received within the 30-day period, the intemna-
tional filing date shall be the date on which such drawings ase
received. If such drawings are not timely received, all references
to drawings in the international application shall be considered
non-existent (PCT Art. 14(2), Administrative Instruction 310).

(c) The physical requirements for drawings are set forth in
PCT Rule 11 and shall be adhered to.

{OMB Control No. 0651-0011)

§ 1.438 The sheiract.

(2) Requirements &s to the content and form of the abstract
are set forth in PCT Rule 8, and shall be adhered (0.

(b) Lack of an sbetract upon filing of an intemational
application will not affect the granting of afiling date. However,

- failure to furnish an abstract within one month from the date of

the notification by the Receiving Office will result in the
intemational application being declared withdrawn.
[OMEB Control No. 0651-0011]}

FEES
§ 1445 Internstional application filing, processing end

search fees.

(a) The following fees and chacges for international appli-
cations are established by the Commissioner under the anthority
of 35 U.S.C. 376:

(1) A wansminal fee (see 35 U.S.C. 361(d) and PCT Rule
14)

(2) A search fee (see 35 U.S.C. 361(d) and PCT Rule 16)
where: ’
(1) No corresponding prior United States national appli-
cation with basic filing fee has been filed ..........oce0neneus $620.00
(ii) A corresponding prior United States national applica-
tion with basic filing fee has been filed ...........oeneeees $410.00
(3) A supplemental search fee when required, per addi-
tional invention ...$170.00
{b) The basic fee end designation fee portion of the intema-
tional fee shall be as prescribed in PCT Rule 1S.
fOMB Control No. 0651-0011)
{43 FR 20466, May 11, 1978; pegs. (8), 47 FR 41282, Sept. 17,
1982, effective Oct. 1, 1982; para{s)(€) - (6), SOFR 9384, Mes. 7, 1985,
effective May 8, 1985; 50 FR 31826, Aug. 6, 1985, effective Oct. §,
1985, page. (a) amended 52 FR 20047, May 28, 1987; paras. (a)(2) &
(3), 54 FR 6893, Feb. 15, 1989, 54 FR 9432, Mazch 7, 1989, effective
Agr. 17,1989; peze. (8), 56 FR 65142, Dec. 13, 1991, effective Dec. 27,
1991; para. (a), 57 FR 38190, Aug. 21, 1992, effective Oct. 1, 1992}

§ 1.446 Refend of international application filing and
procesting fees.
(a) Money paid for international application fees, where
paid by actual mistake or in excess, such as a payment not
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required by law or Treaty sad its Regulations, will be refunded.

(®) [Resesved)

(c) Refimd of the supplemental search fees will be made if
such refund is determined 1o be warranted by the Commissioner
or the Commissiones's designee acting under PCT Rule 40,
2(c).

(d) The intcrnations] and search fees will be refunded if no
internations! filing date is accorded (PCT Rules 15.6and 16.2).

[OMB Control No. 066510011}

{43 FR 20466, May 11, 1978; para. (b), 47 FR 41282, Sept. 17,
1982, effective Oct. 1, 1982; para (b), S0 FR 9384, Mar. 7, 1985,
effective bMay 8, 1985; 50 FR 31826, Aug. 6, 1985, effective Oct. §,
1985)

PRIORITY

§ 1.451 The priority claim and priority document in an
internations! epplication.

(8) The claim for pricrity mustbe made on the Request (PCT
Rule 4.10) in a manner complying with Sections 110 and 201 of
the Administrative Instructions.

(b) Whenever the priority of an earlier United States national
application is claimed in an international application, the appli-
cant may reguest in a leter of transmitial accompanying the
international application upon filing with the United States
Receiving Office, or in a separate letter filed in the Receiving
Office not later than 16 months after the priority date, (hat the
Patent and Trademask Office prepare a certified copy of the
uational application for transmittal to the International Burean
(PCT Art. 8 and PCT Rule 17). The fee for preparing a certified
copy is stated in § 1.19(b)(1).

(©) If a cestified copy of the priority document is not
submitted together with the intemational application oa filing,
oe, if the priority application was filed in the United States and
a request and appropriate payment for preparation of such a
certified copy do not accompany the international application
ou filing or are not filed within 16 months of the priority date,
the certified copy of the priority document must be furnished by
the applicant o the International Bureay or to the United States
Receiving Office within the time limit specified in PCT Rule
17.1(2).

43 FR 20466, May 11, 1978; 47 FR 40140, Sept. 10, 1982,
effective Oct. 1, 1982; para (b), 47 FR 41282, Sept. 17, 1982, effective
Oct. 1, 1982; pares. (b) & (c), SOFR 9384, Mez. 7, 1985, effective May
&, 1985, paza. (b), 54 FR 6893, Feb. 15, 1989, effective Ape. 17, 1989]

REPRESENTATION

§ 1.455 Representation in internstional applications.

(a) Applicants of international applications may be repre-
sented by attorneys or agents licensed to practice before the
Patent and Trademark Office or by a common representative
(PCT Art. 49, Rules 4.8 and 90 and § 10.10).

(b) Appointnent of an agent, atiomey of COMMON represen-
tative (PCT Rule 4.8) must be effected either in the Request
foem, signed by all applicants, or in a separate power of attorney
submitied either ¢ the United States Receiving Office or to the
International Bureau.

(c) Powers of attorney and revocations theseof should be
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submitted to the United States Receiving Offfice until the issu-
ance of the intesnationsl search repost.

(d) The addressee for correspondence will be as indicated in
section 108 of the Administrative Instructions.

[OMB Coatrol No. 0651-0011)

{43 FR 20466, May 11, 1978; SOFR 5171, Feb. 6, 1985, effective
Mar. 8, 1985]

TRANSMITTAL OF RECORD COPY

§ 1461 Procedures for transmittal of record copy to the
Intermational Buresu.

Ya) Transmittal of the record copy of the intemationsl
application to the International Bureau shall be made by the
United States Receiving Office.

(®) [Reserved]

(c) No copy of an international epplication may be transmit-
ted to the International Burean, a foreign Designated Office, or
other foreign authority by the United States Receiving Office or
the applicant, unless the applicable reguirements of Part 5 of this
chapter have been satisfied.

{OME Control No. 0651-0011)

[ 43 FR 20466, Mey 11, 1978; paras. () & (b), 50 FR 9384, Mar.
7, 1988, effective May 8, 1985]

TIMING

§ 1465 Timing of application processing based on the
priority date.

(a) For the purpose of computing tme limits under the
Treaty, the priority date shall be defined as in PCT Ast. 2(xi).

(b) When a claimed priority date is cancelled under PCT
Rule 4.10(d), or considered not to have been made undes PCT
Rule 4.10(b), the priority date for the purposes of computing
time limits will be the date of the earliest valid remaining
priority claim of the international application, or if none, the

(c) When cosrections under PCT Ast. 11(2), Art. 14(2) or
PCT Rule 20.2(a) (i) or (iii) are timely submitted, and the date
of receipt of such corrections falls later then one year from the
claimed priority date or dates, the Receiving Office shall pro-
ceed under PCT Rule 4.10(d).

[OMEB Control No. 0651-0011]

§ 1.468 Delays in meeting time limits.

Delays in meeting time limits dusing international process-
ing of international applications may only be excused as pro-
vided in PCT Rule 82. For delays in meeting tizne limits in a
national application, see § 1.137.

[OMB Control No. 0651-0011}

AMENDMENTS

¢ 1.471 Corvections and emendments during
international processing.

(a) All corrections submitted to the United States Receiving
Office must be in the form of replacement sheets and be
accompanied by a letier that draws atiention (o the differences
between the replaced sheets and the replacement sheets, except
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that the deletion of lines of text, the comection of simple
typographical esrors, and one addition or change of not more
than five words per sheet may be stated in a letier and the United
States Receiving Office will make the deletion oe transfer the
cosrection to the international spplication, provided that such
corrections do not adversely affiect the clarity and direct repro-
ducibility of the application (FCT Rule 26.4).

() Amendments of claims submitted to the Internationsal
Burean shall be as prescribed by PCT Rule 46.

[OMB Control No. 6651-0011]

§ 1472 Changes in person, name, or address of
applicants and Invenlors.

All requests for a change in person, name or address of
applicants and inventor should be sent to the United States
Receiving Office umtil the time of issuance of the international
search report. Thereafier requests for such changes should be
submitied to the International Burean.

[OME Control Ro. 06510011}

{43 FR 20466, Muy 11, 1978; redesignated ot 52 FR 20047, May
28,1987}

UNITY OF INVENTION

§ 1475 Uity of invention before the International
Searching Avthority.

(a) An international application before the International
Searching Authority will be considered w have unity of inven-
tion if the claims are in accordance with PCT Rule 13 (see
paragraph (f) of this section).

(b) An international application containing claims (o differ-
ent categories of invention will be considered to bave unity of
invention if the claims are drawn oaly o ove of the combina-
tions of categories as set forth in PCT Rule 13.2 (see paragraph
() of this section) or to the combination of -

(1) A product and a process for the manufacture of said
product of

(2) A product and a process of use of said product.

If an application contains claims (o more or less than one of the
combinations of categories set forth in PCT Rule 13.2 (see
paragraph (f) of this section) or a combination set forth in
paragraphs (b)(1) or (2) of this section, unity of invention may
not be present. .

(c¢) If an intemnational application contains claims 0 a
category of invention in addition to those categories included in
any one of the combinations specified in paragraph (b) of this
section, lack of unity of invention may be beld between the
categories included in the combination and the claims 0 the
additional category of invention.

(d) Unity of invention will exist where the claims are limited
to one of the combinations of categories set forth in PCT Rule
13.2 (see paragraph (f) of this section) or in a combination set
forth in paragraphs (b)X(1) or (2) of this section. If multiple
products, processes of manufacture or uses age claimed, the first
invention of the category first mentioned in the claims of the
application and the first recited invention of each of the other
categories related thereto will be considered as the inventions to
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be searched. Any such holding by the examiner will be made of
record as a holding of lack of umity of inveatioo.

(e) The inventions recited by the claims of different catego-
ries must be related rather than independent inveations.

() The wording of PCT Rule 13 is as follows:

“PCT Rule 13 - Unity of Invention

13.1 Requirement

The intsrnational epplication shall relate to ops invention
only of to e group of inventions o linked & t form & single
general inventive concept (“requirement of unity of inven-
tion”).
13.2 Claims of Different Categories

Rule 13,1 shall be construed e permitting, in perticuler,
one of the following three posgibilities:

(i) in eddition to sp independent claim for & given
product, the inclusion in the same intemnational ion of
an independent claim for 8 process specially sdepted for the
manufecture of the said product, and the inclusion in the same
international epplicetion of en independent cleim for 8 use of
the eaid product, or

(i) in sddition to en independent claim for & given
process, the inclusion in the same internstional spplication of
an independent clsim for sn spperatus or means specifically
designed for carrying out the said process, or

(iii) in eddition to en independent cleim for 8 givea
product, the incluzion in the same internationel application of
&8 independent claim for & process specially sdapted for the
manufactre of the product, and the inclusion in the came
internations) epplicelion of e independent cleim for an eppe-
setus or meens specifically designed for camrying out the

process.
13.3 Claims of One and the Same Category

Subject to Rule 13.1, it ghall be permitied to include in the
same international spplicetion two or more independent
claims of the same category (i.e., product, process, apperatus,
or use) which cannot resdily be covered by s single generic
claim.
13.4 Dependens Claims

Subject to Rule 13.1, it shall be permitted to include in the
same internationsl spplication sressonable number of depsnd-
ent claims, cleiming specific forms of the invention claimed in
an independent cleim, even where the featies of eny depend-
e cleim could be considered as constituting in themselves an
invention.
13.5 Unilisy Models

Any designeted Stete in which the grant of e utility model
iz sought on the basis of an internations! epplicstion may,
instead of Rules 13.1 to 13.4, epply in respect of (he mutters
regulated in those Rules the provisicns of its national law
concerning utility modsls once the processing of the interne-
tional applicetion hes started in thet State, provided that the
epplicent ehall be ellowed &t loest two montbs from the
expiration of the time limit epplicable under Article 22 to adapt
bis spplication to the requirements of the said provisions of the
national law.
{OMB Control No. 66510011}
[Added 52 FR 20047, Mey 28, 1987, effective July 1, 1987]

§ 1476 Determination of unity of invention before the
International Searching Authority.

(a) Before establishing the international search report, the
International Searching Authority will determine whether the
international application complies with the requirement of unity
of invention as set foeth in PCT Rule 13 (see § 1.475(0) and
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(b) If the Internationel Searching Authority considers that
the international application does not comply with the require-
ment of unity of inveation, it shell inform the spplicant accord-
ingly end invite the payment of additional fees (note § 1.445 and
PCT Ast. 17(3)Xs) aad PCT Rule 40). The applicant will be
given atime period in accordance with PCT Rule 40.3 to pay the
additionsl fees due.

(¢) Inthe case of non-complisnce with unity of invention and
where no additional fees are paid, the intemational search will
be performed on (he invention first mentioned (“main iaven-
tion") in the claims.

(d) Lack of uaity of invention may be directly evident before
considering the claims in relation to eny prior art, or after taking
the prior art into consideration, as where 8 document discovered
during the search shows the invention claimed in a generic or
linking claim lacks novekty or is clearly obvious, leaving two or
moee cleims joined thereby without @ common inventive con-
cept. In such a case the Interaational Searching Authority may

raise the objection of lack of unity of invention.
[43 FR 20466, Mey 11, 1978; redesignated end emended et 52 FR
20047, May 28, 1987]

§ 1,477 Protest to lack of unity of invention before the
International Searching Authority.

(a) If the applicant disagrees with the holding of lack of unity
of invention by the International Searching Authority, addi-
tional fees may be paid under protest, accompanied by a request
for refund and a statement setting forth reasons for disagreement
or why the required additional fees are considered excessive, or
both (PCT Rute 40.2(c)).

(b) Protest under paragraph (a) of this section will be

examined by the Commissioner or the Commissiones's desig-
nee. In the event that the applicant’s protest is determined to be
justified, the additional fees or a portion thereof will be re-
funded.
(c) An applicant who desires that & copy of the peotest and
the decision thereon accompany the international search repost
when forwarded to the Designated Offices, may notify the
International Searching Authority to thateffect any time prior to
the issuance of the international search report. Thereafier, such
notification should be directed to the International Bureau (PCT
Rule 40.2(c)).

[43 FR 20466, Mey 11, 1978; redesignated and emended &t 52 FR
20047, May 28, 1987)

INTERNATIONAL PRELIMINARY EXAMINATION

§ 1480 Demand for international preliminary
examination.

(2) On the filing of & Demand and payment of the fees for
intemnational preliminsry examingtion (§ 1.482), the interna-
tional application shall be the subject of an intermnational pre-
liminasy examinadon, The preliminary examination fee (§
1.482(a)(1)) and the bandling fee (§ 1.482(b)) shall be due at the
time of filing of the Demand.

(b) The Demand shall be made on a standardized printed
form. Copies of the printed Demand forms are available from
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the Patent and Trademark Office. Letiers requesting printed
forms should be marked “Box PCT™,

(¢) If the Demand is made prior to the expiration of the 19th
month from the priority date and the United States of America
is elected, the provisions of § 1.495 shall apply rather than §
1.494.

(d) Withdrawal of a proper Demand prior o the stant of the
international preliminary examination will entitle applicant to 2
refund of the peeliminary examination fee minus the amount of
the transmittal fee set forth in § 1.445(a)(1).

{52 FR 20048, May 28, 1987; para. (d). 53 FR 47610, Nov. 28,
1988, effective Jan. 1, 1983)

§ 1462 International preliminery examination fees.

(2) The following fees and charges for international prelimi-
nary examination are established by the Commissioner under
the authority of 35 U.S.C. 376:

(1) A preliminary examination fee is due on filing the
Demand.

(i) Where an international search fee as set forth in §
1.445(2)(2) bas been paid o the international application to the
United States Patent and Trademark Office as an International
Searching Authority, a peeliminary examination
fee of.... $450.00

(ii) Where the International Searching Authority for the
international application was an authority other than the United
States Patent and Trademark Office, a preliminary examination

fee of $670.00
(2) An additional preliminary examination fee when re-
quired, per additional invention:

(i) Where a supplemental search fee as set forth in §
1.445(a)(3) has been paid on the international application to the
United States Patent and Trademark Office a3 an International
Searching Authority $140.00

(ii) Where the International Seasching Authority for the
internations) application wes en authority other than the United

(b) The handling fee is due on filing the Demsnd. Any
necessary supplement (o the handling fee shall be paid directly
to the International Burean.

(350.8.C. 6,376)

{OMB Centrol No. 06510011}

{S2 FR 20048, May 28, 1987, pess. (a), 54 FR 6893, Feb. 15, 1989,
effective Apr. 17, 1989; pera. (8), S6 FR 65142, Dec. 13,1991, effective
Dee. 27, 1991; paras. (e)(1) & (e)(2)i). 57 FR 38190, Aug. 21, 1992,
effective Oet. 1, 1992]

§ 1484 Conduct of international preliminary
examination.

(@) An international preliminary examination will be con-
ducted to formulate a non-binding opinion as to whether the
claimed invention has novelty, involves inventive step (is non-
obvious) and is industrially applicable.

(b) Nointernational preliminary examination repoet will be
established prioe to issuance of an international search report.

(¢) No international preliminary examination will be con-
ducted on inventions not previously searched by an Intermng-
tional Searching Authority.
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(d) The International Preliminasy Examining Authority will
establish a written opinion if sny defect exists or if the claimed
inveation lacks novelty, inventive step or industrisl applicabil-
ity and will set anon-extcadable tisne limit in the writen opinion
foe the applicant ® respond.

(e) If mo written opinion uader paragraph (d) of this section
is necessary, or after amy writien opinion end the response
thereto or the expiration of the time Emit for response to such
written opinios, an interaationsl preliminary examination re-
poet will be established by the Internationsl Prelimingry Exam-
ining Authority. Oae copy will be submitied to the International
Burean and one copy will be submitied o the applicant.

(f) An applicent will be permitted a personal or telephone
imerview with the examiner, which must be conducted during
the non-extendable time limit for response by the applicanttoa
written opinion. Additional intesviews may be conducted where
the examiner determimes that such edditional interviews may be
kelpful 1o sdvancing the internationsl preliminary examination
procedure. A summgry of any such personal or telephone
interview must be filed by the applicant as a part of the response
to the written opinion or, if applicant files no response, be made
of recoed in the file by the examiner.

[52 FR 20049, May 28, 1987)

§ 1485 Amendments by applicant during
international preliminery examination.

The applicant may make amendments at the time of filing of
the Demand and within the time limit set by the International
Preliminary Examining Authority for response to any writien
opinion. Any such amendments must-

(1) be made by submitting a replacement sheet for every
sheet of the application which differs from the sheet it replaces
unless @ entire sheet is cancelled and

(2) include a description of how the replacement sheet
differs from the replaced sheet.

If an amendment cancels an entire sheet of the international
application, that amendment shall be communicated in a letter.

{Added 52 FR 20049, Mey 28, 1987]

§ 1.487 Unity of Invention before the International
Preliminary Examining Authority.

(a) An international application before the International
Preliminary Examining Authority will be considered to bave
unity of invention if the claims are in accordance with PCT Rule
13 (see § 1.475(D).

(b) An international epplication containing cleims to differ-
eat categories of invention will be coasidered (o bave unity of
invention if the claims are drawn oaly to one of the combina-
tions of categories as set forth in PCT Rule 13.2 (see § 1.475(5)
or to the combination of -

(1) a product and a process for the manufacture of said
product or

(2) a product and a process of use of said product.

If an application containg claims (o more or less than one of the
combinations of categories of invention set forth in PCT Rule
13.2 (see § 1.475(5) or a combination set forth in paragraphs
(bX1) or (2) of this section, unity of invention may not be

R-60



PATENT RULES

present.

(c) If sn international spplication cowtaing claims 0 8
category of invention in addition ¢ those categories included in
any one of the combinations specified in paragraph (b) of this
section, lack of unity of invention may be beld between the
categories included in the combination end the claims to the
additional category of invention.

(d) Unity of invention will exist where the claims are limited
to one of the combinations of categories set forth in PCT Rule
13.2 (zee § 1.475(f)) or a combination set forth in peragraphs
(bX1) or (2) of this section. If multiple products, processes of
manufacture or uses are claimed, the first invention of the
category first mentioned in the claims of the epplication and the
first recited invention of each of the other categories related
thereto will be considered as the inventions tobe examined. Any
suchholding by theexaminer will be made of record as aholding
of lack of unity of invention.

(e) The inventions recited by tbe claims of diffesent catego-
ries must be related rather than independent inventions.

[Added 52 FR 20049, May 28, 1987, effective July 1, 1987)

§ 1488 Determination of unity of invention before the
International Preliminary Examining Authority.

(a) Before establishing any writien opinion or the interna-
tional preliminary examination report, the Intemational Pre-
liminary Exemining Authority will determine whether the intes-
national application complies with the requirement of umity of
invention as set forth in § 1.487.

(b) If the International Preliminary Examining Authority
considers that the international application does not comply
with the requirement of unity of invention, it may:

(1) Issue a written opinion and/or @ international peelimi-
nary examination repoet, in respect of the entire international
application and indicate that unity of invention is lacking and
specify the reasons therefor without extending an invitation w
restrict or pay additional fees. No international preliminasy
examination will be conducted on inventions not previously
searched by an International Searching Autharity.

(2) Invite the applicant to restrict the claims or pay addi-
- tional fees, pointing out the categories of the inveation found,
within a set time limit which will not be extended. No inteme-
tional preliminary examination will be conducted on inventions
not previously seasched by an Intemational Preliminery Exam-
ining Authority, or

(3) If applicant fails to restrict the claims or pay additional
fees within the time limit set for response, the International
Preliminary Examining Authority will issue 8 writien opinion
and/or establish an international peeliminary examination re-
port on the main invention and shall indicate the relevant facts
in the said report. In case of any doubt as o which invention is
the main invention, the invention first mentioned in the claims
and previously searched by an International Searching Author-
ity shall be considered the main invention.

(¢) Lack of unity of invention may be directly evident before
considering the claims in relation (0 any prior ast, or afies taking
the prior art into consideration, as where a document discovered
dusing the search shows the invention claimed in 8 generic or
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linking cleim lacks novelty or is cleasly obvious, leaving two oe

more claims joined thereby without & common inveative con-

cept. In such & case the International Preliminary Examining

Authority may raise the objection of lack of unity of invention.
{52 FR 20049, May 28, 1987}

§ 1489 Protest to lnck of enity of invention before the
International Preliminary Examining Awthority.

() If the applicant disagrees with the bolding of lack of
unity of invention by the International Preliminery Examining
Authority, additional fees may be paid under protest, accompa-
nied by a reguest for refund and a statement setting forth reasons
for disagreement or why the reguired additional fees are exces-
give, or both,

(b) Protest under paragraph (a) of this section will be

examined by the Commissioner or the Commissioner's desig-
nee. In the event that the applicant’s protest is determined (o be
justified, the additonal fees or a portion thereof will be re-
funded.
(c) An applicant who desires that a copy of the protest and
the decision thereon accompeny the international preliminary
examination report when forwasded to the Elected Offices, may
notify the International Preliminary Examining Authosity to
that effect any time prior (o the issuance of the international
peeliminary examinstion report. Thereafier, such notification
should be directed to the Internationsl Bureau.

[Added 52 FR 20080, May 28, 1987, effective Suly 1, 1987]

NATIONAL STAGE

§ 1491 Entry into the national stage.

An international epplication enters the national stage when
the applicant has filed the documents and fees required by 35
U.S.C. 371(c) within the periods set in § 1.494 or § 1.495.

(Added 52 FR 20050, May 26, 1987)

§ 1492 National stage foes.

The following fees and charges for international applica-
tions emtering the national stage under 35 U.S.C. 371 are
established by the Commissioner under 35 U.S.C. 376

(a) The basic national fee:

(1) Where an international preliminary examination fee
as et forth in § 1.482 has been paid on the international
application to the United States Patent and Trademark Office:

By a small entity (§ 1.9(0) .coecrvrenvscrsecanes $320.00
By other than @ small entity ......ccnrcrnenn $640.00

(2) Where no international examination fee
as set forth in § 1.482 has been paid to the United States Patent
and Trademark Office, but an internationa] search fee as set
forth in § 1.445(a)(2) has been paid on the intemational appli-
cation to the United States Patent and Trademark Office as an

Intenational Searching Authority:
By a small entity (6 1.9(D) ....coceocerunsrnne $355.00
By other than 8 small €ty .....vvereersens $710.00
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(3) Where no international preliminary examination fee
as set forth in § 1.482 has been paid and no intemational search
fee as set forth in § 1.445(a)(2) has been paid on the intemational
application to the United States Patent and Trademask Office:

By a small entity (§ 1.9(f)) .....coveerercniianens $475.00
By other than g small €ntity ....c.ommmeemen $950.00

(4) Whese the international preliminary examination fee as
setforth in § 1.482 has been paid to the United States Patent and
Trademark Office and the intemational examing-
tion repoet states that the criteria of novelty, inventive step (Ro-
obviousness), and industrial applicability, as defined in PCT
Asticle 33(1) © (4) have been satisfied for all the claims
presented in the application entering the national stage (see
§ 1.496(b)):

By a small entity (§ 1.9(0) covvvvceveansesssonse $45.00

By other than g emall €ntity ....eeeirisrorcirens $90.00

(5) Where a search report on the international application

has been prepared by the European Patent Office or the

Japaneses Patent Office:
By a small entity (§ 1.9(5)......cccecenrrenneee $415.00
By other than 8 emall €ntity.....covnnerersens $830.00

(b) In addition to the basic national fee, for filing or later
presentation of each independent claim in excess of 3:

By a small entity (§ 1.9() ....occocnvnrnernennes $37.00
By other than & small €atity .......cvvervrvnanes $74.00

(¢) In addition to the basic national fee, for filing or later
presentation of each claim (whether independent or dependent)
in excess of 20 (Note that § 1.75(c) indicates how multiple
dependent claims are considered for fee calculation purposes.):

By & small entity (§ 1.9(D) ....oooovsstunessssesses $11.00
By other than 8 small €ntity .....ouemcernernnn $22.00

(d) In addition to the basic national fee, if the application
contains, o¢ is amended to contain, a multiple dependent

claim(s), per application:

By asmall entity (§ 1.95) .....o.unone S $115.00
By other than 8 small €atity ........oceerereree $230.00

(If the additional fees required by paragraphs (v), (c), and
(d) are ot paid on presentation of the claims for which the

addidonal fees are due, they must be paid or the claims cancelled
by amendment, prior to the expiration of the time period set for
response by the Office in any notice of fee deficiency.)

(e) Surchasge for filing the basic national fee or oath os
declaration later than 20 mouths from the priority date pursuant
to § 1.494(c) or later than 30 months from the priocity date
pursuant to § 1.495(c):

Rev. 14, Kov. 1992
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By a small entity (§ 1.9(0) ...cecocvinreicecnsanes $65.00
By other than & small €ntity .......ccnireene $130.00

(f) For filing an English translstion of an international
lager then 20 monthe sfter the priocity date (§

1.494(c)) or filing an English transiation of the intermational
application or of any mmnexes 0 the internationsl preliminary
examination report later than 30 months after the priority date (§
1.495(c) end (¢)) $130.00

(38 U.S.C. 6,376)

{2 FR 20050, Misy 28, 1987, effective July 1, 1987; paras. (a)(1)
- (3). (b). (d)' (')o $4 FR 6893, Reb. 18, 1989, effective AF- 17, 1989,
parn. (e)($) sdded, 56 FRR 65142, Dee. 13, 1991, effective Dae. 16,
1991; revised, 56 FR 65142, Dec. 13, 1991, effective Dec. 16, 1951;
pazas. (e)(1)-(a)(3), (&)}(3) & (b)-(d), 37 FR 38190, Auvg. 21, 1952,
effective Oet. 1, 1992) .

{ 1.494 Eatering the national stage in the United States
of America as & Designated Office.

(a) Where no Demand has been filed with an appropriate
International Preliminery Examining Authority by the expira-
tion of 19 months from the priority date (see § 1.495), the
applicant must fulfill the requirements of PCT Asticle 22 and 35
U.S.C. 371 within the time periods set forth in paragraphs (b)
and (c) of this section in order (o prevent the abandoament of the
international application as to the Unites States of America.
International applications for which those requirements are
timely fulfilled will enter the national stage and oblain @
examination as to the patentability of the invention in the United
States of America.

(b) The applicant shall furnish to the United States Patent
and Trademark Office not later than the expiration of 20 months
from the priority date -

(1) acopy of the international application, unless ithasbeen
previously communicated by the Intemational Burean or unless
it was originally filed in the United States Patent end Trademark
Office;

(2) a translation of the international application into the
English language, if it was originally filed in another language;

(3) the basic national fee (see § 1.492(a)); and

(4) an oath or declaration of the inventor (see § 1.497),

(¢) The applicant may furnish any required English transla-
tion of the internationsl application, the basic national fee and
the cath or declaration of the inventor after 20 months but not
lates than the expiration of 22 moanths from the priority date. The
payment of the processing fee set forth in § 1.492(f) is required
for acceptance of an English translation later than the expiration
of 20 months afier the peiority date. The payment of the
surcharge set forth in § 1.492(e) is required for acceptance of the
basic national fee of the cath or declaration of the inventor lates
than the expiration of 20 moaths after the peiority date.

(d) A copy of any amendments (o the claims made under
PCT Asticle 19, and & transiation of those amendments into
English, if they were made in snother langusge, must be
furnished not later than the expiration of 20 months from the
peiority date, Amendments undes PCT Article 19 which age not
seceived by the expiration of 20 months from the peiosity date
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will be considered 10 be cancelled.

(e) Verification of the translation of the international
application or any other document pertaining (o an international
application may be required where it is considesed necessary, if
the international application or other document was filed in a
language other than English,

(f) The documents and fees submitted under paragraphs (b)
and (c) of this section must be clearly identified as a submission
to enter the national stage under 35 U.S.C. 371, otherwise the
submission will be comsidered as being made under 35
US.C.111.

. (g) The time limits set out in paragraphs (b), (c) and (d) of
this section may not be extended pursuant 0 § 1.136 or other-
wise,

(b) An international application becomes abandoned as to
the United States 20 months from the priority date if a copy of
the international application is not communicated to the Patent
and Trademark Office prior to 20 moaths from the priority date
where the United States has been designsted but not elected
peior (o 19 months from the priority date. If a copy of the
international application is communicated within 20 months to
" the Patent and Trademark Office, an international application
will become abandoned as to the United States 22 months from
the priority date if the required English translation(s), fees and
oath or declaration under 35 U.S.C. 371(c) are not filed within
22 months from the priority date.

[Added 52 FR 20030, May 28, 1987]

§ 1,495 Entering the national stage in the United States
of America as an Elected Office

(a) Wheze & Demand bas been filed with en appropeiate
Internations! Preliminary Examining Authority and not with-
drawn by the expiration of 19 months from the priority date, the
applicant must fulfill the requirements of 35 U.S.C. 371 within
the time periods set fosth in paragraphs (b) and () of this section
in order to preveat the abandonment of the international appli-
cation as (o the Unites States of America, International applica-
tions for which those requirements ase timely fulfilled will enter
the national stage and obtain an examination as o the patenta-

- bility of the invention in the Unites State of America.

(b) The applicant shall furnish to the United States Patent
and Trademark Office not later than the expiration of 30 months
from the priority date-

(1) acopy of the intemational application, unless ithas been
previously communicated by the International Burean or unless
it was originally filed in the United States Patent and Trademark
Office;

(2) a translation of the international application into the
English language, if it was originally file in another language;
(3) the basic national fee (see § 1.492(a)); and
(4) an oath or declaration of the inventor (see § 1.497).
(c) The applicant may furnish any required English transla-
tion of the internstional application, the basic national fee and
the oath or declaration of the inventor after 30 months but not
later than the expiration of 32 months from the priority date. The
payment of the processing fee set forth in § 1.492(f) is required
for acceptance of an English transiation later than the expiration
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of 30 months afier the priority date. The payment of the
surchasge setforth in § 1.492(e) is required for acoepiance of the
basic national fee or the cath or declaration of the inventor later
than the expiration of 30 mounths afer the peiority date.

(@) A copy of eny amendments (o the claims made under
PCT Asticle 19, and a translation of those amendments into
English, if they were made in another language, must be
furnished not later then the expiration of 30 months from the
priogity date. Amendments under PCT Article 19 which are not
received by the expiration of 30 moaths from the priority date
will be considered o be cancelled.

(¢) A translation into English of any annexes to the interna-
tional prelimingry examinstion report, if the snnexes were made
in another language, must be fumished not later than the
expiration of 30 months from the priority date. Translations of
the anneses which are not received by the expiration of 30
months from the priosity date may be submitted within 32
months from the priority date accompanied by the processing
fee set fosth in § 1.492(f). Translations of the annexes which are
not tUmely received will be considered o be cancelled.

(f) Vesification of the translation of the intemational appli-
cation or any other document pertaining (0 an intermationsl
application may be required wheze it is considered necessary, if
the intemational application or other document was filed in g
lznguage other than English,

() The documents submitted under paragraphs (b) and (c)
of (his section must be clearly identified as a submission to enter
the national stage under 35 U.S.C. 371, otherwise the submis-
gion will be considered as being made under 35 U.S.C.111.

(b) The time limits set out in pasagraphs (b), (¢), (d) and (¢)
of this section may not be exiended pursuant o § 1.136 or
otherwise,

(1) An international application becomes abandoned as to
the United States 30 months from the priosity date if a copy of
the international application is not communicated o the Patent
and Trademark Office prior to 30 moaths from the priority date
and a Demand for International Preliminary Examination which
elected the United States of America has been filed prior to the
expiration of 19 months from the priority date. If a copy of the
international application is communicated within 30 moaths to
the Patent and Trademark Office, en international application
will become abandoned as to the United States 32 months from
the priosity date if the required English wranslation(s), fees and
oath or declaration under 35 U.S.C. 371(c) are not filed within
32 months from the priority date.

[Added 52 FR 20081, Maey 28, 1987, effective July 1, 1987)

§ 1496 Examination of international applications in the
national stage.

() International applications which have complied with the
requirements of 35 U.S.C. 371(c) will be taken up for action
based on the date on which such reguirements wese meg,
However, unless an express request for early processing has
been filed under 35 U.S.C. 371(f), no action may be taken prios
to oze month after entry into the national stage.(b) A nationa)
stage application filed under 35 U.S.C. 371 may have paid
therein the basic national fee as set forth in § 1.492(a)(4) if it
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contains, or is amended to contain, &t the time of entry into the
national stage, only claims which have been indicated in an
international preliminary examination report peepared by the
United States Patent and Trademark Office as satisfying the
criteria of PCT Article 33(1)-(4) as © novelty, inventive step
and industrial applicability. Such national stage applications in
which the basic national fee as setforth in § 1.492(a){4) hasbeen
paid may be amended subsequent to the date of entry into the
national stage only to the extent necessary t© eliminate objec-
tions as to form or to cancel rejected claims. Such national stage
applications in which the basic national fee as set forth in §
1.492(aX4) has been paid will be taken up out of order.
[Added 52 FR 20051, May 28, 1987, effective July 1, 1987)

§ 1.497 Oath or declaration under 35 U.S.C. 371(c)(4).

(a) When an applicant of an international ion, if the
inventor, desires (o enter the national stage under 35U.8.C. 371
pursuant to § 1.494 or § 1.495, be or she must file an oath or
declaration in accordance with § 1.63.

(b) If the international application was made as provided in
§ 1422, 1.423 or 1.425, the spplicant shall state his or her
relationship to the inventor and, upon informnation and belief,
the facts which the inventor is required by § 1.63 to state.

{Added 52 FR 20052, May 28, 1987, effective July 1, 1987}

§ 1.499 Unlty of invention during the national stage.

(a) An international application which has eatered the na-
tional stage by meeting the requirements of 35 U.S.C. 371 will
be considered to have unity of invention if the claims are in
accordance with PCT Rule 13 (see § 1.475(D).

(b) An application in the national stage containing claims to
different categories of invention will be comsidered w have
unity of invention if the claims are drawn only to one of the
combinations of categories as set forth in PCT Rule 13.2 (see §
1.475(6)) or to the combination of -

(1) a product and a process for the manufacture of said
product or

(2) a product and a process of use of said product.
If an application contains claims to more or less than one of the
combinations of categories of invention set forth in PCT Rule
13.2 (see § 1.475(f)) or a combination set forth in paragraphs
(bX(1) and (2) of this section, unity of invention may not be
present,

(¢) If an application in the national stage contains claims to
a category of invention in additon to those categories included
in any one of the combinations specified in paragraph (b) of this
section, lack of unity of invention may be beld beiween the
categories included in the combination and the claims to the
additional category of invention.

(d) Unity of invention will exist in an application in the
national stage where the claims are limited to one of the
combinations of categosies set forth in PCT Rule 13.2 (see §
1.475(f)) or a combination set forth in paragraphs (b)(1) or (2)
of this section. If multiple products, processes of manufacture o
uses are claimed, the first invention of the category first men-
tioned in the claims of the application and the first recited
invention of each of the other categories selated thereto will be
Rev. 14, Nov, 1992
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cousidered as the elected invention to be examined. Aoy such
holding of an election by the examiner will be made in the form
of a restriction requirement which confirms the election made
by the presentation of claims. Such & restriction requirement
would be made on the basis of whether the inventions are
independent end distinct, Applicant bas the right © traverse
such a restriction requirement in the response o the Office
action in which the election is indicated.

(e) The inventions recited by the claims of different catego-
ries must be related rather than independent inventions.

(f) If the examiner finds that e national stage application
lacks umity of invention, the examiner may in an Office action
require the applicant in the response to that Office action toelect
the invention to which the claims shall be restricted, this official
action being called a requirement for restriction. Such require-
ment may be made before any action o the merits but may be
made at any time before the final action at the discretion of the
examiner. Review of any such requirement is provided under §§
1.143 and 1.144,

[Added 52 FR 20052, May 28, 1987, effective July 1, 1987)

Subpart D - Reexamination of Patents

CITATION OF PRIOR ART

§ 1.501 Citation of prior art in patent files.

(a) At any tdme during the period of enforceability of a
patent, any person may cite to the Patent and Trademark Office
in writing prior art consisting of patents or printed publications
which that person states to be pertinent and epplicable (o the
patent and believes o bave a bearing on the patentability of any
claim of a particular patent. If the citation is made by the patent
ownez, the explanation of pertinency and applicability may
include an explanation of how the claims differ from the prioe
at. Citations by the patent owner under § 1.555 and by a
reexamination requester under either § 1.510 o2 § 1.535 will be
catered in the patent file during a reexamination proceeding.
The entry in the patent file of citations submitted after the date
of an order (o reexamine pursuant to § 1.525 by persons other
than the patent owner, or a reexamination requester under either
§ 1.510 or § 1.535, will be delayed until the reexamination
proceedings have been terminated.

(b) If the person making the citation wishes his or her
identity to be excluded from the patent file and kept confiden-
tial, the citation papers must be submitted without any identifi-
cation of the person making the submission.

(c) Cleations of patent oe printed publications by the public
in patent files should either: (1) Reflect that a copy of the same
bas been mailed to the patent owner &t the address as provided
forin § 1.33(c); or in the event service is not possible (2) be filed
with the Office in duplicate.

(46 FR 29188, May 29, 1981, effective Suly 1, 1981}

REQUEST FOR REEXAMINATION

§ 1.510 Request for reexamination.
(a) Any person may, &t any Ume during the pesiod of
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enforceability of a patent, file arequest for reexaminstion by the
Patent and Trademark Office of any claim of the paient oa the
basis of prior art patents or printed publications clted under §
1.501. The request mast be accompanied by the (ee for request-
ing reexamination set in § 1.20(c).

(b) Any request for reexamination must include the follow-
ing parts:

(1) A statement pointing out each substantial new question

of patentability based on prior patents and printed publications.

(2) An identification of every claim for which reexaming-

tion is requested, and a detailed explanation of the pertinency

. and manner of applying the cited prior ant to every claim for
which reexamination is requested. If apperopriate the party
requesting reexamination may also point out bow claims distin-
guish over cited prior art.

(3) A copy of every pateat or printed publication relied
upoa or refeered o in paragraph (bX1) aad (2) of this section
accompanied by en English language translation of all the
necessery and pertinent parts of any non-English language
patent or printed publication,

(4) The entire specification (Including claims) and draw-

" ings of the patent for which reexamination is requested must be
furnished in the form of cut-up copies of the original patent with
oaly a single column of the printed patent securely mounted or
reproduced in permanent form on obe side of a separate paper.
A copy of any disclaimer, certificate of correction, or reexami-
nation cenificate issued in the patent must also be included.

(5) A certification thet a copy of the request filed by a
person other than the patent owner has been served in its entivety
on the patent owner at the address as provided for in § 1.33(¢).
The name and address of the party served must be indicated. If
service was oot possible, a duplicate copy must be supplied to
the Office.

(c) If the request does not include the fee for requesting
reexamination or gl of the parts required by paragraph (b) of this
section, the person identified as requesting reexamination will
be so notified and given an opporwmnity to complete the request
within a specified time, If the fee for requesting reexamination
bas been paid but the defect in the request is not corrected within
‘the specified time, the determination whether or not to institute
reexamination will be made on therequest as itthen exists, If the
fee for requesting reexamination has not been pald, no determi-
nation will be made and the request will be placed in the patent
file as 2 citation if it complies with the requirements of §
1.501(a).

(d) The filing of the request is: (1) The date on which the
request including the entire fee for requesting reexamination is
received in the Patent and Trademark Office; or (2) the date on
which the last portion of the fee for requesting reexamination is
received.

(e) A request filed by the patent ownes, may include a
proposed amendment in accordance with § 1.121(f).

(©) If a request is filed by en attomey or agent identifying
anotber party on whose behalf the request is being filed, the
attormey or agent must bave a power of attorney from that party

or be acting in 8 representative capacity pursuant to § 1.34(a).
OMB Coatrol N. 0651-0011)

R-65

§ 1.528

{46 FR 29183, May 29, 1981, effective July 1, 1981; pars. (s), 47
FR 41252, Sept. 17, 1982, effective Oct. 1, 1982}

§ 1.515 Detsrmination of the request for
reexnamination.

(a) Within theee months following the filing date of arequest
for reexamination, an examiner will consider the request and
determine whether or not a substantial new question of patenta-
bility affecting any cleim of the patent is raised by the request
and the prior art cited therein, with or without consideration of
other patents or peinted publications. The examiner’s determi-
nation will be based on the claims in effect &t the time of the
determination end will become a past of the official file of the
patent and will be given or mailed o the patent owner ot the
address s provided forin § 1.33(c) and to the person requesting
reexamination.

(b) Where no substantial new question of patentability bas
been found, & refund of @ portion of the fee for requesting
reexamination will be made to the requester in accordance with
§ 1.26(c).

(c) The requester may seek review by a petition to the
Commissioner under § 1.181 within one month of the mailing
date of the examiner's determination refusing reexamination.
Any such petition must comply with § 1.181(b). If no petition is
timely filed or if the decision oo petition affirms that no
substantial new question of patentability has been raised, the
determination shall be final and nonappealable.

46 FR 20183, May 29, 1961, effective July 1, 1981]

§ 1.520 Reexzemination st the inltiative of the
Commissioner.

The Commissioner, at any tme during the period of en-
forceability of a patent, may determine whether ornota substan-
tial new question of patentability is raised by patents o printed
publications which have been discovered by the Commissiones
ot which have been brought o the Commissioner’s atteation
even though no request for reexamination has been filed in
accordance with § 1.510. The Commissioner may initiate reex-
amination without a request for reexamination pursuant to §
1.510. Nommally requests from outside the Patent and Trade-
mark Office that the Commissioner undertake reexamination o
kis own inldative will not be considered. Any determination to
initiate reexamination under this section will become a part of
the official file of the patent and will be given or mailed o the
patent owner ot the address as provided for in § 1.33(c).

[46 FR 29186, May 29, 1981, effective July 1, 1981)

REEXAMINATION

§ 1.528 Order to reexamine.

(a) If a substantia) new question of patentability is found
pursuantto § 1.515 or § 1.520, the determination will include en
order for reexamination of the patent for resolution of the
question. If the order for reexamination resulted from a petition
pussuant to § 1.515(c), the reexamination will ordinarily be
conducted by an examiner other than the examiner responsible
for the initial determination under § 1.515(a).
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(b) If the ordes for reexamination of the patest mailed to the
patent owner ot the address as provided for in § 1.33(c) is
returned o the Office undelivered, the notice published in the
Official Gazette under § 1.11(c) will be considered to be
constructive notice and reexamination will proceed.

[46 FR 29186, May 29, 1981, effective July 1, 1981]

§ 1.530 Statement and amendment by patent owner.

(2) Exceptas provided in § 1.510(e), no statement or other
response by the patent owner shall be filed prior to the determi-
nations made in accordance with §§ 1.515 or 1.520. If &
premature statement or other response is filed by the patent
owner it will not be acknowledged or considered in making the
determination.

(b) The order for reexamination will se¢ a period of not less
than two moaths from the date of the order within which the
patent owner may file o siatement on the new question of
patentability including any proposed amendments the patent
owner wishes to make,

{©) Auny statement filed by the patent owner shall clearly
point out \wwhy the subject matter as claimed is not antcipated or
rendered ovvious by the prioe art patents or printed publications,
either alone or in any reasonable combinations. Any statement
filed must be served upon the reexamination requester in accor-
gance with § 1,248,

(6) Any proposed amendment to the description and claims
must e made in accordance with § 1.121(f). No amendment
msy enlarge the scope of the claims of the patent or introduce
new matier, No amended or new claims may be proposed for
entry in an expired patent, Moreover, no amended or new claims
will be incorporated into the patent by cestificate issued after the
expiration of the pateat,

(e) Although the Office actions will treat proposed amend-
ments as though they have been entered, the proposed amend-
ments will not be effective until the reexamination certificate is
issued. .

{46 FR 29186, Mey 29, 1981, effective July 1, 1981)

§ 1.535 Reply by requester.

Acreply 0 the patent owner's statement under § 1.530 may
be filed by the reexamination requester within two months from
the date of service of the patent ownes's statement. Any reply by
the requester must be served upon the patent owner in accoe-
dance with § 1.248. If the patent owner does not file a statement
under § 1.530, no reply or other submission from the reexami-
nation reguester will be considered.

[46 FR 29186, May 29, 1981, effective July 1, 1981)

§ 1.540 Consideration of responses.

The fallure o timely file or serve the documents set forth in
§ 1.530 or in § 1.535 may result in their being refused consid-
eration. No submissions other than the statement pursuant to §
1.530 and the reply by the requestes pursuant to § 1,535 will be
considered prior to examination,

{46 FR 20186, May 29, 1981, effective July 1, 1961]
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§ 1.560 Conduct of reexamination procesdings.

(a) Allreexamination procsedings, including sny appeals o
the Board of Patent Appeals aad Interferences, will be coa-
ducted with special dispatch within the Office. Afierissuance of
the reexamination order and expiration of the time for submit-
ting any responses thereto, the examination will be conducied in
accoedance with §§ 1.104 through 1.119 and will result in the
issuance of a reexamination certificate under § 1.570.

(b) The pateat owner will be given at least 30 days torespond
to eny Office action. Such response may include further state-
ments in response O any rejections and/or proposed amend-
ments o new claims o place the patent in & condition where all
claims, if amended as proposed, would be patentable.

(c) The dme for wking sny action by & patent owner in a
reexamination proceeding will be extended only for sufficient
cause, and for a reasonable time specified. Any request for such
extension must be filed on or before the day on which action by
the patent owner is due, but in oo case will the mere filing of a
request effect any extension. See § 1.304(a) for extensions of
time for filing a notice of appeal to the U.S. Court of Appeals for
the Federal Circuit or for commencing a civil action.

(@) If the patent owner fails to file a timely and appropeiate
response to amy Office action, the reexamination proceeding
will be terminated and the Commissioner will proceed (o issue
a certificate under § 1.570 in accordance with the last action of
the Office.

() The reexamination requester will be sent copies of Office
actions issued during the reexamination proceeding. Any docu-
ment filed by the patent owner must be served on the requester
in the manner provided in § 1.248. The document must reflect
service or the document may be refused consideration by the
Office. The active participation of the reexemination requester
ends with the reply pussuant to § 1.535, end no further submis-
sions on behalf of the reexamination requester will be acknowl-
edged or considered. Further, no submissions on behalf of any
third pasties will be acknowledged or considered unless such
submissions are (1) in accordance with § 1.510 or (2) entered in
the patent file prior to the date of the order to reexamine pursuant
to § 1.525. Submissions by third panties, filed after the date of
the order (0 reexamine pursuant to § 1.525, must meet the
requirements of and will be treated in accordance with §
1.501(a).

{46 FR 29186, May 29, 1981, effective July 1, 1981; para. (c), 49
FR 856, Jen. 4, 1984, offective Afw. 1, 1984; para. (s), 45 FR 48416,
Dec. 12, 1984, effective Feb. 11, 1985; pare. (c), 54 FR 29553, July 13,
1989, effective Aug. 20, 1989]

§ 1.852 Scope of resxamination in resxamination

procoedings,

(8) Patent claims will be reexamined on the basis of patents
or printed publications.

(b) Amended or new claims presented during a reexamina-
tion proceeding must not enlarge the scope of the claims of the
patent and will be examined on the basis of patents or printed
publications and also for compliance with the reguirements of
35U.8.C. 112 and the new matter prohibiticn of 35 U.S.C. 132,

(¢) Questions other than those indicated in paragraphs (a)
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and (b) of this section will not be resolved in a reexamination

proceeding. If such questions are discovered during a reexami-

nation proceeding, the existence of such questions will be noted

by the examiner in an Office action, in which case the patent

owner may desire to consider the advisability of filing a reissue

application o have such questions considered and resolved.
[46 FR 29186, Mey 29, 1981, effective July 1, 1981])

§ 1.555 Information material to patentability in
reexamination
() A patent by its very nature is affected with a public
. interest. The publicinterestis best served, and the most effective
reexamination occurs when, &t the time a reexamination pro-
ceeding is being conducted, the Office is aware of and evaluates
the teachings of all information material © patentability in a
reexamination proceeding. Each individual associated with the
patent owner in a reexamination proceeding has aduty of candor
and good faith in dealing with the Office, which includes & duty
todisclose to the Office all information known to that individual
to be material o patentability in a reexamination proceeding.
The individuals who have a duty to disclose to the Office all
* information known to them to be material to patentability in a
reexamination proceeding are the patent owner, each attorney of
agent who represents the patent owner, and every other indi-
vidual who is substantively involved on behalf of the patent
owner in a reexamination proceeding. The duty to disclose the
information exists with respect o each cleim pending in the
reexamination proceeding until the claim is cancelled, Informa-
tion material to the patentability of a cancelled claim need not
be submitted if the information is not material to patentability of
any claim remaining under consideration in the reexamination
proceeding. The duty to disclose all information known to be
material o patentability in @ reexamination proceeding is
deemed to be satisfied if all information known (o be material to
patentability of any claim in the patent after issuance of the
reexamination certificate was cited by the Office or submitied
to the Office in an information disclosure statement. However,
the duties of candor, good faith, and disclosure have not been
complied with if any fraud on the Office was practiced or
- attempted or the duty of disclosure was violated through bad
faith or intentional misconduct by, or on behalf of, the patent
owner in (he reexamination proceeding. Any information dis-
closure statement must be filed with the items listed in § 1.98(a)
as applied to individuals associsted with the patent ownerin a
reexamination proceeding, and should be filed within two
months of the date of the order for reexamination, or as $00D
thereafter as possible.

(b) Under this section, information is material (o patentabil-
ity in a reexamination proceeding when it is not cumulative to
information of record or being made of record in the reexami-
nation proceeding, and

(1) It is @ patent or printed publication that establishes, by
itself or in combination with other patents or printed publica-
tions, & prima facie case of unpateniability of a claim; or

(2) It refutes, or is inconsistent with, a position the patent
owner takes in:

(i) Opposing an argument of unpatentability relied on by
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the Offfice, or
(i) Asserting an argument of pateatability.

A prima facie case of unpateatability of a claim pending in a
reexamination proceeding is established when the information
compels a conclusion that a claim is unpatentable under the
prepoaderance of evidence, burdea-of-proof standard, giving
each term in the claim its beoadest reasonable coastruction
congistent with the specification, and before any consideration
is given ¢o evidence which may be submitted in an attempt %0
establish a contrary conclusion of

(c) The regponsibility for complisnce wimlhissecﬁonm
upon the individuals designated in paragraph (a) of this section
and no evaluation will be made by the Office in the reexaming-
tioa proceeding as to compliance with this section. If questions
of compliance with this section are discovered during & reex-
amination , they will be noted as unresolved ques-
tions in accordance with § 1.552(c).

[46 FR 20187, May 29, 1981, effective July 1, 1981, 47 FR 21752,
May 19, 1982, offective July 1, 1982; pares. (a) & (b), 49 FR 556, Jen.
4, 1984, effective Apr. 1, 1984; revised 57 FR 2021, Jen. 17, 1992,
effective Mer. 16, 1992]

§ 1.560 Interviews in reexamination proceedings.

(a) Interviews in reexamination proceedings pending before
the Office between examiners and the owners of such paients or
their atorneys or agents of record must be bad in the Office at
such times, within Office hours, as the respective examiners
may designate, Interviews will not be permitied at any other
time or place without the authority of the Commissioner. Inter-
views for the discussion of the patentability of claims in patents
involved in reexamination proceedings will not be bad prior to
the first official action thereon. Interviews should be arranged
for in advance. Requests that reexamination requesters partici-
pate in interviews with examiners will not be granted.

(b) In every instance of an inerview with ap examines, a
complete written statement of the reasons presented at the
interview as wasranting favorable action must be filed by the
patent owner. An interview does not remove the necessity for
response to Office actions as specified in § 1.111,

[46 FR 29187, May 29, 1981, effective July 1, 1981)

§ 1.565 Concurrent office proceedings.

(a) In any reexamination proceeding before the Office, the
patent owner shall call the attention of the Office to any prior of
coacurrent proceedings in which the patent is or was involved
such as interferences, reissue, reexaminations, or litigation and
the resulis of such peoceedings.

(b) If a patent in the process of reexamination is or becomes
involved in litigation or a reissue application for the patent is
filed or pending, the Commissioner shall determine whether of
not to stay the reexamination or reissue proceeding.

(c) If reexamination is crdered while a prios reexamination
proceeding is pending, the reexamination proceedings will be
consolidated and result in the issuance of a single certificate
under § 1.570.

(d) If areissue application end a reexamination proceeding
on which an order pursuant to § 1.525 bas been mailed are
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pending concurrently on & patent, a decision will normally be
made to merge the two proceedings of (o stay one of the two
proceedings. Where merger of @ reissue application and 8
reexamination proceeding is ondered, the merged examination
will be conducted in accordance with §6 1.171 through 1.179
and the patent owner will be required to place and maintain the
same claims in the reissue spplication end the reexaminstion
proceeding during the pendency of the merged proceeding. The
examiner's actions and any responses by the patent ownerin g
mesged proceeding will apply to both the reissue

and the reexamination proceeding and be physically entered
into both files. Any reexamination proceeding merged with a
reissue application chall be terminated by the grant of the
reissued patent.

(e) If a patent in the process of reexamination is or becomes
involved in an interference, the Commissioner may stay reex-
amination or the interference. The Commissioner will not
consider a request (o stay an interference unless & motion (§
1.635) o stay the interference bas been presentied io, and denied
by, an examiner-in-chief and the request is filed within ten (10)
days of a decision by an examiner-in-chief denying the motion
for a stay or such other time s the examines-in-chief may set.

{46 FR 29187, Mey 29, 1981, effective July 1, 1981; paras. (b) &
(d)., 47 FR 21753, My 19, 1982, effective July 1, 1982; pares. (b) &
(o), 49 FR 48416, Dec. 12, 1984, SOFR 23123, May 31, 1965, effective
Feb. 11, 1985}

CERTIFICATE

¢ 1.570 Issuance of reexamination certificate afier
reexamination proceedings.

(a) Upon the conclusion of reexamination proceedings, the
Commissioner will issue a certificate in accordance with 35
U.S.C. 307 setting forth the resuits of the reexamination pro-
ceeding and the content of the patent following the reexamina-
tion proceeding. .

(b) A cestificate will be issued in each patent in which a
reexamination proceeding has been ordered under § 1.525. Any
statutory disclaimer filed by the patent owner will be made part
of the eestificate,

(c) The certificate will be mailed on the day of its date o the
patent owner at the address as provided for in § 1.33(c). A copy
of the centificate will also be mailed to the requester of the
reexamination proceeding.

(d) If 8 cestificate has been issued which cancels all of the
claims of the patent, no further Office proceedings will be
conducted with regard to that patent or any reissue applications
of reexamination requests relating thereto.

(e) If the reexamination proceeding is terminated by the
grant of a reissued patent as provided in § 1.565(d) the reissued
patent will constitute the reexamination cenificate required by
this section and 35 U.S.C. 307,

(f) A notice of the issuance of each certificate under this
section will be published in the Official Gazette on its date of
issuance.

[46 FR 29187, May 29, 1981, effective July 3, 1981; para, (¢), 47
FR 21783, May 19, 1982, effective dete July 1, 1982)

.
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Subpart E - Interferences

§ 1601 Scope of rules, delinitions.

This subpant govesus the procedure in patent interferences in
the Patent and Trademark Office. This subpart shall be con-
strued to secure the just, speedy, and inexpensive determination
of every interference, For the meaning of terms in the Federal
Rules of Evidence as applied to interferences, see § 1.671(c).
Unless otherwise clear from the context, the following defini-
tions apply to this subpest:

(2) “Additional discovery” is discovery to which a party
may be entitied under § 1.687 in addition to discovery to which
the party is entitled as a matter of right under § 1.673(a) and (b).

(b) “Affidavit” means affidavit, declaration undes § 1.68, or
statutory declaration under 28 U.S.C. 1746, A ranscriptof an ex
parte deposition may be used as an affidavit.

(c) “Board” means the Board of Patent Appeals and Inter-
ferences.

(d) “Case-in-chief” mesns that portion of a party’s case
where the party bas the burden of going forward with evidence.

(e) “Case-in-rebutial” means that portion of a party's case
where the party presents evidence in rebuttal to the case-in-chief
of another party.

(f) A “count” defines the interfering subject matter between
(1) two or more applications or (2) one or more applications and
onie ar more patents. When there is more than one count, each
count shall define a separete pateniable invention, Any claim of
&n application or patent which corresponds to & count is a claim
involved in the interference within the meaning of 35 U.S.C.
135(a). A claim of a patent or application which is identical o
a count is said o “coerespond exactly” to the count. A claim of
& patent or application which is not identical to & count, but
which defines the same pateniable invention as the count, is said
to “correspond substantially” to the count. When @ count is
broader in scope than all claims which correspond to the count,
the count is & “phantom count.” A phentom count is not
patentable to eny party.

(g) The “effective filing date” of en application or a patent
is the filing date of an easlier application accoeded to the
application or patent under 35 U.S.C. 119, 120, or 368.

(b) In the case of en application, “filing date” means the
filing date assigned o the epplication, In the case of a paient,
“filing date” means the filing date assigned to the application
which issued as the patent,

(i) An“interference” is a proceeding instituted in the Patent
end Trademark Office before the Board (o determine any
Guestion of patentability and priority of invention between two
or more parties claiming the same patentable invention. An
interference may be declared between two or more pending
epplications naming different inventors whea, in the opinion of
an examiner, the spplications contain claims for the same
pateniable invention, An interference may be declared between
one or more pending applications and one or more unexpired
patents naming different inventors when, in the oplnion of an
examiner, any application and any unevpired patent contain
claims foe the same patentable invention,

() An “interference-in-fact” exists when &t least one claim
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of a party which coerespoads to e count and at least one claim of
an opponent which coeresponds to the count defime the same
patentable invention.

(k) A “lead” attorney or agent is & registered attomey of
agent of record who is primarily regponsible for prosecuting an
intesference on behalf of a party and is the attorney or agemt
whom an examines-in-chief may contact (0 set times and take
other action in the intezference.

(1) A “pasty” is (1) an applicant or patentee involved in the
interference of (2) a legel representative of en assignee of an
applicant or patentee involved in an interference. Where acts of
. aparty are normally performed by an atiorney or agent, “pasty”
may be construed to mean the attorney of agent. An “inventor”
is the individual named as inventor in an application involved in
an interference or the individual named as inventor in a patent
involved in an interference.

(m) A “senioeparty" is the party with earliest effective filing
date as o all counts oe, if there is no perty with the earliest
effective filing date as to all counts, the party with the earliest
filing date. A “junior party” is any other party.

) (n) Invention “A” is the “same patentable invention” as
invention “B” when invention “A" is the same as (35
U.S.C.102) or is obvious (35 U.S.C. 103) in view of invention
“B" assuming invention “B" is prior art with respect to invention
“A". Invention “A” is @ “separate patentable invention” with
respect to invention “B” when invention “A” isnew (35 U.S.C.
102) and non-obvious (35 U.S.C. 103) in view of invention “B"
assuming invention “B" is prior art with respect to invention
“A".
(o) “Sworn" means sworn or affirmed.
(p) “United States” means the United States of America, its

territories and possessions.
{49 FR 48416, Dec. 12, 1984, effective Feb. 11, 1585; 50 FR
23123, Mey 31, 1985]

§ 1602 Interest in applications end patents involved in
an interference.

(a) Unless good cause is shown, an interference shall not be
declared or continued between (1) applications owned by a

* single pasty or (2) applications and an unexpired patent owned
by a single panty.

(b) The parties, within 20 dsys afier an interference is
declared, shall notify the Board of any and all right, title, and
interest in any application or patent involved or relied upon in
the interference unless the right, title, and interest is set forth in
the notice declaring the interference.

(c) If a change of any right, title, and interest in any
application or patent involved or relied upon in the interference
occurs after notice is glven declaring (he interference and before
the time expires for seeking judicial review of a final decision
of the Board, (he parties shall notify the Board of the change
within 20 days of the change.

{49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985)

§ 1.603 Interference between applications; subject
matier of the interferencs.
Before an interference is declared between two of more
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applications, the examiner must be of the opinion (hat there is
imterfering subject matier claimed in the applications which is
patentable to cach applicant subject to & judgment in the inter-
ference. The interfering subject mater shafl be defined by one
o¢ more counts. Each count shell define a separaie patentable
invention. Esch application must contain, or be amended o
contain, 8¢ least one claim which corresponds to each count. All
claims in the applications which define the same patentable
invention as a count shall be designated to correspond o the
count,
{49 FR 48416, Dee. 12, 1984, added offoctive Feb. 11, 1985]

§ 1604 Request for interference between applications by
an applicant.

(a) An applicant may seek to have an interference declared
with an application of another by,

(1) Suggesting & proposed count and presenting at least one
claim corresponding to the proposed count or identifying atleast
one claim in his or her application that cosresponds to the
proposed count,

(2) Identifying the other application and, if known, a claim
in the other application which cosresponds to the proposed
count, and

(3) Explaining wbyanintenfuuoeshouldbedeclued

(b) When an applicant presents a claim known to the
applicant to define the same patentable invention claimed in a
pending application of another, the applicant shall identify that
pending application, unless the claim is presented in response to
a suggestion by the examiner, The examiner shall notify the
Commissioner of any instance wheze it appears an applicant
may bave failed to comply with the provisions of this

(49 FR 48416, Dee. 12, 1984, edded effective Feb. 11, 1985; pm
(a) amended 83 FR 23739, June 23, 1986, effective Sept. 12, 1986)

§ 1.605 Suggestion of clalm to applicant by examiner.

(a) The examiner may suggest that an applicant present &
claim in an application for the purpose of an interference with
another application or a patent. The applicant to whom the claim
is suggested shall amend the application by presenting the
suggested claim with in a time specified by the examiner, not
less than one month. Failure or refusal of an applicant to tmely
present the suggested claim shall be taken without further action
as a disclaimer by the applicant of the invention defined by the
suggested claim. At the time the suggested claim is presented,
the applicant may also (1) call the examines's attention o other
claims already in the application or which are presented with the
suggested clalm and (2) explain why the other claims would be
more appropriate to be included in any interference which may
be declared.

(b) The suggestion of & claim by the examiner for the
puspose of an interference will not stay the period for response
to any outstanding Office action. When & suggested claim is
timely presented, ex parre proceedings in the application will be
stayed pending a determination of whether an interference will
be declased.

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985]
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§ 1.606 Interference between an application and a
patent; cubject matter of the interference.
Before an interference is declared between an spplication
and an unexpired patent, an examiner must determine that there
is interfering subject matter claimed in the application and the
pateat which is patentable to the applicant subject to 8 judgment
in the interference. The interfesing subject matter will be de-
fined by one or more counts. Each count shall define a separate
patentable invention. Any application must contain, or be
amended 0 contain, at least one claim which corresponds ©
each count. All claims in the application end patent which define
the same patentable invention as a count shall be designated to
correspond to the count. At the time an interference is initislly
declared (§ 1.611), a count shall not be narrower in scope than
any patent claim which corresponds to the count and any single
patent claim will be presumed, subject (o a motion under §
1.633(c), not to contain patentable inventions.
(49 FR 48416, Dec. 12, 1984, edded effective Feb. 11, 1985)

§ 1.607 Reguest by applicant for interference with patent.

(a) An applicant may seek t0 have an interference declared
betwieen an application and an unexpired patent by,

(1) ldentifying the patent,

(2) Presenting a proposed count,

(3) Identifying at least one claim in the patent corresponding
to the proposed count,

(4) Presenting at least one claim corresponding (o the
proposed count or identifying at least one claim already pending
in his or her application that corresponds o the proposed count,
and, if any claim of the patent or application identified as
corresponding to the proposed count does not correspond ex-
actly to the proposed count, explaining why each such claim
corresponds (o the proposed count, and

(5) Applying the terms of any application claim

(i) Identified as corresponding to the count and

(ii) Not previously in the application to the disclosure of the
application.

(b) When an applicant seeks an interference with a patent,
examination of the application, including any appeal w the
Board, shall be conducted with special dispaich within the
Patent and Trademask Office. The examiner shall determine
whether there is interfering subject matter claimed in the appli-
cation and the patent which is patentable to the applicant subject
toajudgment in en interference. If the examiner determines that
there is any interfering subject matter, an interference will be
declared. If the examines detenmines that there is no intesfering
subject matier, the examiner shall state the reasons why an
interference is not being declared and otheswise act on (he
application.

(c) When an applicant presents a claim which corresponds
exactly or substantially to a claim of a patent, the applicant shall
identify the patent and the number of the patent claim, unless the
claim is presented in response (0 a suggestion by the examiner.
The examiner shall notify the Commnissioner of any instance
where an applicant fails to identify the patent,

(d) A notice that an applicant is secking to provoke an
interference with & patent will be placed in the file of the patent
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and a copy of the notice will be sent to the patentee. The identity
of the gpplicant will pot be disclosed unless an interference is
declared, If & final decision is made rot to declase an interfer-
ence, a notice o that effect will be placed in the patent file and
will be sent to the patentee.

(49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985, pma.
(e) amended $3 FR 23735, June 23, 1988, effective Sept. 12, 1988)

§ 1.608 Interference between an application and a
patent; prime facle showing by applicant.

(a) When the earlier of the filing date or effective filing date
of an application is three months or less after the earlier of the
filing date or effective filing date of a patent, the applicant,
before an interference will be declared, shall file an affidavit
alleging that there is a besis vpon which applicant is eatitled to
a judgment relative o the patentee.

(b) When the earlier of the filing date or the effective filing
date of an spplication is more then three months after the earlies
of the filing date or the effective filing date under 35 U.S.C. 120
of a patent, the applicant, before an interference will be de-
clared, shall file (1) evidence which may coasist of patents or
printed publications, other documents, and one or more affide-
vits which demonstrate that epplicant is prima facie entitled to
ajudgmentrelative to the patentee and (2) an explanation stating
with particularity the basis upon which the applicant is prima
Jacie entitled o the judgment. Where the basis upon which an
applicant is entitled to judgment relative (0 a patentee is priosity
of invention, the evidence shall include affidavits by the appli-
cant, if possible, and one or more corroborating witnesses,
supponted by documentary evidence, if available, each setting
outafactual description of acts and circumstances performed or
observed by the affiant, which collectively would prima facie
eatitle the applicant to judgment on priority with respect to the
earlier of the filing date or effective filing date of the patent. To
facilitate preperation of a recoed (§ 1.653 (g) and (b)) for final
bearing, an applicant should file affidavits on paper which is 8
172 x 11 inches (21.8 by 27.9 cm.). The siguificance of any
printed publication or other document which is self-authenticat-
ing within the meaning of Rule 902 of the Federal Rules of
Evidence or § 1.671(d) and any patent shall be discussed in an
affidavit or the explanation. Any printed publication or other
document which is not self-authenticating shall be authenti-
cated and discussed with pasticularity in an affidavit. Upon a
showing of sufficient cause, an affidavit may be based on
information and belief. If an examiner finds an application to be
in condition for declaration of an interference, the examiner will
consider the evidence and explanation only (o the extent of
determining whether a basis upon which the application would
be entitled to a judgment relative to the patentee is alleged and,
if a basis is alleged, an interference may be declared.

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985)

§ 1.609 Preparation of interference papers by examiner.
When the examiner determines that an intesference should
be declared, the examiner shall forward w the Board:
(8) Al relevant application and patent files and
(b) A statement identifying:
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(1) The proposed count or counts;

(2) The claims of any application or patent which corre-
spond to each count, stating whether the claims comrespond
exactly or substantially to each count;

(3) The claims in any application which are deemed by the
examiner to be patentable over any count; and

(4) Whether an applicant or pateniee is eatitled to the
beneﬁtoflheﬁhngdmofanwlmapphmmand.ifso.
sufficient information to identify the earlies

{49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985]

. §1610 Assignment of interference to examiner-in-chief,
thme period for completing interference.

(a) Each interference will be declared by an examines-in-
chief who may enter all interlocutory orders in the interference,
except that only a panel consisting of af least three members of
the Board shall (1) hesr oral argument at final hearing, (2) enter
a decision under §§ 1.617, 1.640(c) or (¢), 1.652, 1.656(i) or
1.658 or (3) enter any other order which terminates the intezfer-
ence.

(b) As necessary, another examiner-in-chief may act in

" place of the one who declared the interference. Unless otherwise
provided in this section, at the discretion of the examiner-in-
chief assigned to the interference, a panel counsisting of two or
more members of the Board may enter interlocutory oederss.

(c) Unless otherwise provided in this subpart, times for
taking action by a party in the interference will be set on a case-
by-case basis by the examiner-in-chief assigned o the interfer-
ence. Times for taking action shall be set end the examines-in-
chief shall exercise control over the interference such that the
peadency of the interference before the Board does not normally
exceed two years.

(d) An examiner-in-chief may bold a conference with the
parties to consider: (1) Simplification of any issues, (2) the
necessity or desirability of amendments to counts, (3) the
possibility of obtaining admissions of fact and genuineness of
documents which will avoid unnecessasy proof, (4) any limita-
tions on the number of expert witnesses, (5) the time and place
for conducting a deposition (§ 1.673(g)), and (6) any other
matier as may aid in the disposition of the interference. After a
conference, the examiner-in-chief may enter any order which
may be appropriate.

(e) The examiner-in-chief may determine a proper course of
conduct in an interference for any situation not specifically
covered by this past.

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985)

§ 1.611 Declaration of interference.

(a) Notice of declasation of an interference will be sent to
each party.

(b) When a notice of declaration is returned to the Patent and
Trademark Office undelivered, or in any other circumstance
whese appropriate, an examines-in-chief may (1) send a copy of
the notice (o & patentee named in a patent involved in an
interference or the patentee’s assignee of record in the Patent
and Trademark Office or (2) order publication of an appropriate
notice in the Official Gazetre.
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(c) The notice of declaration shall specify:

(1) The name and residence of each party involved in the
interference.

(2) Thename and address of record of any attorney or agent
of record in any application or patent involved in the interfes-
ence;

(3) The name of any assignee of record in the Patent and
Trademark Office;

(4) Theidentity of any application or patent involved in the
interfesence;

(5) Where a pasty is accorded the benefit of the filing date
of an earlier application, the identity of the earlier application;

(6) The count of coumts;

(7) The claim or claims of any application or any patent
which coerespond to each count; and

(8) The arder of the pasties.

(d) The notice of declaration may also specify the time for:
(1) Filing a preliminary statement as provided in § 1.621(a); (2)
serving notice that a preliminary statement has been filed as
provided in § 1.621(b); and (3) filing preliminary motions
authorized by § 1.633, oppositions to the motions, and replies to
the oppositions.

(¢) Notice may be given in the Official Gazette that an
interference has been declared involving a pateat.

[49 FR 48416, Dee. 12, 1984, effective Feb. 11, 1985; S0 FR
23123, Mey 31, 1985, ]

§ 1.612 Access to applications.

(a) After an intesference is declared, each party shall have
access to and may oblain copies of the files of any application
set out in the notice declaring the interference, except for
affidavits filed under § 1.131 and any evidence and explanation
under § 1.608 filed separate from an amendment. A pasty
seeking acoess (o any abandoned or pending application re-
ferred W in the opposing party's involved application or access
to any pending application referved to in the opposing party’s
patent must file a motion under § 1.63S.

(b) After preliminary motions under § 1.633 are decided (§
1.640(b)), each party shall have access to and may obtain copies
of any affidavit filed under § 1.131 and any evidence and
explanation filed under § 1.608 in any application set outin the
notice declaring the intesference.

(c) Any evidence and explanation filed under § 1.608 in the
file of any application identified in the notice declaring the
interference shall be served when required by § 1.617(b).

(d) The pasties at any time may agree to exchange copies of
papers in the files of any application identified in the notice
declaring the interfesence.

[49 FR 48416, Dec. 12, 1984, effective Feb. 11, 1985; 50 FR
23124, May 31, 1985; peze. (2) amended $3 FR 23733, June 23, 1988,
effective Sept. 12, 1988]

§ 1.613 Lead attorney, same sitorney representing
different parties in sn interference, withdrawal
of atlerney or agent.

(a) Each party may be required to designate one attomey or
agent of record as the lead attorney or agent.
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(b) The same attorney oc agent or members of the same finm
of attormeys o agents may DOt fepresent two of more parties in
an intesference except as may be permitted in this Chapees.

() An examiner-in-chief may make necessary inquiry ©0
determine whether an sttorney or agent should be disqualified
from representing a pasty in an interference. If an examiner-in-
chief is of the opinion that @n attomey or agent should be
disqualified, the examines-in-chief shall refer the matter to the
Commissioner. The Commissioner will make a final decisionas
to whether any attorney or agent should be disqualified.

(@) No attomney or agent of record in an interference may
withdraw asattorney or agentof record except with the approval
of an examines-in-chief and afier reasonable notice to the party
on whose behalf the attomey or agent has appeared. A request
to withdraw as attorney or agent of record in an interference
shall be made by motion (§ 1.635).

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985]

¢ 1.614 Jurizsdiction over interference.

(2) The Board shall assume jurisdiction over an interference
when the interference is declared under § 1.611.

(b) When the interference is declared the interference is a
contested case within the mesning of 35 U.S.C. 24.

(c) The examiner shall have jurisdiction over any pending
application until the interference is declared. An examines-in-
chief, where appropriate, may for a limited purpose restore
jurisdiction to the examiner over any application involved in the
intesference.

{49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985)

§ 1.615 Suspension of ex parte prosecution.

(a) When an intesference is declared, ex parte prosecution
of an application involved in the interfesence is suspended.
Amendments and other papers related to the application re-
ceived during pendency of the interference will not be entered
or considered in the interference without the consent of an
examines-in-chief,

(b) Ex parte prosecution as o specified matiers may be
continved concurrently with the interference with consent of the
examifer-in-chief.

[49 FR 48416, Diec. 12, 1984, added effective Feb. {1, 1985; S0FR
23124, May 31, 1985)

§ 1.616 Sanctions for failure to comply with rules or order.

An examiner-in-chief or the Board may impose an appropei-
ate sanction against a pasty who fails to comply with the
regulations of this part o any order entered by an examiner-in-
chief or the Board. An appropriate sanction may include among
others entry of an order:

(2) Holding certain facts to bave been established in the
interference;

(b) Precluding a party from filing a motion or a preliminary
statement;

(c) Precluding a party from presenting or contesting a
particular issue;

(@) Precluding a pasty from requesting, obtaining, o7 0ppos-
ing discovery; of
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(¢) Geanting judgment in the interference.
(49 Fik 48416, Duc. 12, 1964, added effective Feb. 11, 1985, S0FR

23124, May 31, 19€5)

§ 1.617 Summery judgment sgalnat applicent.

(a) Anexsminer-in-chief shall review any evidence filed by
an applicant under § 1.608(b) o determine if the applicant is
Dprima facie entided to 2 judgment relative to the patentee. If the
examiner-in-chief determines that the evidence shows the appli-
cantis primafacie entitled wa judgment relative to the patentee,
the interference shall proceed in the normal manner under the
regulations of this part. If in the opinion of the examiner-in-chief
the evidence fails to show that the applicant is prima facie
eantitled 0 a judgment relative to the patentee, the examiner-in-
chief shall, concurrenily with the notice declaring the interfer-
ence, enter an order stating the reasons for the opinion and
dizecting the applicent, within 2 tme set in the order, 10 show
cause why summary judgment should not be entered againsi the
applicant.

(b) The applicant may file a response to the order and state
any reasons why sumnmary judgment should notbe entered. Any
request by the applicant for a bearing before the Board shall be
made in the response. Additional evidence shall not be pre-
sented by the applicant or considered by the Board unless the
applicant shows good cause why any additional evidence was
not initially presented with the evidence filed under § 1.608(b).
At the time an applicant files a response, the applicant shall
serve a copy of any evidence filed wnder § 1.608(b) and this
peragraph.

(c) If a response is not timely filed by the applicant, the
Board shall enter a final decision granting summary judgment
against the applicant.

(d) If a response is timely filed by the applicant, all oppo-
nents may file 8 statement within a time set by the examiner-in-
chief. The statement may set forth views as to why summary
judgment should be granted against the applicant, but the
statement shall be limited to discussing why all the evidence
peesented by the applicant does not overcome the reasoas given
by the examines-in-chief for issuing the order to show cause.
Evidence shall not be filed by any opponent. An opponent may
0ot request a bearing,

(e) Within a time authorized by the examiner-in-chief, an
applicant may file a reply to any statement filed by any oppo-
nent.

(£) When more than two parties are involved in an interfer-
ence, all parties may participate in summary judgment proceed-
ings under this section.

(g) If a response by the applicant is timely filed, the exam-
iner-in-chief or the Board shall decide whether the evidence
submitted under § 1.608(b) and any additional evidence prop-
erly submitied under paragraph (b) of this section shows that the
applicant is prima facie entitled to a judgment relative to the
patentee, If the applicant is not prima facie entitled to a judg-
ment relative to the pateatee, the Board shall enter a final
decision gramting summasy judgment against the applicant.
Otherwise, an interlocutory order shall be entered authorizing
the interference o proceed in the norma: manner under the
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regulations of this subpast.

(k) Only an applicant who filed evidence under § 1.608(b)
may request a hearing. If that applicant requests a hearing, the
Board may hold a hearing peior o ety of a decision under
paragraph (g) of this section. The examiner-in-chief shall set a
date and time for the bearing. Unless otheswise ordered by the
examiner-in-chief o the Board, the applicant and any opponent
will each be entitled tono more than 30 minutes of oral argument
at the bearing.

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985; SOFR
23124, May 31, 1985}

§ 1.618 Return of unsuthorized papers.

(a) The Patent and Trademark Office shall return o a party
any paper presented by the party when the filing of the paper is
not authorized by, or is not in compliance with the requirements
of, this subpart. Any paper returned will not thereafier be
considered by the Patent end Trademark Office in the interfer-
ence. A party may be permitied to file a corrected paper under
such conditions as may be deemed appropriate by an examiner-

_in-chief.

(b) When presenting a paper in an interference, a pasty shall
not submit with the paper a copy of a paper previously filed in
the interference.

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985)

§ 1.621 Preliminary statement, time for filing, notice of
filing.

(a) Within the time set for filing preliminary motions under
§ 1.633, each party may file a preliminary statement. The
preliminary statement may be signed by any individual having
knowledge of the facts recited therein or by an attorney or agent
of record.

(b) When a party files a preliminary statement, the party
shall also simultaneously file and serve on all opponents in the
interference a notice stating that a preliminary statement bas
been filed. A copy of the preliminary statement need not be
served until ordered by the examines-in-chief.

. [49FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985; SOFR
23124, May 31, 1985}

§ 1.622 Preliminary stutement, whe made invention,
where invention made.

(a) A party’s preliminary statement must identify the inven-
tor who made the invention defined by each countand must state
on bebalf of the inventor the facts required by paragraph (a) of
§6 1.623, 1.624, and 1.625 as may be appropriate. When an
inventor identified in the preliminary statement is not an inven-
tor named in the party’s application or patent, the party shall file
a motion under § 1.634 to correct inventogship.

(b) The preliminary statement shall state whether the
invention was made in the United States or abroad. If made
abroad, the preliminary statement shall state whether the party
is entitled to the benefit of the second sentence of 35 U.S.C. 104,

{49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985]
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§ 1.624
§ 1.623 Preliminary statement; lnvention made in United
States.

(2) When the inveation was made in the United States or a
party is entitied o the benefit of the second semtence of 35
U.S.C. 104, the preliminary statement must state the following
facts as (o the invention defined by each count:

(1) The date on which the first drawing of the invention was
made.

(2) The date on which the first writien description of the
invention was made.

(3) The date on which the invention was first disclosed by
the inveator to another persoa.

(4) The date on which the invention was first conceived by
the inventor.

(5) The date on which the invention was first actually
reduced to practice. If the invention was uot actually reduced to
practice by or on behalf of the inventor prior to the party’s filing
date, the preliminary statement shall so state.

(6) The date afier the inveator’s conception of the inven-
tion when active exercise of reasonable diligence toward reduc-
ing the invention o practice began.

(b) If a party intends w0 peove derivation, the preliminagy
statement must also comply with § 1.625.

(¢) When a party alleges under paragraph (a)(1) of this
section that adrawing was made, a copy of the first drawing shall
be filed with and identified in the preliminagy statement. When
a party alleges under paragraph (a)(2) of this section that a
writien description of the invention was made, & copy of the first
writen description shall be filed with and identified in the
preliminary statement. See § 1.628(b) when a copy of the first
drawing or writien description cannot be filed with the prelimi-

nary statemeant.
[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985)

§ 1.624 Preliminary statement; invention made abroad.

(2) When the invention was made abroad and a party intends
to rely on introduction of the invention into the United States,
the preliminary statement must state the following facts as to the
invention defined by each count.

(1) The date on which a drawing of the invention was first
introduced into the United States.

(2) The date on which a written description of the invention
was first introduced into the United States.

(3) The date on which the inveation was first disclosed to
another person in the United States.

(4) The date on which the inventor’s conceplion of the
invention was first introduced into the United States.

(5) The date on which an actual reduction to practice of the
invention was first introduced into the United States. If an actual
reduction to practice of the invention was not introduced into the
United States, the preliminary amendment shall so state.

(6) The date after introduction of the inventos’s conception
into the United States when active exercise of reasonable
diligence in the United States toward reducing the invention o
practice began.

(b) If a parsty intends to prove desivation, the preliminary
statement must also comply with § 1.625.
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(c) When a party alleges under paragraph (a)}(1) of this
section that a drawing was introduced into the United States
copy of that drawing shall be filed with and identified in the
preliminary statement. When a party alleges under paragraph
(a)(2) of this section that a written description of the invention
was introduced into the United States a copy of that written
description shall be filed with and identified ip the preliminary
statement. See § 1.628(b) when a copy of the first drawing or
first written description introduced in the United States cannot
be filed with the preliminary statement.

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985; SOFR
23124, May 31, 1985)

§ 1.625 Preliminary statement; derivation by an
cppoment.

(a) When the invention was made in the United States or
abroad and a party intends to prove derivation by an opponent
from the party, the preliminary statement must state the follow-
ing as to the invention defined by each count:

(1) The name of the opponent.

(2) Thedate on which the first drawing of the invention was
magde.

(3) The date on which the first written description of the
invention was made.

(4) The date on which the invention was first disclosed by
the inventor to another person.

(5) The date on which the invention was first concejved by
the inventor. ‘

(6) The date on which the invention was first communi-
cated to the opponent.

(b) If a party intends to prove priority, the preliminary
statement must also comply with § 1.623 or § 1.624.

(c) When a pasty alleges under paragraph (a)(2) of this
section that a drawing was made, a copy of the first drawing shall
be filed with and identified in the preliminary statement. When
a party alleges under paragraph (a)(3) of this section that a
written description of the invention was made, a copy of the first
written description shall be filed with and identified in the
preliminary statement. See § 1.628(b) when a first drawing or
first written description cannot be filed with the preliminary
statement.

[49 FR 48416, Dec. 12, 1984, sdded effective Feb. 11,1985)

§ 1.626 Preliminary statement; eariier application.

When a party does not intend to present evidence to prove a
conception or an actual reduction to practice and the party
intends to rely solely on the filing date of an earlier application
filed in the United States or abroad (o prove a constructive
reduction to practice, the preliminary statement may so state and
identify the earlier application with particularity.

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985)

¢ 1.627 Preliminary statement, sealing before filing,
opening of statement.
(a) The preliminary statement and copies of any drawing or
writien description shall be filed in a sealed envelope bearing
only the name of the party filing the statement and the style (e.g.,
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Jones v. Smith) and number of the interference. The sealed
envelope should contain only the preliminary statement and
copies of any drawing or writien description. If the preliminary
statement is filed through the mail, the sealed envelope should
beenclosed in an outer envelope addressed o the Commissioner
of Patents and Trademarks in accordance with § 1.1(e).

(b) A preliminary statement may be opened only & the
direction of an examines-in-chief.

{49 FR48416, Dec. 12, 1984, sdded effective Feb. 11, 1985)

§ 1.628 Preliminary statement, correction of error.

(a) A material emor aising through inadvertence or mistake
in connection with (1) a preliminary statement or (2) drawings
oe a written description submitied therewith or omitied there-
from, may be corrected by & motion (§ 1.635) forleave to file a
corrected statement. The motion shall be supporied by an
affidavit and shall show that the correction is essential to the
ends of justice and shall be accompanied by the corrected
statement. The motion shall be filed as soon as practical after
discovery of the ezror.

(b) When a party cannot attach a copy of a drawing or a
writien description to the party’s preliminasy statement as
required by §§ 1.623(c), 1.624(c), or 1.625(c), the party (1) shall
show good cause and explain in the preliminary statement why
a copy of the drawing or writien description cannot be attached
to the preliminary statement and (2) shall attach to the prelimi-
nary statement the earliest drawing or writlen description made
in or introduced into the United States which is available. The
party shall file a motion (§ 1.635) to amend its preliminary

- statement prompdly after the first drawing, first written descrip-

tion, or drawing or writien description first introduced into the
United States becomes available. A copy of the drawing or
written description may be obtained, where appropriate, by a
motion (§ 1.635) for additional discovery under § 1.687 or
during a testimony period.

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985)

§ 1.629 Effect of preliminary statement.

(a) A party shall be strictly held to any date alleged ip the
preliminary statement. Doubts as 0 (1) definiteness or suffi-
ciency of amy allegation in a preliminary statement or (2)
compliance with formal requirements will be resolved against
the party filing the statement by restricting the party to the
earlier of its filing date or effective filing date or to the latest date
of a period alleged in the preliminary statement as may be
appropriate. A party may not correct a preliminary statement
except as provided in § 1.628.

() Evidence which shows that an act alleged in the
preliminary statement occurred prioe to the date alleged in the
statement shall establish only that the actoccurred as early as the
date alleged in the statement.

(¢) Ifapasty does not file a peeliminary statement, the party:

(1) Shall be restricted w the earlier of the party's filing date
or effective filing date and

(2) Will not be permitied to prove that:

(i) The party made the invention prior (o the party’s filing
date or
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(i) Any opponent degived the invention from the pasty.
(d) Ifaparty files a preliminary statement which contains an
allegation of a date of first drawing or first written description
and the party does not file a copy of the first drawing or written
description with the preliminary statement as required by §
1.623(c), § 1.624(c), or § 1.625(c), the party will be restricted
to the earlier of the party’s filing date or effective filing date as
to that allegation unless the party complies with § 1.628(b). The
conteat of any drawing of writien description submitted with a
preliminary statement will not nornally be evaluated or consid-
ered by the Board.
(&) Apeeliminary statement shall not be used as evidence on

behalf of the party filing the statement,
[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985]

§ 1.630 Reliance on earlier application.

A party shall not be entitied to rely on the filing date of an
earlier application filed in the United States or abroad unless (a)
the earlier application is identified (§ 1.611(c)(5)) in the notice
declaring the interference or (b) the party files a preliminary
motion under § 1.633 secking the benefit of the filing date of the
" earli lication.

{49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985)
§ 1.631 Access to preliminary statement, service of
statement.

(a) Unless otherwise ordered by an examiner-in-chief,
concurrently with entry of a decision by the examiner-in-chief
preliminary motions filed under § 1.633, any preliminary
statement filed under § 1.621(a) shall be opened to inspection by
the senior party and any junior party who filed a preliminary
statement. Within a time set by the examiner-in-chief, a party
shall serve a copy of its preliminasy statement on each opponent
who served a notice under § 1.621(b).

(b) A junior party who does not file a preliminary statement
shall not have access to the preliminary statement of any other

(c) If an interference is terminated before the preliminary
statements have been opened, the preliminary statements will
-remain sealed and will be returned to the respective parties who
submitied the statements. )
{49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985; SGFR
23124, May 31, 1985)

§ 1.632 Notice of intent to argue shandonment,
suppression or concealment by opponent.

A notice shall be filed by a party who intends o argue that
an opponent has abandoned, suppeessed or concealed an actual
reduction to practice (35 U.S.C. 102(g)). A pasty will not be
permitted 10 argue abandonment, suppression, or concealment
by an opponent unless the notice is timely filed. Unless
authorized otheswise by an examiner-in-chief, a notice is timely
when filed within ten (10) days of the close of the testimony-in-
chief of the opponent.

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985]

§ 1.633 Preliminary motions.
A party may file the following preliminary motions:
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(2) Amotioa forjudgmenton the ground that an opponent’s
claim corresponding toacountis notpatentable tothe opponent.
In determining a motion filed under this paragraph, a claim may
be construed by reference o the prior ast of record. A motion
under this paragraph shall not be based on: (1) Priority of
inven@onofthemﬁeetmmohwmbymemovingpmy
as aganst any opponent or (2) derivation of the subject matter
of acountby an opponent from the moving pasty. See § 1.637(a).

(b) A motion for judgment on the ground that there is no
intesference-in-fact. A motion under this paragraph is proper
oaly if: (1) The interference involves a design application or
patgnuaplmtq:pﬁaﬁonamor&)mchinmfapaﬂy
which corresponds to a count is identical to any claim of an
opponent which corresponds to that count. See § 1.637(a).

(c) Amotion toredefine the interfering subjectmatter by (1)
adc!:ngmsubsﬁm&gacomt. (2) amending an application
claim corresponding 0 a count or adding a claim in the moving
party’s application 0 be designated to correspond toa count, (3)
designaﬁnganapplicaﬁonapatemclaimwcmespondtoa
conmt,(4)§lwignainganmlicationorpmntchhnasnot
cofresponding to a count, or (5) requising an opponent who is an
applicant to add aclaim and o designate the claim to cotrespond
to a count. See § 1.637(a) and ().

(@) Amotion to substitute a different application owned by
a party for an application involved in the interference. See §
1.637(a) and (d).

(¢) A motion 0 declare an additional intesference (1)
between an additional application not involved in the interfer-
ence and owned by a pasty and an opponent’s application or
patent involved in the interference or (2) when an interference
involvesthreeormmparﬁm,belweenlessthanallapplimﬁons
z(m)d any patent involved in the interference. See § 1.637 (a) and

e).

(3] Amodontobeaccmdedthebmeﬁtofﬂ:eﬁlingdateof
an earlier application filed in the United States or abroad. See
§ 1.637 (a) and (f).

(8) A motion o atiack the benefit accorded an opponent in
the notice declaring the interference of the filing date of an
earlier application filed in the United States or abroad. See §
1.637 (a) and (g).

(b) When a patent is involved in an interference and the
patentee has on file or files an application for reissue under §
1.171, amotion 0 add the application for reissue to the interfer-
ence. See § 1.637(a) and (b).

. @ \Yhenamotionisﬁledundupmgmph(a).(b),or(g)of
this section, an opponent, in addition o opposing the motion,
yflleamoﬁontoledeﬁnetheintetfeﬁngsubjectmmmundu
paragraph (c) of this section or a motion to substitute a different
wphcauon under paragraph (d) of this section.

(}) Whenamoﬁnnisﬁledundermb(c)(l)ofﬂlis
section an opponent, in addition to opposing the motion, may
file a motion for benefit under paragraph (€) of this section as to
the count to be added or substituted,

(49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985; SOFR
23124, May 31, 1985)
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§ 1.634 Motion to correct inventorship.

A party may file a motion to (a) amend its application
involved in an interfesence to correct inventorship as provided
by § 1.48 or (b) correct inventoeship of its patent invoived in an
interference as provided in § 1.324. See § 1.637(a).

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985]

§ 1.635 Miscellaneous motions.

A party seeking entry of an order relating 0 any matier olber
than a matier which may be raised under § 1.633 or 1.634 may
file a motion requesting eatry of the ordes. See § 1.637 (a) and

®).
[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985]

§ 1.636 Motions, time for filing.

(a) A preliminary motion under § 1.633 (a) through (b) shall
be filed within a time period set by an examiner-in-chief.

(b) A preliminary motion under § 1.633 (i) or (§) shall be
filed within 20 days of the service of the preliminary motion
under § 1.633 (a), (b), (cX(1), or (g) unless otherwise ordered by
an examines-in-chief.

(c) A motion under § 1.634 shall be diligently filed after an
ervor is discovered in the inventorship of an application or patent
involved in an interference vnless otherwise ondered by an
examiner-in-chief,

(d) A motion under § 1.635 shall be filed as specified in this
subpart or when appropriate unless otherwise ordered by an
examiner-in-chief.

[49 FFR. 48416, Dec. 12, 1984, added effective Feb. 1 1, 1985; SOFR
23124, May 31, 1985 ]

§ 1.637 Content of motions.

(a) Every motion shall include (1) a statement of the precise
relief requested, (2) 2 statement of the material facts in support
of the motion, and (3) a full statement of the reasons why the
relief requested should be granted.

(b) Amotion under § 1.635 shall contain a certificate by the
moving party stating that the moving party has conferred with
all opposing parties in an effort in good faith (o resolve by
agreement the issues raised by the motion. A moving party shall
indicate in the motion whether any other party plans to oppose
the motion. The provisions of this paragraph do not apply to a
motion to suppress evidence ( § 1.656(h)).

(c) Apreliminary motion under § 1.633(c) shall explain why
the interfering subject matter should be redefined.

(1) A preliminary motion seeking to add or substitute a
count shall:

(i) Propose each count to be added or substituied.

(ii) When the moving party is an applicant, show the
patentability to the applicant of all claims in, or proposed to be
added to, the party’s application which correspond (o each
proposed count and apply the terms of the claims to the disclo-
sure of the party’s application; when necessary a moving party
applicant shall file with the motion an amendment adding any
proposed claim to the application.

(iii) Identify all claims in an opponent’s application which
should be designated to correspond toeach proposed count; if an
opponent’s application does not contain such a claim, the
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moving pasty shall propose a claim to be added to the
opponent’s application. The moving party shall show the pat-
entability of any proposed claims to the opponent and apply the
terms of the claims to the disclosure of the opponent’s applica-
ton.

(iv) Designate the claims of any patent involved in the
interference which define the same patentable invention as each
proposed count.

(v) Show that each proposed count defines a separate
patentable invention frogm every other count in the interference.

(vi) Be accompanied by a motion under § 1.633(f)
requesting the benefit of the filing date of any easlier application
filed in the United States or abeoad.

(2) A preliminary motion seeking 0 amend an application
claim corresponding to a count or adding a claim  be desig-
nated @ coerespond (0 & count shall:

(i) Propose an amended or added claim.

(ii) Show that the proposed or added claim defines the
same patentable invention as the count.

(iii) Show the patentability to the applicant of each
amended or added claim and apply the terms of the amended or
added claim to the disclosure of the application; when necessary
a moving party applicant shall file with the motion an amend-
ment making the amended or added claim to the application.

(iv) Be accompanied by a motion under § 1.633(f)
requesting the benefit of the filing date of any earlier application
filed in the United States or abroad.

(3) A preliminary motion seeking to designate an applica-
tion or patent claim o correspond to a count shall:

(i) Identify the claimn and the count.

(ii) Show the claim defines the same patentable invention
as the count,

(iif) Be accompanied by a motion under § 1.633(f) request-
ing the benefit of the filing date of any earlier application filed
in the United States or abroad.

(4) A preliminary motion seeking to designate an applica-
tion or patent claim as not corresponding to a count shall:

(i) Identity the claim and the count.

(ii) Show the claim does not define the same patentable
invention as any other claim designated in the notice declaring
the interference as comrespoading to the count.

(5) A preliminary motion seeking to require an opponent
who is an applicant to add a claim and designate the claim as
corresponding (0 a count shall:

(i) Propose a claim to be added by the opponent.

(ii) Show the patentability to the opponentof the claim and
apply the terms of the claim to the disclosure of the opponent’s
application.

(iii) Identify the coumt to which the claim shall be
designated o correspond.

(iv) Show the claim defines the same patentable invention
as the count to which it will be designated ©

(@) A preliminary motion under § 1.633(d) to subsutute a
different application shall:

(1) Identify the different application.

(2) Certify that a complete copy of the file of the different
application, except for documentsfiled under § 1.131 0z § 1.608,
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kas been served on all opponents.

(3) Show the patentability to the applicant of all claims in,
or proposed to be added to, the different application which
correspond to each count and apply the terms of the claims o the
disclosure of the different application; when necessary the
applicant shall file with the motion an amendment adding a
claim to the different application.

(4) Be accompanied by 2 motion under § 1.633(f) request-
ing the benefit of the filing date of an earlier application filed in
the United States or abroad.

(¢) A preliminary motion to declare an additional interfer-
- ence under § 1.633(e) shall explain why an additional interfer-
ence is necessary.
(1) When the preliminary motion seeks an additional
intesference under § 1.633(e)(1), the motion shall:

(i) Identify the additional application.

(ii) Certify thata complete copy of the file of the additional
application, except for documents filedunder § 1.131 0r § 1.608,
has been served on all opponents.

(iii) Propose a count for the additional interference.

(iv) Show the patentability to the applicant of all claims in,
or proposed to be added to, the additional application which
correspond to each proposed count for the additional interfer-
ence and apply the terms of the claims to the disclosure of the
addidonal application; when necessary the applicant shall file
with the motion an amendment adding any claim to the addi-
tional application.

(v) When the opponent is an applicant, show the patent-
ability to the opponent of any claims in, or proposed to be added

the opponent’s application which correspond to the proposed

count and apply the terms of the claims to the disclosure of the
oppounent’s application.

(vi) Identify all claims in the opponent’s application or
patent which sbould be designated o correspond (o each pro-
posed count; if the opponent’s application does not contain any
such claim, the motion shall propose a claim to be added to the
opponent’s application.

(vii) Show that each proposed count for the additional

-interference defines a2 separate patentable inventioa from ali
counts of the interference in which the motion is filed.

(viii) Be accompanied by a motion under § 1.633(D
requesting the benefit of the filing date of an earlier application
filed in the United States or abroad.

(2) When the peeliminary motion seeks an additional
interference under § 1.633(e)(2), the motion shall:

(i) Identify any application or patent to be involved in the
additional interference.

(ii) Propose a count for the additional interference.

(iii) When the moving party is an applicant, show the
patentability to the applicant of all claims in, or proposed to be
added to, the panty’s application which correspond to each
proposed count and apply the terms of the claims to the disclo-
sure of the party’s application; when necessary a moving pasty
applicant shall file with the motion an amendment adding any
proposed claim to the application.

(iv) ldentify all claims in any opponent’s application
which should be designated to comrespond to each proposed
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count; if an opponent’s application does not contain such a
claim, the moving pasty shall propose a claizn to be added tothe
opponent’s application. The moving party shall show the pat-
eatability of any proposed claim o the opponent and apply the
terms of the claim (o the disclosure of the opponent’s applica-
tion.

(v) Designate the claims of any patent involved in the
interference which define the samne patentable invention as each
proposed count.

(vi) Show that each proposed count for the additional
interference defines a separale patentable invention from afl
counts in the intesference in which the motion is filed.

(vii) Be accompanied by a motion under § 1.633(f)
requesting the benefit of the filing date of an earlier application
filed in the United States or abroad.

() A preliminary motion for benefit under § 1.633(f) shall:

(1) Identify the earlier application.

(2) When the earlier application is an application filed in
the United States, certify that a complete copy of the file of the
earlier application, except for documents filed under § 1.131 0
§ 1.608, bas been served on all opponents. When the earlier
application is an application filed abroad, certify that a copy of
the application filed abroad has been served oa all opponents. If
the earlier application filed abroad is not in English, the require-
ments of § 1.647 must also be met.

(3) Show that the earlier application constitutes a construc-
tive reduction o practice of each count.

(g) A preliminary motion to attack benefit under § 1.633(g)
shall explain, as 0 each count, why an opponent should not be
accorded the benefit of the filing date of the easlier application.

(b) A preliminary motion to add an application for reissue
under § 1.633(h) shall:

(1) Identify the application for reissue.

(2) Cextify thata complete copy of the file of the application
for reissue has been served on all opponents.

(3) Show the patentability of all claims in, or proposed o
be added to, the application for reissue which correspond o each
count and apply the terms of the claims to the disclosure of the
application for reissue; when necessary a moving applicant for
reissue shall file with the motion an amendment adding any
proposed claim to the application for reissue.

(4) Be accompanied by a motion under § 1.633(f) request-
ing the benefit of the filing date of an earlier application filed in
the United States or abroad.

[49 FR 48416, Dec. 12, 1984, edded effective Feb. 11, 1985; 50FR
23124, May 31, 1985; para. (e)(1)vi) revised 53 FR 23735, June 23,
1988, effective Sept. 12, 1988)

§ 1.638 Opposition and reply, time for filing opposition
end reply.

(a) Unless otherwise ordered by an examiner-in-chief, any
opposition (o any motion shall be filed within 20 days after
service of the motion. An opposition shall (1) identify any
material fact set forth in the motion which is in dispute and (2)
include an argument why the relief requested in the motion
should be denied.

(b) Unless otherwise ordered by an examiner-in-chief, a
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reply shall be filed within 15 days after service of the opposition.
A reply shall be directed only to new points raised in the
opposition.

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985]

§ 1.639 Evidence in support of motion, opposition, or
reply.

(a) Proof of any material fact alleged in a motion, opposi-
tion, or reply must be filed and served with the motion, opposi-
tion, or reply unless the proof relied upon is part of the interfer-
ence file or the file of any patent or application involved in the
intefference or any easlier application filed in the United States
of which a party has been accorded or seeks to be accorded
benefit.

(b) Proof may be in the form of pateats, printed publications,
and affidavits.

(¢) When a party believes the testimony is necessary to
support or oppose a preliminary motion under § 1.633 or a
motion to correct inventorship under § 1.634, the party shall
describe the nature of the testimoay needed. If the examiner-in-
chief finds that testimony is needed to decide the motion, the
examiner-in-chief may grant appropriate interlocutory relief
and enter an order authorizing the waking of testimony and
deferring a decision on the motion to final bearing.

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985)

§ 1.640 Motions, kearing and decision, redeclaration of
interference, order to show cause.

(a) A bearing on a motion may be held in the discretion of
the examiner-in-chief. The examiner-in-chief shall set the date
and time for any hearing. The length of oral argument at a
hearing on a motion is a matier within the discretion of the
examiner-in-chief. Anexaminer-in-chiefmay direct thata heag-
ing take place by telephone.

(b) Motions will be decided by an examiner-in-chief. An
examiner-in-chief may conselt with an examiner in deciding
motions involving a question of patentability. An examiner-im-
chief may grant or deny any motion or take such other action
which will secure the just, speedy, and inexpensive deterinina-
tion of the interference.

(1) When preliminary motions under § 1.633 are decided,
the examiner-in-chief will, when necessary, seta time for filing
any amendment to an application involved in the interference
and for filing a supplemental preliminary statement as to any
new counts involved in the interference. Failure or refusal of a
party to timely present an amendment required by an examiner-
in-chief shall be taken without further action as a disclaimer by
that party of the invention involved. A supplemental prelimi-
nary statement shall meet the requirements specified in § 1.623,
§1.624, § 1.625, or § 1.626, but need not be filed if a pasty states
that it intends to rely on a preliminary statement previously filed
under § 1.621(a). After (he time expires for filing any amend-
ment and supplemental preliminary statement, the examiner-in-
chief will, if necessary, redeclare the interference,

(2) After adecision is entered on preliminary motions filed
under § 1.633, a further motion under § 1.633 will not be
considered except as provided by § 1.655(b).
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(c) When a decision on any motion under § 1.633, § 1.634,
or § 1.635 is entered which does not result in the issuance of an
order to show cause under paragraph (d) of this section, a party
may file a request for reconsideration within 14 days after the
date of the decision. The filing of a request for reconsideration
will not stay any time period set by the decision. The request for
reconsideration shall specify with pasticularity the points be-
lieved to bave been misapprehended or overlooked in rendering
the decision. No opposition to arequest for reconsideration shall
be filed unless requested by an examiner-in-chief or the Board.
A decision of g single examiner-in-chief will not ordinarily be
modified unless an opposition has been requested by an exam-
iner-in-chief or the Board. The request for reconsideration shall
be acted on by a panel of the Board consisting of at least three
examiners-in-chief, one of whom will normally be the exam-
iner-in-chief who decided the motion.

(d) An examiner-in-chief may issue an order to show cause
why judgment should not be entered against a party when:

(1) A decision oo a motion is entered which is dispositive
of the interference against the party as 0 any count;

(2) The party is a junior party who fails to file a preliminary
statement; or

(3) The party is a junior party whose preliminary statement
fails to overcome the earlier of the filing date or effective filing
date of another party.

(¢) When an order to show cause is issued under paragraph
(d) of this section, the Board shall enter a judgment in accor-
dance with the order unless, within 20 days after the date of the
order, the party against whom the order issued files a paper
which shows good cause why judgment should not be entered in
accordance with the order. Any other party may file a response
to the paper within 20 days of the date of service of the paper.
If the party against whom the order was issued fails to show
good cause, the Board shall enter judgment against the party. If
aparty wishes (o take testimony in response to an order to show
cause, the party’s response should be accompanied by a motion
(§ 1.635) requesting the testimony period. See § 1.651(c)}(4).

{49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985; S0FR
23124, May 31, 1985)

§ 1.641 Unpatentshility discovered by exsminer-ln-chief.

During the pendency of an interference, if the examiner-in-
chief becomes aware of a reason why a claim corresponding to
acount may not be patentable, the examines-in-chief may notify
the parties of the reason and set a time within which each party
may present its views. After considezing any timely filed views,
the examines-in-chief shall decide how the interference shall

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985)

§ 1.642 Addition of application or patent to interference.

During the pendency of an interference, if the examines-in-
chief becomes aware of an application or a patent not involved
in the interference which claims the same patentable invention
as acount in the interference, the examiner-in-chief may add the
application or patent to the interference on such terms as may be
fair to all parties.

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985)
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§ 1.643 Prosecution of interference by assignee.

(a) An assignee of record in the Patent and Trademark
Office of the entire intesest in an application or patent involved
in an interference is entitled to conduct prosecution of the
interference to the exclusion of the inventor.

(b) An assignee of a part interest in an application or patent
involved in an interference may file amotion (§ 1.635) forentry
of an order authorizing it to prosecute the interference. The
motion shall show (1) the inability or refusal of the inveator to
prosecute the interference or (2) other canse why the ends of
justice require that the assignee of a past interest be permitied to
prosecute the interference. The examiner-in-chief may allow
* the assignee of a part interest (o prosecute the interference upon

such terms as may be appropriate.
{49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985]

§ 1.644 Petitions in interferences.

(a) There is no appeal to the Commissioner in an interfes-
ence from a decision of an examiner-in-chief or a panel consist-
ing of more than one examiner-in-chief. The Commissioner will
not consider a petition in an interference unless:

. (1) The petition is from a decision of an examiner-in-chief
or a panel and the examiner-in-chief or the panel shall be of the
opinion (i) that the decision involves a controlling question of
procedure or an interpretation of a rule to which there is a
substantial ground for a difference of opinion and (ii) that an
immediate decision on petition by the Commissioner may
materially advance the ultimate termination of the interference;
(2) The petition seeks to invoke the supervisory authority
of the Commissioner and is not filed peior to the decision of the
Board awarding judgment and does not relate to (i) the merits of
priority of invention or patentability or (ii) the admissibility of
evidence under the Federal Rules of Evidence; or
(3) The petition seeks relief under § 1.183.

(b) A petition under paragraph (a)(1) of this section filed
more than 15 days afier the date of the decision of the examines-
in-chief or the panel may be dismissed as untimely. A petition
under paragraph (a)(2) of this section shall not be filed prior to
decision by the Board awarding judgment. Any petition under
paragraph (a)(3) of this section shall be timely if it is made as
part of, or simultaneously with, a proper motion under § 1.633,
§ 1.634, or § 1.635. Any opposition to a petition shall be filed
within 15 days of the date of service of the petition.

(¢) The filing of a petition shall not stay the proceeding
unless 3 stay is granted in the discretion of the examiner-in-
chief, the panel, or the Commissioner.

(d) Any petition must contain a statement of the facts
involved and the point or points to be reviewed and the action
requested. Briefs or memoranda, if any, in support of the
petition or opposition shall accompany or be embodied therein.
The petition will be decided on the basis of the record made
before the examiner-in-chief or the panel and no new evidence
will be considered by the Commissioner in deciding the peti-
tion. Copies of documents already of record in the interference
shall not be submitted with the petition or opposition.

(¢) Any petition under paragraph (a) of this section shall be
accompanied by the petition fee set forth in § 1.17(h).

R-79

§ 1.646

(f) Any request for reconsideration of a decision by the
Commissioner shall be filed within 15 days of the decisionofthe
Commissioner and must be accompanied by the fee set forth in
§ 1.17(b). No opposition to a request for reconsideration shall be
filed unless requested by the Commissiones. The decision will
pot ordinarily be modified unless such an opposition has been
requested by the Commissioner.

(g) Where reasonably possible, service of any petition,
opposition, or request for reconsideration shall be such that
delivery is accomplished within one working day. Service by
hand or “Express Mail” complies with this paragraph.

(b) Anoral heasing on the petition will not be granted except
when considered necessary by the Commissioner.

(i) The Commissioner may delegate to appropriate Patent
demdunukOﬁceunployeesthedetmmauonof petitions
under this section.

{49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985; S0FR
23124, May 31, 1985]

§ 1.64S Extension of time, late papers, stay of

proceedings.

(a) Except to extend the time for filing & notice of appeal o
the U.S. Court of Appeals for the Federal Circuit or for com-
mencing a civil action, a party may file a motion (§ 1.635)
seeking an extension of time to take action in an interference.
See § 1.304(a) for extensions of time for filing anotice of appeal
to the U.S. Court of Appeals for the Federal Circuit or for
commencing a civil action. The motion shall be filed within
sufficient time to actually reach the examiner-in-chief before
expiration of the time for taking action. A moving party should
0ot assume that the motion will be granted even if there is no
objection by any other party. The motion will be denied unless
the moving party shows good cause why an extension should be
gramted. The press of other business arising after an examiner-
in-chief sets a time for taking action will not normally constitute
good canse. A motion seeking additional time to take testimony
because & party has not been able io procure the testimony of 8
witmess shall set forth the name of the witness, any steps taken
to procure the testimony of the witness, the dates on which the
steps were taken, and the facts expected to be proved through the
witness.

(b) Any paper belatedly filed will not be considered except
upoa motion (§ 1.635) which shows sufficient cause why the
paper was not timely filed. See § 1.304(a) for exclusive proce-
dures relating (o belated filing of a notice of appeal to the U.S.
Court of Appeals for the Federal Circuit or belated commence-
ment of a civil action,

(c) The provisions of § 1.136 do not apply to time periods
in interferences.

(d) In an appropriate circumstance, an examiner-in-chief
may stay proceedings in an interference.

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985; SOFR
23124, May 31, 198S5; paras. () & (b), 54 FR 29553, July 13, 1989,
effective Aug. 20, 1989]

§ 1.646 Service of papers, proof of service.

(@) A copy of every paper filed in the Patent and Trademark
Office in an interference or an application or patent involved in
Rev. 14, Nov. 1992
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the intererence shall be served upon all other parties except:

(1) Preliminary statements when filed under § 1.621;
preliminary statements shall be served when service is ordered
by an examines-in-chief,

(2) Ceriified transcripts and exhibits which accompeny the
transcripts filed under §§ 1.676 or 1.684; copies of transcripts
shall be served as part of a pasty's record under § 1.653(c).

(b) Service shall be on an attorney or agent foe & party. If
there is no artormey or agent for the panty, service shall be on the
party. An examiner-in-chief may order additional service or
waive service whese approprisie.

{c) Unless othesrwise ordered by an examines-in-chief, or
except as otherwise provided by this subpart, service of a paper
shall be made as follows:

(1) By handing a copy of the paper to the person served.

(2) By leaving a copy of the paper with someone employed
by the person at the person’s usual place of business.

(3) When the person served has no usual place of business,
by leaving a copy of the paper at the person’s residence with
someone of suitable age and discretion then residing therein.

(4) By mailing a copy of the paper by first class mail; when
service is by mail the date of mailing is regarded as the date of
service.

(5) When it is shown to the satisfaction of an examiner-in-
chief that none of the above methods of obtaining or serving the
copy of the paper was successful, the examiner-in-chief may
order service by publication of an appropriate notice in the
Official Gazette.

{d) An examiner-in-chief may order that a paper be served
by hand or “Express Mail”.

(e) Proof of service must be made before a paper will be
considered in an interference. Proof of service may appear oo or
be affixed to the paper. Proof of service shall include the date
and manner of service. In the case of personsal service under
paragraphs (c)(1) through (c)3) of this section, proof of service
shall include the names of any person served and the person who
made the service. Proof of service may be made by an acknowl-
edgment of service by or on behalf of the person served or a
statement signed by the party or the party’s attorey or agent
containing the information required by this section. A statement
of an atiorney or agent attached to, or appearing in, the paper
stating the date and manner of service will be accepied as prima
Jacie proof of service.

{49 FR 48416, Dec. 12, 1984, edded effective Feb. 11,1985; SOFR
23124, May 31, 1985]

§ 1.647 Translation of document in foreign language.
When a pasty relies on a document in 8 language other than
English, a translation of the document into English and an
affidavitattesting to the accuracy of the translation shall be filed
with the document.
{49 FR 48416, Dec. 12, 1984, sdded effective Feb. 11, 1985)

§ 1.651 Setting times for discovery and taking
testimony, parties entitled to take testimony.

(a) Atan appropriate stage in an interference, an examines-
in-chief shall set (1) a time for filing motions (§ 1.635) for
additional discovery under § 1.687(c) and (2) testimony pesiods
Rev. 14, Nov. 1992
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for taking any mecessary testimony (estimony includes testi-
mony to be taken abroad under § 1.684).

(b) Whese appropriste, testimony periods will be set ©
permit a pasty to:

(1) Present its case-in-chief and/or case-in-rebuttal and/or

(2) Cross-examine an opponent’s case-in-chief and/or a
case-in-rebuttal.

(c) A party is notentitied to take testimony to present acase-
in-chief unless:

(1) The examines-in-chief orders the taking of testimony
under § 1.639(c);

(2) The party alleges in its preliminary statement a date of
invention prior to the easlier of the filing date or effective filing
date of the senior party;

(3) A testimony period has been set to permit an opponent
to prove a date of invention peioe (o the earlier of the filing date
or effective filing date of the party and the party has filed a
preliminary statement alleging a date of invention prior to that
date; or

(4) A motion (§ 1.635) is filed showing good cause why a
testimony period should be set.

(d) Testimony, including any testimony to be taken abroad
under § 1.684, shall be taken and completed during the testi-
mony periods set under paragraph (a) of this section. A party
seeking to extend the period for taking testimony must comply
with § 1.635 and § 1.645(a).

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 198S; paras.
(e) & (d), 56 FR 42528, Aug. 28, 1991, effective Sept. 27, 1991; 56 FR
46823, Sept. 16, 1991]

§ 1.652 Judgment for feilure to take testimony or file
record,

If a junior party fails to timely take testimony authorized
under § 1.651, or file a record under § 1.653(c), an examiner-in-
chief, with or without 2 motion (§ 1.635) by another pasty, may
issue an order to show cause why judgment should not be
entered against the junior party. When an order is issued under
this section, the Board shall eater judgment in accordance with
the order unless, within 15 days afier the date of the order, the
junior party files apaper which shows good cause why judgment
should not be eatered in accordance with the order. Any other
pasty may file a response to the paper within 15 days of the date
of service of the paper. If the party against whom the order was
issued fails to show good cause, the Board shall enter judgment
against the party.

{49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985]

§ 1.653 Record and exhibits,

(2) Testimony shall consist of affidavits under § 1.672 (b)
and (e), transcripts of depositions under §§ 1.672 (b) and (¢),
agreed statements of fact under § 1.672(f), and transcripts of
interrogatories, cross-intesrogatories, and recorded answers
under § 1.684(c).

(b) An affidavit shall be filed as set forth in § 1.672 (b) or
(e). A cestified wranscript of adeposition including a deposition
cross-examining an affiant, shall be filed a5 set forth in § 1.676.
An original agreed statement shall be filed as set forth in §
1.672(f). A wanscript of interrogatories, cross-interrogatories,
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and recorded answers shall be filed as set forth under § 1.684(c).

(©) In addition to the items specified in paragraph (b) of this
section end within a time set by an examines-in-chief each party
shall file theee copies and serve one copy of a record consisting
of:

. (1) Anindex of the names of each withess giving the pages
of the record where the direct testimony and cross-examination
of each witness begins.

(2) An index of exhibits briefly describing the nature of
each exhibitand giving the page of the record where each exhibit
is first identified and offered into evidence.

(3) The count or counts.

(4) Each (i) affidavit, (ii) transcript, including transcripts of
cross-examination of any affiant, (iii) agreed statement relied
upon by the pasty, and (iv) ranscript of interrogatories, cross-
interrogatories, and recorded answers filed under paragraph (b)
of this section.

(5) Eachnotice, official record, and publicationrelied upon
by the party and filed under § 1.682(a).

(6) Any evidence from another interference, proceeding, or
action relied upon by the pasty under § 1.683.

(7) Each request for an admission and the admission and
each written intervrogatory and the answer upon which a party
intends 1o rely under § 1.688.

(d) The pages of the record shall be consecutively num-
besed.

(e) The name of each witness shall appear at the top of each
page of each affidavit or transcript.

() The record may be typewritien or printed.

(g) When the record is printed, it may be produced by
standard typographical printing or by any process capable of
producing a clear black permanent image. All printed matter
except on covers mustappear in at least 11 point type on opague,
unglazed paper. Margins must be justified. Footnotes may not
be printed in type smaller than 9 point. The pages size shall be
8 1/2 by 11 inches (21.8 by 27.9 cm.) with type matter 6 1/2 by
9 1/2 inches (16.5 by 24.1 cm.). The record shall be bound o lie
flat when open.

(b) When the record is typewritien, itmust be clearly legible
- on opaque, unglazed, durable paper approximately 8 1/2 by 11
inches (21.8 by 27.9 cm.) in size (letter size). Typing shall be
double-spaced on one side of the paper in not smaller than pica-
type with amargin of 1 1/2 (3.8 cm.) on the lefi-hand side of the
page. The pages of the record shall be bound with covers at their
left edges in such manner to lie flat when open in one or more
volumes of convenient size (approximately 100 pages per
volume is suggested). Multigraphed or otherwise reproduced
copies conforming to the standards specified in this paragraph
may be accepied.

(i) Each party shall file its exhibits with the record specified
in paragraph (c) of this section. One copy of each documentary
exhibit shall be served. Documentary exhibits shall be filed in
an envelope or folder and shall notbe bound as part of the record.
Physical exhibits, if not filed by an officer undes § 1.676(d),
shall be filed with the record. Each exhibit shall contain a label
which identifies the party submitting the exhibit and an exhibit
number, the style of the interference (e.g., Jones v. Smith), and
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the interference number. Where possible, the label should
appear a4 the bottom right-hand comer of each documentary
exhibit. Upon termination of an interference, an examiner-in-
chief may return an exhibit to the party filing the exhibit. When
any exhibit is returned, the examines-in-chief shall enter an
appropeiate order indicating that the exhibit has been retumned.

() Any testimony, record, or exhibit which does not comply
with this section may be returned under § 1.618(a).

[49 FR 48465, Dec. 12, 1984, added effective Feb. 11, 1985; S0FR
23124, Mey 31, 1985]

§ 1.654 Final bearing.

(2) Atan appropriate stage of the interference, the parties
will be given an oppostunity to appear before the Board o
present oral argusnent at a final bearing. An examiner-in-chief
shall set a date and time Yor final bearing. Unless otherwise
oedered by an exsminer-in-chief or the Board, each party will be
eatitled to no more than 60 minutes of oral argument at final
hearing,

(b) The opening argument of a junior party shall include a
fair statement of the junior party’s case and the junior pasty’s
position with respect to the case presented on behalf of any other
party. A junior party may reserve a portion of its time for
rebutial.

(c) A party shall not be entitled to argue that an opponent
abandoned, suppressed, or concealed an actual reduction
practice unless a notice under § 1.632 was timely filed.

(d) Afterfinal hearing, the interference shall be taken under
advisement by the Board. No further paper shall be filed except
under § 1.658(b) or as anthorized by an examiner-in-chief or the
Board. No additional oral argument shall be had unless ordered
by the Board.

{49 FR 48466, Dec. 12, 1984, added effective Feb. 11, 1985)

§ 1.655 Matters considered in rendering a final decision.

(a) Inrendering a final decision, the Board may consider any
properly raised issue including (1) priority of invention, (2)
derivation by an opponent from a party who filed a preliminary
statement under § 1.625, (3) patentability of the invention, (4)
admissibility of evidence, (5) any interiocutory matter deferred
tofinal hearing, and (6) any other matter necessary toresolve the
intesference. The Board may also consider whether any intes-
locutory order was manifestly erroneocus or an abuse of discre-
tion. All interlocutory orders shall be presumed to have been
correct and the burden of showing manifest exror or an abuse of
discretion shall be on the party attacking the order.

(b) A party shall not be entitled to raise for consideration at
final hearing a matter which properly could have been raised by
a motion under §§ 1.633 or 1.634 unless (1) the motion was
properly filed, (2) the matter was properly raised by a party in
an opposition to a motion under §§ 1.633 or 1.634 and the
motion was granted over the opposition, or (3) the party shows
good cause why the issue was not timely raised by motion or
opposition.

(¢) To prevent manifest injustice, the Board may consider
an issue even though it would not otherwise be entitled to
consideration under this section.
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§ 1.656
{49 FR 48466, Dec. 12, 1984, sdded effective Feb. 11, 1985}

¢ 1.656 Briefs for final hearing.

(a) Each party shall be entitled to file briefs for final hearing.
The examines-in-chief shall determine the briefs needed and
shall set the time and order for filing briefs.

(b) The opening brief of a junior party shall contain under
appropriate headings and in the order indicated:

(1) A table of contents, with page references, and a table of
cases (alphabetically arranged), statutes, and other authorities
cited, wnﬂlmfaences(othepagesofthehufwhemlheym
cited.

© (2) A statement of the issues preseated for decision in the
interference.

(3) A statement of the facts relevant to the issues presented
for decision with appropriate references o the record.

(4) An argument, which may be preceded by a summary,
which sball contain the contentions of the party with respect to
the issues to be decided, and the reasons thevefor, with citations
to the cases, statutes, other authorities, and parts of the record
relied on.

- (5) A short conclusion stating the precise relief requested.

(6) An appendix containing a copy of the counts.

(c) The opening brief of the senior party shall conformn to the
requirements of paragraph (b) of this section except

(1) A statement of the issues and of the facts need not be
made unless the pasty is dissatisfied with the statement in the
opening brief of the junior party and

(2) An appendix containing a copy of the counts need not
be included if the copy of the counts in the opening brief of the
junior party is comvect.

(d) Briefs may be printed or typewritten. If typewritien,
legal-size paper may be used. The opening brief of each party in
excess of 50 legal-size double-spaced typewritten pages or any
other brief in excess of 25 legal-size double-spaced typewritien
pages shall be printed unless 2 satisfactory reason be given why
the brief should not be printed. Any printed brief shall comply
with the requirements of § 1.653(g). Any typewritten brief shall
comply with the requirements of § 1.653(h), except legal-size
paper may be used and the binding and covers specified are not
required.

(e) Anoriginal and three copies of each brief must be filed.

() Any brief which does not comply with the requirements
of this section may be returned under § 1.618(a).

(g) Any party, separaie from its opening brief, but filed
concurrently therewith, may file an original and three copies of
concise proposed findings of fact and conclusions of law. Any
proposed findings of fact shall be supported by specific refer-
ences to the record. Any proposed conclusions of law shall be
supported by citation of cases, statutes, or other anthority. Any
opposing party, separate from its opening or reply brief, but filed
concurrently therewith, may file a paper accepting or objecting
to any proposed findings of fact or conclusions of law; when
objecting, a reason must be given. The Board may adopt the
proposed findings of fact and conclusions of law in whole or in
part.

(b) If aparty wants the Board in rendering its final decision
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to rule on the admissibility of any evidence, the pasty shell file
with its opening brief an original and three copies of a motion (§
1.635) to suppress the evidence. The provisions of § 1.637(b)do
not apply (0 a motion to suppress under this paragraph. Any
objection previously made to the admissibility of an opponent’s
evidence is waived unless the motion required by this paragraph
is filed. An original and three copies of an opposition o the
motion may be filed with an opponent’s opening beief or reply
brief as may be appeopriate.

(i) When a junior party fails to timely file an opening brief,
an order may issue requiring the junior party to show cause why
the Board should not trest failure to file the brief as a concession
of priogity. If the junior party fails 0 respond within 2 time
period set in the order, judgment may be emtered against the
jumior party.

{49 FR 48466, Dec. 12, 1984, lddedeﬂ'ecnve Feb. 11, 198S)

§ 1.657 Burden of proof as to date of invention.

A rebutiable presumption shall exist that, as to each count,
the inventors made their invention in the chronological order of
the earlier of their filing dates or effective filing dates. The

burden of proof shall be upon a party who contends otherwise.
[49 FR 48466, Dec. 12