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901.01 . Canceled Matter in U.S. Patent Files
Canceled matter in the application file of 2 U.S.

patent is niot a proper reference as of the filing date
under ‘35 U.S.C. 102(e), see Ex parte Stalego, 154
USPQ 52. However, matter canceled from the appli-
cation file wrapper of a U.S. patent maybeusedas
prior art as of the patent date in that it then consti-
tutes prior public knowledge under 35 U.S. C. 102(a),
In re Lund et al, 153 USPQ 625 (CCPA 1967).

901.02 Abandoned Appliuﬁons

37 CFR 1.108. Abondoned applications not cited. Abandoned appli-
cations 8s such will not be cited @s references except those which
bavebeeomenhsndonedasaremlt of the ﬁlmgand acceptance of a
request under § 1.139.%

- Where an abandoned appllcatmn is: referred to in an
issued U.S. patent, the disclosure of the application is
incorporated- by reference into the disclosure of the
patent and is available to the public. See § 1.14(b). .

-In re-Heritage, 1950 CI.- 419,86 USPQ. 160, holds
that where a. patent refers-to and relies; upon the dis-
closure . of 2 copending sbandoned apphcatlorn, such
disclosure is: available as a reference. See also In-re
Luand, 153 USPQ 625, 54 CCPA 1361. :

It has also been held that where the reference
patent. refers to a copending but abandoned applica-
tion' which discloses subject- matter in common with
the patent, the effective date of the reference as to the
common subject matter is the filing date of the aban-

“doned application. Ex parte Clifford, 49 USPQ 152;

Ex parte Peterson, 63 USPQ 99; and In re Switzer et
al., 612 O.G. 11; 77 USPQ 156.

Pubhshed abstracts, abbreviatures and defenswe
publications are references (§ 901.06(d)).

§ 90103 Pending Applications

Except as provided in 37 CFR 1.11(b) pending U.S.
applications are preserved in secrecy (37 CFR 1.14(a))
and are not available as references. However, claims
in one application may be rejected on the claimed
subject matter of a copending application of the same
inventive entity. For applications having a common
assignee and different inventive entities claiming a
single inventive concept see § 804.03.

Applications abandoned under § 1.139 are treated as
pending applications for limited time periods regard-
ing interferences and the filing of a continuving appli-
cation. (See § 711.06.)

§901.04 U.S. Patents

The following different series of U.S. patents are
being, or in the past have been issued. The date of
patenting given on the face of each copy is the publi-
cation date and is the one usually cited. The filing
date, in most instances also given on the face of the
patent, is ordinarily the effective date as a reference
(35 U.S.C. 102(e)).

X-Series. These are the approzimately 10,000 patents
issued between 1790 and July 4, 1863. They were not



§901.04

orighaily wembered;
siznednumbemmthesequencemwmchtheywere
issued. The number should not be cited. When copies
ueordemmepmuanmnnddﬁeofm suf-
fice for identification... o
1836 Series. The meclnmcal elecmal, md chemx
calpﬂmmndmce 1836 and frequently designat-
edu“uﬁhty"patcnu,aremcludedmthmsenes.A
c:tatwnbynnmbermlynsunderstoodtorefertothm
senes.'l'hnssenescompmesthebulkofall U.S. pat-
ents issued. Some U.S. patents issoed in 1861 bear two
numbers but only the larger number should be cited.
Reissue Series. Reissue patents (§ 1401) have been
given a separate series of nurhbers preceded by “Re.”
In citing, the leiters and the number must be given,
e.g., Re 1776. The date that: it is effective as a refer-
ence is the effective date of the ongmal patent appli-
catlon, not the filing date of the reissue application.
‘Design reissue patents dre numbered with the same

number series as “utility” reissue patents. The letter

preﬁx does however mdxcate them to be des:gn re-
lssues

A, Sene: Ftom 1838 to’ 1861, patents covenng an
inventor’s -improvement on- his: own patented device
were given a separate series of numbers preceded by
“A.L” to indicate Additional lmpmvement In citing,
the letters and the number must be’ ngen, eg, AL
113. About 300 such patents were issued. -

Plant Patent Series. When' the statutes were amend-
ed ‘to -provide for patenting certain types of plants
(Chapter 1600) these patents were given a séparate
series of numbers. In citing, the letters “P.P.” and the
number must be given, e.g., P.P. 13. - =

Design Patents. Patents for designs (Chapter 1500)
are issued under a separate:series of numbers. In
citing, the letter “D* and the number must be given,
e.g., D. 140,000.

Numbers for Identification of Billlegraplic Data on the Firat Poge
ome-tnndUkeDocmu(INlDNmba!)

The puarpose of INID Codes ("IN!D" is en acronym for “Inter-
ustionally sgreed Numbers for the Identificstion of Dats™) is to
provide & means whereby the various data appearing on the first
page of patent and like documents can be identified without knowl-
edge of the language used and the laws applied. They are now used
by most patent offices and have been applied to U.S. patents since
Aug. 4, 1970. Some of the codes are not pertinent to the documents
of & particular country and some which are may, in fact, not be
used. Those codes which are not applicable to U.S. patents or not
used are identified in the list below.

INID Codes and Minimum Reguired for the identification of
Bibliographic Data
C10) Document identification
%(11) Number of the document
*(12) Plain language designation of the kind of document
¢¢(19) WIPO country code, or other identification, of the coun-
try publishing the document
(*® Minimum data element for patent documents only)
(20) Domestic filing daia
“21) Number(s) essigned (o the epplication(s), e.g. “Numéro
d'enregistrement national”, “Aktenzeichen™
¢(22) Date(s) of filing application(s)
©(23) Other date(s) of filing, including exhibition filing date and
date of filing complete specification following provisional spec-
ification *
(24) Date from which industsial property rights may have effect

; Auw&wﬁm tan- published: mwm

Luumue in which the spplication is published

(30) Priority data © ,

%(31) Numbes(s) astigned to priority application(e) ®

#(32) Date(s) of filing of priosity application(s) ! -

°(33) Country (counmtries) in which priosity npplicmu(l) W
(wese) filed ®

Neez With the proviso that data coded (31), (32) end (33) are
mdmneﬂmmdmnnnﬂehne.cneuory(smmbew.fn
desired.

(40) Date(s) of making available to the public

"(41)Dneofm¢mgavuhble tothepubhcby viewing, of
copying on reguest, an wwnexamined document, o whick mo
grant hes teken place on or before the ssid date !

°2(42) Date of meking availsble to the public by viewiag, or
copmoanmmexammeddocmem.onwlnchmpm
has taken place om or before the said date! .

"(43)Dneof@hc¢nonbypnnmoramﬂuptmufm
unaammeddocument.onwhnchnogrmthutﬁnphmoa
or before the sgid date 2 =

¢e{44) Date of publicstion by pnnungornmnhrmofma-
mueddocummwhnchnogrmthuukenpheeona
before the seid date

ee(45) Date of publication by printing or nmzhrpmcesofa
docnmentonwhnchmthnsukmpheeonorbefmeﬂnwd
date

(46)Dateofpubimnbypnnungors:mﬂuprmofthe
claim(s) only of a docement !

*8(47) Date of msking svailable to the pubhc by wcwm;. ar
oopy:ngonmqmadocumentonwhchmthsuken
place on or before the said date !

(**Minimum data element for patent documems ody, the mini-
mmndaureqmrementbangmetbymdlcanngthedmofm
avzilshle to the public the dowment concemed)

(50) Technical information

¢(51) International Patent Chmﬁcauon

(52) Domestic or nations! Classification

(53) Universal Decimal Clagsification !

%(54) Title of the invention

(55) Eeywords*. = - .

SG)Lutofpnormdocnmcnu. if separate from descriptive text

{57y Abstract or claim

(58) Field of search
(60) References to other legally related domestic patent documents

including unpublished applications therefor 3
Note: Priority data should be coded in category (30)

(65) is intended primarily for use by countries in which the ne-
tional laws require that re-publication occurs at various procedus-
el stages under different publication numbers and these numbers
differ from the basic application numbers]

(61) Number and, if possible, filing date of the caslier application,
or number of the earlier publicstion, or aumber of earlier
granted patent, inventors® ceviificate, utility maodel or the like to
which the present document is an addition !

(62) Number and, if possible, filing date of the earlier application
from which the present document has been divided out

(63) Number and filing date of the earlier application of which the
present document is & continuation

(64) Number of the easlier publication which is “reissued”

(65) Number of a previously published patent document concerning
the same application

(70) Identification of parties concerned with the document

Note: {(75) and (76) are intended primarily for use by countries in
which the national laws reguire that the inventor and applicant are
normally the same. In other cases (71) and (72) or (71), (72) and
(73) should generally be used)

©(71) Name(s) of applicant(s) *

(72) Name(s) of inventor(s) if known to be such !

¢8(73) Name(s) of grantee(s)

(74) Name(s) of attormney(s) or lgent(l) 1 ’

(75) Name(s) of inventor(e) who is (are) also npphcant(s)
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m‘n'r WCA‘TION. SEARCH "

‘W)Nmel(a)ofmwmor(s)whos(-e)mm&)nd
Mn
("Fordocmnuonwhlchgrmtlmuhmplweonorhdom
thedmdmkmavuhblewthepubhc,mdmwmr&t
ing thevets, the minimum daés ¢ M-mwmw
gremtos, and for other documents by indicating the spplicamt).
(w)mmq‘mmuwmmmmmmm
thew the Paris Convention
Nm‘(‘hecodes(aé)md(snaremmdadwbemd

0 national documents when identifying one or more of the
relevant filing data or publicstion dets of a regional or PCT appli-
cation :

~on regionel documents when idestifying one or more of the
relevant filing data or publication data of amother regtoul or PCT
application. These duta should be used together and preferably
on g single line,
(81) Designated State(s) according to the PCT ¢
(82) Elected State(s) according to the PCT ¥ .
(84) Deumwed Coutrecting States under the Europem Patent

Convention *'
{85) Date of fulfiliment of the requirements of article 22 and/or 39

of the PCT for introducing the pations! procedure sccording

WoPCT?

(86) Filmgdmdthe reglonal or PCT awbamn, i.e. applmxicu
‘number, language in which the published apphcauon was cmgl-
“nafly filed gad spplication filing date -~

(87) Pubbuuon data of the regionsl or PCT application, ie. publi-
. catios number, l&ngungemwhlchdieapphcmonupubkdmd
and publication data.

(88) Dite of déferred publication of the search repm K

(89)Docmentnumberandcoumryofougm oftheongmaldoul
- ment according 1o the CMEA Agreement on: Mutual Recogni-

. tion of Iaventors’ CemﬁcawsandothaDocumtsometec-

tion for Inventions.!

The INID codes which are preceded by a nngle ntemk (')
relate to those dats elements which are considered to be the mini-
murn ‘elements which should sppear on the first page of a docu-
ment—and in an entry in an official gazetie.

The INID codes which are preceded by 2 double asterisk (®°)
relate to those datz clements which are comsidered to be minimum
elements in circumstances specified in the sccompanying notes.

Notes concerning the application of INID Codes to U.S. patents:

i This item is either not applicable to U.S. patents or, if applica-
ble, is either not coded or not assigned this code.

2 The respective specific data elements within this category are
not individually coded. They are printed in 2 particular format
under the caption “Foreign Application Priority Data” which is
identified by the INID Code [30]. _

3 The specific data applicable to a particular patent is printed
under the caption “Related U.S. Application Dats.” Where the re-
lationship is due solely to division or to coatinustion end/or con-
tinuation-in-part, the data is identified by the sppropriate specific
INID Code, i.e. [62] or [63], respectively. Where the relationship is
due to any combination of these two specific sub-categories, the
data is identified by use of the generic IKIEY Code {60].

901.05 Foreign Patent Documents

In some countries, there is 2 delay between the date
of the patent grant and the date of publication. Gener-
ally, a foreign patent should not be cited as a refer-
ence unless the examiner has seen the patent.

Citation data pertaining to those countries from
which the most patent publications are received are
given in the following sections. Additional informa-
tion can be obtained from the Scientific Library.

A. FOREIGN PATENT MATERIAL

There are approximately 25 countries in which the
specifications of patents are published in printed form,
including those in which the specifications are so pub-
lished before the patent is granted. Where an inven-
tion is patented in more than one country, a single

oopy s selected for pheement in “the eummm"
search file. If the U.S. is 6ne of the countries in the
“family” of patents, none to. the forexgn "equwalen &
are piwed in the search file.

B. Norss ON Fom-:xc.n PATENT LAWS m GENERAL

Some general information on foreign patent laws is
given here, to summarize particular features which
msy be observed and to consider terminology used.
Some additional details may be found under individu-
al countries in Part F.

By way of contrast, it is first recalled that in the
United States a number of different events all occur
on the same day, the issue date. These events include:
(1) a patent document, the “letters patent,” which
grants aiid thereby creates the legal rights coaferred
by a patent, is executed and sent to the applicant; (2)
the patent rights come into existence; (3) the patent
rights can be exercised; (4) the specification of the
patent becomm available to the public; (5) the pros-
ecution papers ‘become available to the public; (6) the
specnﬁcatlon is pubhshed in pnnted form, (7) an issue
of an’official journal, containing an ‘announcement of
the patent with an abstract or equlvalent, is pubhshed
In most t’orelgn countries various ones of these events
occur on different days and some of them may never
occur atall.

a. Applicant. In most countries the owner of the
prospective rights, derived from the inventor, may
also apply for a patent in his own name as applicant;
in a few, other persons may apply as well or be
joined as co-apphcams ‘Hence applicant is not syn-
onymous with inventor, and the apphant may be a
company. Some coumtries require the inventors’
names to be given and regularly print them on the
published copies; Other countries may sometime print
the inventors’ names, presumably when available or
when requested to do so.

b. Application. The word apphcatlon is commonly
used to refer to the entire set of papers filed when
seeking a patent. However, from the standpoint of
strict statutory language in many laws, and this was
once the case in the U.S. as well, the word applica-
tion refers only to the paper, usually a printed form,
in which a patent is requested. The application, in this
sense, is to be “accompanied by” or have “‘attached”
to it certain other papers, namely a specification,
drawings when necessary and perhaps other papers.

¢ Publication of pending applications. In general,
pending applications are confidential until a patent is
granted, or until a certain stage in the proceedings, or
until a certain date, as may be specified in a particular
law.

Some countries have adopted a practice of publish-
ing pending applications, meaning the contents or
documents of the application, at a certain time after
filing, the applications being as yet unexamined or in
process of examination. The applicant is given certain
provisional rights on this publication.

This publication may take either of two forms. In
some countries, a notice giving certain particulars is
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published in the official journal and thereafier any coe
may see the pepers at the patent office or order
copies. There is mo printed publication of the specifi-
cation, although am abctrm -may be published in

printed form. In Ausirelia, patents are microfilmed
copies of applications, In re Wyer, 210 USPQ 790
(CCPA 1981).

Several omet countries publish the specifications of
pench:gc in printed form at @ specified
¢ filing. ’I‘hene documents, of course, conati-

tute references as printed publications and whether or
aot a patent is subsequently granted becomes unim-

In deahng with foreign patent material, the words
“published” and “publication” sometimes refer only to
the opening for inspection and making copies of the
papers and not to a printed publication. Iz what fol-
fows this will be pointed out when not apperent from
the context.

d. Administrative systems. The administrative sys-
tems of issuing patents by a patent office vary from an
inspection of the papers to determine if they are in
pmperfomtomexammanonofthemtsonthc
basis of an extensive search of the prior art. The
former are referred to as nonexammmg or tcsmtatmn
countries, although there could be a rejection on mat-
ters apparent on the face of the papers, such as that
the subject matter is what we would call outside the
statutory classes.

Of the examining countries (more appropriately
pre-examining) the extent of the material searched
varies. Only a few, possibly less than a dozen, include
a substantial amount of foreign patent material and
nonpatent publications, as well as their own patents,
in their search files. Some countries specificaily limit
the search by rule to their own patents with very
little or no additional material, or do so for lack of
facilities. An increasing number require applicants to
give information concerning references cited in corre-
sponding applications filed in other countries.

e. Oppositions. Most examining countries consider
participation by the public as an inherent feature of
their examining system. When an application is found
to be allowable by the examiner, it is “published” for
opposition. Then there is a period, usually 3 or 4
months, within which members of the public can
oppose the grant of the patent; this could be any
person or company in most countries, or only one
having an interest in some. The opposition is an inter
partes proceeding and the opposer can ordinarily raise
any ground on the basis of which a patent would be
refused or held invalid, including any applicable refer-
ences.

The publication for opposition, also referred to as
laying open for opposition, may take the form of the
publication of a notice in the official journsl with the
application, meaning the contents, being then open to
public inspection and the obtaining of copies. Some
countries, in addition, issue the specifications of the
allowed applications in printed form at or about the
same time and there is hence in these a printed publi-
cation which is available as a reference in the U.S.

MANUAL OF PATENT EXAMINING PRO

J. The Patent. In menomaminmgcommandm
the examining countries if the applicant is
a patent is issued, or granted, or the invention be-
comes patented, in due course. Pracﬂcesmdmm:-
nology very and in some there is no “letters |
document which creates and grants the rights s in
the U.S. In some countries the examiner grants the
patent by signing the required paper. In a few coun-
tries mobody does anything, the patent standing grant-
ed by operation of law afler certain events have oc-
curred. The term “granting the patent” iz used for
convenience, but it should be noted that sections
102(a) and 102(b) of 35 U.S.C. do not use this termi-
nology.

A list of granted patents is ordinarily published in
the official journal, with an abstract or claims in some
countries, but this is usually after the granting date.

Where the specifications of granted patenis are
issued in printed form, this seldom occurs simulta-
neously with the day of grant, but may occur a short

time thereaftcr in some, or after several years m a

few. :
The term of a patent may vary in dlﬁ‘erent coun-
tries, with respect to the number of ycars and the
method. of determining it. In some countries, it is a
specified number of years sfter the date of grant but
in many the patent expires a specified number of
yerars after the filing date even though the patent
rights might not comnmence until a later date.

Most countries require the payment of amnual or
periodic fees to maintain a patent in force, These may
start a few years after filing, and increase each year.
If not paid within the time allowed the patent lapses
and is no longer in force.

C. StaTUTORY Basis: SECTIONS 102 (a) and (b)

Section 102(a) of Title 35, U.S.C. provides that a
patent cannot be obtained if “the invention was . . .
patented or described in a printed publication in this
or a foreign country, before the invention thereof by
the applicant . . .” while section 102(b) provides that
a patent cannot be obtained if “the invention was pat-
ented or described in a printed publication in this or a
foreign country . . . more than one year prior to the
date of the application for patent in the United
States.” The common phrase in these two quotations
“patented or described in a printed publication in this
or a foreign country” refers to two different things
and can be separated as follows:

1. “patented . . . in this or a foreign country™

2. “described in a printed publication in this or a

foreign country.”
These are two different sources of references, namely
(1) foreign patents (we are not concerned with U.S.
patents here) and (2) printed publications, which can
be used for finding anticipation under section 102 or
for finding obviousness in view of section 103.

The published specifications of foreign patents with
which we are concerned have a dual aspect; they are
printed publications, and at the same time they repre-
sent foreign patents. There may be, and usually are,

900-4




mm ‘ART) CMMM SEARCH

two - different effective dates: tor reference pui-pom,
one the effective date when used es ' printed publice-
tion, and the other the éffective date when used as a
foreign patent. (The term “effective date™ is here used
to indicate the date we consider the document effec-
tive for the purpose we intend to use it; the same date
myhnveﬁtdeornosigniﬂmhthecoumryof
origin.) Whea used as printed publicetions everything
disclosed in the specification is available for use; and
the laws under which they were issued are irrelevant.
When used as foreign patents some mastters disclosed
in the specification might not be availeble for use (see
below), and complexities of foreign laws may arise in
interpretation and in determining the effective date.

- Excluding the U.S. and the extremely few, if any,
which act similarly, three categorm of countnes can
be dxstmgumhed

- 1. Countries in which the specnﬁcauon is mued in
printed form befare the patent is granted. These in-
clude those countries which so publish the speclﬁca-
tions at the time -of publishing for opposition, and
those countries which so- publish the specifications of
pending applications a certain time after filing. Prob-
ably the majority of specifications now received and
placedmtbemrchﬁlesareofthmkmds.Smce
there is a printed publication of earlier date, the date
(and also whether or not) the patent is granted be-
comes irrelevant. Where the specification is printed
again when the patent is granted, the later copies are
sometimes no longer placed in the search files. The
specification of the patent mlght differ from the previ-
ously published specification in some instances, but
normally this would consist only in a narrowing of
the claims with possibly a corresponding reduction of
the specification. The application, the specification of
which was issued in printed form, may be still pend-
ing or may have become abandoned; these facts are
immaterial to the use of the printed specification as a
printed publication.

2. Countries in which the specification is issued in
printed form only after the patent is granted. Where
the printed publication date is early enough for all
purposes the fact of patenting is not important. But
since the patenting date is earlier, the foreign patent
can be used as a patent when the printed publication
date is not early enough or has been overcome by an
affidavit under 37 CFR 1.131. The effective date as a
patent may be the actual date the patent was granted
or some date which has been established for this pus-
pose. In some countries the specification is issued in
printed form so socon after the patent is granted that
the question of establishing the earlier patenting date
has not even arisen.

3. Countries in which the specification is not issued
in printed form. These form the majority from the
standpoint of the number of countries, but form e
small minority with respect to the proportion of pat-
ents issued. Occasionally one ig called to an examin-
er’s attention, as in a motion to dissolve an interfer-
ence; these can only be considered as patents and
treated in the same manner as would be patents of

chountﬁuabdvewbcnncopwaed

beforet!wspecnﬁcationwmpcmted
'!‘hebuisforusingafomgnpstentasapam:m
the espression in the statite “patented . .8

foreign ' country” which has been quoted above
Hence it is the subject matter which has been patent-
ed in the foreign country which is the reference and
not necessirily. everything disclosed in the specifica-
tion. Suppose the specification of the patent discloses
two separate and distinct devices, A and B, end all
the claims are restricted to A; the disclosure of B in
the specification cannot be referred to at ail. An ex-
treme example like this is not apt to occur, and in the
normal case that comes before the examiner there is
little or no difference between the disclosure and
what is patented. It is not always necessary for details
relied upon to be speciﬁcully recited in the clsims of
the foreign patent since it is not the claims which is
the reference but, in the language of the statute, the
invention that has been patented. Once hnvmg deter-
mined what subject matter is available in the foreign
patent for reference purposes, it can be used for an-
ticipation or as'a basis for determining obviousness,
but any remaining subject matter must be blocked out
of consideration. Office j “ig illustrated by In re

Fuge, 124 USPQ 105, 1960 C.D. 73 and’ Ex parte Ovist

et al, 152 USPQ 709. Infringement suit decisions are
Reéeves Bros. Inc. v. U.S. Laminating Corp., 157 USPQ
235 (Dist. Ct., E.D. N.Y. 1968) and The Bendix Corp
et al v. Balax, Inc. 164 USPQ 485 (C.A. 7, 1970).
There are still, however, & number of matters that
need clarification and the result for some situations
can only be determined when they arise.

D. GENERAL INFORMATION

a. Copies of Printed Specifications. The Patent and
Trademark Office receives, through the Library,
copies of the printed specifications of patents, and of
applications, from nearly all the countries which issue
them in printed form. This is by exchange arrange-
ments with the countries involved. Practice has
changed in recent years with respect to the number of
copies received, the type of records kept, and distri-
bution of the copies. Most important, one copy of
each invention is classified into the U.S. system and
placed in the search files. Copies from nearly all of
the countries received are so handled, all foreign lan-
guzge patent documents now being accompanied by
an English language abstract.

Where the specification is printed twice, once
during the application stage and again after the patent
has been granted, only the first printing is in general
placed in the search files. The second printing ordi-
nagily does not vary from the first as to disclosure. If
it does the variations normally would be deletions to
correspond to reduction in the scope of the claims or
perhaps to a requirement for restriction.

b. Unprinted Foreign Patents. Copies of specifica-
tions of patents of countries which do not issue them
in printed form are of course not received. Occasional
ones may come before the examiner; these may be
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stmphedbyapphcmtsorcxtedmamotmtoduolw
an interference.

When requested to do so, the Scwntnﬁc lemry
will attempt to obtain & copy of an unprinted patest
from the patent office of the country. In particular,
oﬁicmlcopaesofnelmmpatenucmbeobtmdpnor

to the time they are issued; the Library will ask that
the date of granting and the date the specification was
avmlabktothcpubhcbeendorsedontheeopy The
original is retained by the Library and & copy made
for the examiner. ‘

The Library keeps a file of copies of unprinted pat-
ents which it has acquired. This file is checked before
any request is made to the foreign patent office.

¢. Official Patent Journals. Most countries issue am
official patent journal, corresponding in general to the
Official Gazette of the U.S. Patent and Trademark
Office. In some both patent and trademark matters are
included, while some countries have a separate jour
nal for trademarks. These official patent joumals may
have the word Journal, Bulletin, Gazette, Record or
an equivalent word, in their title and the official titles
otherwise vary. The term official journal will. be used
here in refetrmg to these publications broadly. Some
‘countries do not have a special official patent journal
but- utilize a general government journal which
mainly includes other matters.

- Bound sets of the official journals are shelved in the
Lnbrary adjacent the mumerical patent collection of
the particular country. Official journals are received
from some countries which do not issue printed
patent specifications; these are shelved in a different
location.

Some countries issue annual indexes containing var-
ious lists relating to patents issued during the year,
and other information. These are shelved adjacent the
official journal of the country.

d. Translations. Examiners may request translators
in the Reference Section of the Library to assist them
orally or with written translations of any specifica-
tions in languages with which the examiner is not fa-
miliar. See §§ 901.06(a) and 903.03. Alternative ver-
sions of specifications, in English or other languages
known to the examiner, can sometimes be found; see
below.

e. Abstracting Services. The official journals of a few
countries include absiracts of the disclosures of the
patents announced or applications published. Separate
classified abstracts, called Abridgments, are published
in Great Britain; the Library has a set of these abridg-
ments.

Many technical abstracting publications include
patent literature; the most notable of these is Chemi-
cal Abstracts. The annual indexes of Chemical Ab-
stracts include, in addition to the subject matter index,
an author index in which the patentee’s and inventor's
names appear, and patent number lists; corresponding
patents nf different countries are identified.

Specifications of unprinted, or as yet unprinted, pat-
ents may be included in some »f these abstracting
services.

MANUAL OF PATENT EXAMINING PEOQBDURE

fDafaonPdmedCaym.Wthetenoflbe
specification, end the drawiag if any, the prinied
copwswryucemmamomtofmfomatwncomem-
ing the patent and the application in a heading or on a
special top page. Significant items, perticularly dates,
are referred to elsewhere. The organization composed
mainly of examining patent offices (ICIREPAT,; Paris
Union Committee for International Cooperation in In-
formation Retrieval among Patent Offices) has devel-
oped a numerical code relating to the bibliographic
information on the copies and most countries use this
code by placing the number, enclosed in a circle or
between brackets adjacent to the corresponding item,
even before it had yet reached its final accepted form.
The major . items of interest are listed to indicate the
nature of the information which may appear. These
code numbers are listed in § 901.04.

. Some foreign countries list the references cited
durmg the prosecution, following the practice started
in the U.S. These, especially if they are U.S. patents,
may be helpful either as references of interest to the
examiner or to.suggest an. ovetlooked ﬁeld of search.

See § 901.05(a) for additional items.. ,

. & Citation Dates.. The information to be glven in
citing a foreign. patent or specification is specified in
§ 707.05(e). The date used for citation purposes may
be the effective date, or one of the effective dates, but
in the case of some countries it may not correspond
to the precise effective date of the reference. Details
regarding dates, for a number of countries, are given
in Part F.

The examiner has the duty of determining in the
first instance that the effective date (or one of them)
of the foreign patent or specification to be used as a
reference is at least earlier than the filing date of the
application being considered. This is no problem
when the reference is at least several years older, in
which case the citation date used may serve merely to
show this fact and as part of the identification. Also,
for most countries the necessary information is con-
tained on the face of the publication. Certain coun-
tries with special problems are treated in detail in Part
F.

A foreign patent may have two different effective
dates as a reference, one the effective date as a patent
and the other the effective date as a printed publica-
tion. This distinction is of importance only when the
specification is printed for the first time after the
patent is granted, and then only if the printed publice-
tion date is too late to be used at all, or too close to
the filing date of the application being considered that
the possibility of being overcome by an affidavit
under 37 CFR 1.131 may exist. Except for these situa-
tions, it is simplest to regard the foreign printed speci-
fication, whether of a patent or of an application,
merely as a printed publication and nothing more.
With this view nearly all of the information in the
present group of sections becomes merely background
information indicating how these printed publications
came into being, perhaps interesting and educational,
but otherwise of no concern,

900-6

. A




n,m ART; WCAM SBARCH -

& - Corresponding Specifications. Simsce & - separate
pmm must be obtsined in each coustry. in which
patent rights are desired (except for the European
Patent Conveation and a group of African countries
which have a common patent), there may be a

number, of | of. dxﬁ'erent countries for the same
invention, The large increase in the total number of
pltentsmedeoch ywhubeenduemputen
to the increase in the number of internations filings;
probably over half of the printed specifications issued
each year are duplicates of others.

All of the countries listed in Part F are parties to
the Paris Convention for the Protection of Industrial
Property and pravxde for the right of priority. If an
appllcatwn is filed in one of the countries, an applica-
tion for the same invention thereafier filed in a second
country, within one year of the filing of the first ap-
plication, will be eatitled to the benefit of the filing
date of the first apphcatlon on fulﬁllmg various condi-
tions. (This subject is. treated in section 201. 13) ‘The
second country is reqmrcd to specify that priority is
cImmed, and to give the country, date, and the
number of the first apphcatnon, on the patent or speci-
ﬁcatwn which it issues. This data serves the purpose,
smong others; of enabling a patent issued on the first
application to be located. There ‘may ‘be any number
of 'these second apphcatnons, in’ different countries,
and the grobp &sa whole 1s usually refcrred to as a
family of patents.

“Ingeneral the specification of the second applica-
tion is identical in substance to the specification of the
first; in many instances the second, if in another lan-
guage, is s:mply a translation of the first with pethaps
some variation in purely formal parts. But in a minor-
ity of cases the two may not be identical. It is permis-
sible to combine two or more first applications for dif-
ferent subject matter into one second application; also
the second application could be filed for only part of
the disclosure of the first. It is also permissible for the
second application to have the relationship to the first
which we refer to as continuation-in-part; the second
application may occasionally include additional sub-
ject matter, such as a further example discovered after
the first was filed. In some instances the second appli-
cation could have its disclosure diminished or in-
creased, to meet the reguirements or practices of the
second country.

The various ones of a family of patents will normal-
ly have different effective dates. In discarding dupli-
cate specifications (§ 903.03) a note should be written
on the one retained giving the data relating to the one
discarded, if the one retained is not the one with the
earliest effective date or dates, or both may be re-
tained for a time.

The examiner may have occasion to specifically at-
tempt to locate a foreign specification corresponding
to a reference he or she may have or hand, This may
be either for language purposes or for purposes of
dates. The Library will agsist in or conduct the search
for the duplicate version,

Duplicate or substantially duplicate versions of a
foreign language specification, in English or some

otw language known to the Examiner, can. S0meo-
times be found.. Ithpo%lemmafowlm-
guage epecification 58 the reference used, while at the
tame time citing an lenguage version of later
date as a convenient translation if the latter is in fact a
translation; any disputes in such cases must be settled
bythehn;uageoftheomwmchnusedntherefa
ence.

If a US. putentbemgcomtderedasareference
claims the priority of a prior filed foreign application,
it may sometimes be desirable to determine if the for-
eign application has issued or has been published, to
see if there is an earlier date. A little experience will
show when this would be fruitless and when some
result is probable. The following situation actually oc-
curred.  The claims were rejected on the basis of a
U.S. patent and the applicant filed affidavits to over-
come the filing date of the reference; the affidavits
were controversial and the case went to appesl, with
extensive briefs and examiners’ answer being filed.
After all this work, somebody noticed that the U.S.
patent reference claimed the pnonty of a foreign ap-
plication filed in a country in which patents were
issued fairly soon, checked the foreign . application,
and discovered that the . foxe:gn patent ‘had not only
been issued but also published in printed form more
than one year pnor to the filing date of the applica-
tion on appeal.

If a foreign patent or spec:ﬁcatlon clmms the pnor-
ity of a U.S. application, it can be determined wheth-
er the latter is abandonded, still pending, or patented.
Even if the U.S. case is or becomes patented, the for-
eign documents may still be useful as supplying an
earlier printed publication date.

If a foreign patent or specification claims the prior-
ity of an application in another foreign coumiry, it

. may sometimes be desirable to check the latter to de-

termine if an earlier date is possible. An example so
obvious as to be trite and whichk does not occur very
often is the following; if a British specification being
considered as a reference claims the priority of an ap-
plication filed in Belgium, it is known at once that a
considerably earlier effective date can be established,
if needed. If the application referred to was filed in
one of the coumtries which publish applications in
printed form a specified period after filing, after such
system was instituted, this publication may give an
earlier date. These remarks obviously also apply to a
U.S. patent claiming a foreign priority.

The determination if a foreign patent corresponding
to known priority data has been issued or the applica-
tion published, is a comparatively simple matter for
gsome countries, but for some it is quite laborious and
time consuming and may not even be poasible from
Library sources. The greatest facility for locating cor-
responding patents from unofficial sources exists in
the chemical field. Chemical Abstracts publishes ab-
stracts of patents of a large number of countries. Only
one is abstracted in full and if a corresponding patent
turns up there is a cross-reference to the other. The
annual indexes include lists of patent numbers, and
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sleo include petentee’s snd lnventor’s numes in ie al-
phabetical author index. A concordesice of * corre-
wposiding petents appearing duﬁnc five year periods
fiss aleo been published.

- When &n is filed outside the coavention
year from en eerlier application, 8 patent issuing on
tbehmmkmmetkmpouible but it will not
refer to the first application. It is hence possible that
thuemybeduplicﬁewﬁummwnhoutaﬂym-
dication revealing the fact. These are caught only by
chance when the two copies come together in the
same subclass.

i Proof of Dates. The examiner is not required to
prove ecither the date or the occurrence of events
specaﬁed on spec:ﬁcauom of patents or applications,
or in official journals, of foreign patent offices which
the Patent and Trademark Office has in its possession.
In a court action certified copies of the Patent and
Trademark Office copics of these documents: consti-
tute prima facie evidence, in view of28 USC. 1745
which reads as follows: Pt

i~ Copies of the specifications and dmwmgs of for-
" eign: letters patent, or applications for foreign letters
- ‘patent; and copies of excerpts of the official -jour-

~mals gnd other official publications of foreign patent
- offices belonging to the United States Patent and
- Trademark Office, certified [by the U.S. Patent and

Trademark Office] in the manner provided by sec-

‘tion 1744 of this title are prima facie evidence of

their contests and of the dates mdlcated on their

face.
An apphcant is entitled to show the contrary by com-
petent evidence, but this question seldom arises.

The date of receipt of copies by the Office, as
shown by office records or stamped on the copies,
need only to be stated by the examiner, when neces-

sary.
E. SEction 102(d)

Section 102(d) of Title 35 United States Code pro-
vides that a patent cannot be obtained in the United
States if:

“(d) the invention was first patented or caused to
be patented by the applicant or his or her legal repre-
sentatives or assigns in a foreign country prior to the
date of the application for patent in this country on an
application filed more than twelve months before the
filing of the application in the United States,”.

This section specifies four conditions which, if all
are present, establish a bar to a patent in this country.
These conditions are:

(1) The foreign application must have been filed more
than twelve months before the filing in the
United States;

(2) The foreign application must have been filed by
the same applicant as in the United States or by
his or her legal representatives or assigns;

(3) The invention was patented in the foreign country
on the basis of the foreign application concerned
before the filing in the U.S,;

(4) The same invention is involved.

- if ssch a foreign patent is discovered by the exam-
ineta;mjmisMeumgwmdby”Usc
102( f

If the inveation is after the date of filing in
the United States, the foreign patent is of no concern.
The law was different prior to the coming into force
of the Patent Act of 1952. The effect of R.S. 4887,
first paragraph, the precursor of 102(d) was that a
person was barred from a U.S. patent if the invention
was patented in the foreign country before the U.S.
patent was granted. The situstion was, the other con-
ditions listed above being present, that if the U.S.
patent issued first, there was no bar whereas if the in-
vention was patented in the foreign country first,
either before the U.S. case was filed or while the U.S.
case was pending, a U.S. patent was barred. The
change in the law rendered immaterial the patenting
in the foreign country while the U.S. application was

g ‘ ,
Under the old law it was the routine practice to
have the library makeasearchtoascertmnxfanys&
recited foreign application had become . patented.
A&ermehwwaschanged,thmpmucewasfoundto
benormallyftmtl&ssmdwasabandoned As stated in
§ 706.13(s), the probability of the foreign patent
having issued afier the date of execution of the origi-
nal oath and before the U.S. filing date is so slight as
to make such a search ordinarily unproductive.

With respect to the first requirement, the U.S. ap-
phcatlon is in time to preveat the bar from arising if it
is filed on the one year anniversary date of the filing
date of the foreign application. If this day is a Satur-
day, Sunday or Federal holiday, the vear would be
extended to the following business day, see Ex parte
Olah et al, 131 USPQ 41 (Board of Appeals, 1960).

No questions appear to have avisen in recent times
in connection with the second reguirements, as ordi-
narily the foreign application is recited in the cath or
declaration of the U.S. application, nor in connection
with the fourth requirement.

Cases in which the bar of Section 102(d) might be
applicable do not arise very often since all that an ap-
plicant needs to do to avoid it is to file in the U.S.
before the invention is patented in the foreign coun-
try. Recent cases have been concerned with the
German Gebrauchsmuster (American Infra-Red Radi-
ant Co., Inc., et al. v. Lambert Industries, Inc., et al,
149 USPQ 722, 360 F.2d 977 (C.A. 8, 1966), the dste
of patenting in certain countries, and with special
problems in design cases.

The statute does not refer to the “granting” or “is-
suing™ of a patent in the foreign country but uses the
expression “the invention was . . . patented . . . in a
foreign country. . . .

A period of secrecy after granting the patent before
the specification becomes available to the public, as in
Belgium and Italy, has been held to have no effect in
connection with 102(d). Gramme Electrical Co. v.
Armoux and Hochhausen Electric Co. et al., 17 Fed
838, 1883 CD 418, involved a predecessor of 102(d);
Ex parte Weiss, 159 USPQ 122 (Board of Appeals,
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1967), end In' re Talbott, mumm(com
1971) Involved U.8. design i which the

forelgn design registrations
eign patent of the type in which' the patentee was for-
bidden to epply for patents in other countries or to
disclose the invention, snd no infringement suits could
be brought with respect to infringements committed
befmthemywummowd was disregarded in
parte Rackhem, 1923 CD 4 (Comm. of Pat.).
lndaigneuestheperiod-issixmhsimteadof
one year, 35 U.S.C. 172. Foreign design registrations
equivalent to U.S. design patents and applications for
the purpose of 35 US.C. lOZ(d)and 119. Ex parte
Weiss, In re Talbott, supra.

F. NoTEs on INDMDUAL Commmas

The following sections give some data conccrmng
the published patent material of a number of countries
to assist in their use and citation as references. In
some . instances a small amount of. information con-
cerning the patent system of the country is included;
thwlsdonemordertognvesomeidmofthcvamty
ofsystemsandalsownhthevnewdmthemgmﬁ-
cance of the different dates ) ‘may become clearer. In
general citation dsta and the appearance of different
dates on’ the printed copies refer only to the current
or a recent period and mlght not apply to earfier
forms of publications.

1. Australia. Australia was the first country to adopt
a system of pubhshmg, but only in the sense of open-
ing to public inspection, pending appheauons a speci-
fied time after filing. At present the time is 18 months
after the filing of the complete’ speclﬁcauon or earlier
if the applicant requests. There is an announcement in
the official journal and anyone may inspect or obtain
copies of the application, but the specification is not
issued in printed form at this time. This does not con-
stitute a printed publication. Ex perte Haller, 103
USPQ 332. At the same time that the application is
published in this sense, printed abstracts are issued.
The abstracts published since 1969 are stored in the
Library and can be used as printed publications for
whatever they actually disclose. Australian patents
are now provided in the form of microfilm, In re
Wryer, 210 USPQ 790 (CCPA. 1981).

Applications are examined with a limited search of
the prior art (except as noted below) and after being
found allowable by the examiner, the term “Accept-
ed” is used. Then a notice of the acceptances is pub-
lished in the official journal. There is a 3-month
period for oppositions to be filed. The specifications
of the allowed applications are issued in printed form
a short but variable time after publication of the
notice of the acceptance. The date of this printing
does not appear anywhere; it has no significance in
Australia. (A date which may appear in a footnote
type line at the bottom of the first page is not the date
of the printed publication.) The patent is granted
(sealed) after the opposition period is over or after
any opposition is terminated in favor of the applicant.
The sesling date is normaily about six months after

were gecret. A secret for-

mwmmmmuwwamwm

ﬁmdﬂecanbemerﬁmedﬁwmmeoﬂi-

c:djmulinmeLibury '
Printed  of the

or the phrase “Complete Specification P

and the date of acceptance (after the word “Accept-
ed” or the phrase “Complete Specnﬁcaﬁon Accept-
ed”). The word “Published” on the copies refers to
the 18-month opening for inspection referred to in the
first paragraph.

When dates are fairly close the examiner must as-
certain when the printed copy was received in the Li-
brary, or when the patent was sealed and cite this
date, with an explanation. When the Australian speci-
fication is so old that questions of its availability as a
reference, or of swearing back of it, would notbeapt
to arise, the “Accepted” date can be used for citation
purposes but denominating it as sach.

Thccnmmauonsystemmmodtﬁ@dm l970bya
new law. Under the new system when an application
tsruchedforexamxmnonmusmglﬂartum,theap-
request eummatlon, and pay a specxal exammattorn fee
within six months (which time can be extended in cer-
tain cases). If the examination is not requested within
the time limit, the application becomes abandoned
(the word “lapsed” is used). In any event the exami-
nation must be requested within five years from the
filing of the complete specification, otherwise the ap-
plication becomes abandoned. The examination is the
same as before except that in certain cases a modified
examination, by paying a lesser fee, can be reqguested.
If the application is based on a prior U.S. or British
application and the prior application is patented, the
applicant can amend the Australian specification to
make it the same as the patented one and ask for &
modified examination; the examiner then, to a certain
extent, accepts the findings of the U.S. or British ex-
aminer.

The number appearing on the printed copies is as-
signed at the time of acceptance; under the new
system, the series was jumped to 400,001 as the
number of the first one. Also under the new system,
the publication of the specifications of application
which became asbandoned (lapsed) after they were
opened to inspection, has begun. These carry only the
application number.

2. Austria. Printed copies of Austrian patents carry
the expremon “Ausgegeben am . . .” followed by a
date. This is the date the patcnt specnﬁcation was
issued in printed form and is used for citation pur-
poses as well. It now appears beneath the line in large
type giving the patent number, and formerly appeared
in the upper right hand corner.

Applications are examined and laid open for opposi-
tion if found allowable; the opposition period is four
months. The patent stands granted by operation of
law 30 days after the expiration of the opposition
period if there was no opposition or after the date of
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-&famhﬁwdwmnfmerewammom
0o specific. ection: is. taken . by anyone. The date of
grantwpubluhedmtheofﬁculjoumdlbwux

weeks before the printing date.
ThetermoftheAu:ttmpatentul!ymﬁm
thedmofthch -open for ¢ which date

utdenuﬁableuﬂxedatefollowmathemon
“Beginn der Patentdaver™: (beginning of the term of
the patent) which appears on the printed copies.

3. Belgium. Belgisn patents are normally granted
within a month from filing, after a minimum formal
inspection; in some cases the granting is delayed until
six months after filing.

The granting of the patent consists in the making
up and signing of a “ministerial decree™ or depart-
mental order, which remains in the file; in due time
the applicant (now patentee) is sént what amounts to
a certified copy, with an attached copy of the specifi-
cation. In the normal case the specification of the
patentnskeptsecretforapenod of three months afier
the patent is granted, by a specific provision in the
statute, after which it becomes available to the public.
Suchapenodofsecrecylstackedmtothemnng
date and thé date of a Belgian paient ds a patent to be
eonstdaedmusmgrtasareferenceunderﬁusc
lOZ(a)and(b)lsmkenasthedatewhenthcspeuﬁa
tion became open to public inspection, In re Eken-
stam, 1958 CD 402; 118 U.S.P.Q. 349. (A period of
secrecyoocurmgaﬁergmnthasnotbeentakenmto
account i connection with 35 U.8.C. lOZ(d) There is
no period of secrecy after granting in the delayed
issue cases and the effective date as a patent for these
cases is the actual date the patent was granted.

The specifications are not issued in printed form
until about two or three years after the patents are
granted. The printed copies received since No.
620,001 (granted January 10, 1963, available to the
public January 10, 1963, printed February 2, 1965)
consist in a reproduction of the granting Order as the
top page, together with a reproduction of the wectﬁ
cation and drawing. The filing date appears in the
preamble of the Order; the patentee’s name and the
title of the invention, and any claim for priority,
appear in Article 1; and the granting date is at the end
above the official’s signature. The date on which the
specification became available to the public appesrs in
the upper right hand corner in the lower part of a re-
tangular frame, below the expression “Brevet mis au
lecture” in the Freanch language copies. This is the
date to be used for citation purposes and as the effec-
tive date as a patent. The date on which the printed
copies were issued as such does not appear om the
copies, but can sometimes be ascertasined from the
title page of the bound volumes. The copies are re-
ceived in groups of 50 aiready sewn together for
binding, with a title page giving the date on which
they were printed and published.

Belgian specifications were not issued in
form until 1950, beginning with No. 493,079 and these
continued up to No. 573,100 (filed November 18,
1958, granted December 15, 1958, available to the
public March 16, 1959, printed September 21, 1982)

when . peinting ceased for three years until resumed im
the format first described. There s hence 2 gap of
46,900 patents for which primted specifications have
not beea received. The - copies of the 1950-
l958pmodcmythedntetheywmmuedmmd
formmulmenttheboﬂomohheﬁntpcge, Edmé
et imprimé l¢ " on the copies

French. For the firat yenr only, 1950, they show t.be
date the tion was available to the public, after
the word “Publié,” which in this instance does not
refer to printed publication. The granting date is gpec-
ified on all, after the word “octroye” on the Freach
language copies. Further detsils on Belgian patents
with a more particular description of the older printed
copies and the method of detetmining the effective
date as a patent when not given, are in the Memoran-
dum of March 2, 1959 pubhshed at 41 J.P.O.S. 440-
443, June 1959.

-Belgian chemical patenis are abstracted in various
publications and these published abstracts can be used
as printed publications for what they disclose. If the
examiner needs the full text of a Belgian specification
whxchhasnotyetbeenprmted,thehbrarycanbe
requasted to obtain a certified manmcnpt copy.

4. Canada. Patents have been issued in printed form
since January 1948. The date of issue of the patent ap-
pedrs on the copies followmg the word “Issued”, or
the words “Emis le” on those printed in French.
Prior to 1948, mounted clippings from the official
journal were placed in the search files. Recent copies
are coded, the issue date being item 45.

Czechoslovakia. The Czech patent specifications
carry the date the application was laid open to public
mspecnon for opposition, following the word “Vylo-
zeno” or “Vylozené”, and the later date of publica-
tion of the specification in printed form, following the
word “Vydéano” or “Vydiné”. The publication date is
the date to be cited.

6. Denmark, Finland, Norway, Sweden. A new
patent law came into effect in each of these countries
on January 1, 1968. Most of the provisions of these
laws are practically identical: uniform laws were en-
acted as part of a long-range plan leading toward a
possible Nordic patent, not yet in effect.

Applications are examined and when found allow-
able published for opposition. Under the new laws the
practice of issuing the specifications in printed form at
this time has begun. This publication is a reproduction
of the manuscript. specification with added heading
material; those for Denmark end Norway are on dif-
ferent shades of blue paper and those from Finland
carry the data identification code pumbers. They have
been given a new number in the patent number series
of each country, and carry three dates. The first date
is adjacent the application number and is the filing
date; the second date is referred to below; amd the
third date, the lastest in time, is the date used for cita-
tion. There will be a second printing after, and if, a
patent is granted.

Under the new laws, applications are opened to
public inspection 18 months after the filing date, or
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mﬁy date . if one .is claimed. There is o printed
Mhationntlmtme. The date of this laying opea

for inspection is the second of the three dates which
appear on the subsequently printed specifications and
has no effect in the U.S. .

Fnormthunewsymthmewuonlymepnm-
ing, of the patent. The printed specifications of the
patents carry the following information:

Denmark: The date the psteat was znuted follows
the expremon “Patent ustedt den...”. The date, later
in time, the specification was publuhed. follows the
expression “Beskrivelse offentilggjort dea...”.

Finland: The upper right hand corner gives thc
date the patent specification was publwhed, following
the expressions “Julkustu/Pubhcend The date the
patent was granted, which is earlier, follows the ex-
pressions “Patenti my&nnettilin—Patent beviljades
den”. These expressions are in two langusges, first
Finnish then Swedish.

Norway The date the patent specification was pub-
lished appears in the heading following an expression
begmmng with the word “Offentliggjort”.

Sweden: The upper right hand corner bears three
dates; first the date the patent was granted, after the
expressnon “Bevﬂjat den”, and third the date, later in
time, the patent specnﬁcanon was publisked, after the
expression “Publicerat den™; the middle date is stated
as the date the patent term sm'ts, which is the date of
publication (not prmted) for opposition.

‘The publication date is the date to be used for cita-
tion of these old law patents; the occasion for resort-
ing to the earlier granting date seldom if ever arises.

7. East Germany. The patents of East Germany
(German Democratic Republic) can only be used as
printed publications. The date of this publication fol-
lows the word “Ausgabetag”, and is the date to be
cited.

Patents are granted after a formal examination and
the specification issued in printed form on yellow
paper. An examination as to novelty may be requested
later by the patentee and the patent office will con-
firm the patent or annul it in whole or in part. If con-
firmed (or only annulled in part) the specnﬁcat:on is
printed again, on white paper. This second printing
carries its own publication date (Ausgabetag); the date
of the earlier publication is the date following the ex-
pression “In Kraft getren,” as indicated by a footnote
at the bottom of the first page.

8. Finland. See under “Denmark, Finland, Norway,
Sweden".

9a. France: Law of 1844-1968. In view of a change
in the French system caused by a new patent law
which came into effect January 2, 1969, French pat-
ents are considered in two sections. The present sec-
tion deals primarily with the old law cases but present
tense is mainly used, for convenience.

Prior to the new law patents were granted after an
examination as to formal matters only, but an applica-
tion for subject matter we would call outside the stat-
utory classes of invention could be rejected. The
granting of the patent consisted in the execution of a
paper called an “arreté ministeriel” which term is lit-

mmammg,mm«mm.
maine in the file; the spplicent is notified sad some
time later be is sent what smounts o 8 certified copy,
with s sttached copy of the specification. About five
wmmw.wme%mafmmm
ment appears in the Official Bulletin which, in recent
years, also publishes an abstract at the same time the
specification of the patent is issued in pmm form
about four or five months later.

The specifications and duwmgs of French patents
have been regularly published, in separate printed
leaflets gince 1902. Prior to this time only selected one
were published in book form with the specifications
and drawings in separate volumes, and mounted
copimefthe’dmwingswerephmdinthesearchﬁ!es.

From 1902 up to a date in 1960, the printed specifi-
cations of French patents regularly carried three dates
in the hwdmg For example French patent 1234900,
the last one to do so, has the following in the head-
ing: ;

(1) “Demandé le 28 juillet 1959, a 14> 48= i Paris.”
[Filed July 28, 1959 at 2:48 P.M. in Paris.]

(2) “Délivré le 23 mai 1960.”

[Gramted May 23, 1960.]

“Publié le 19 octobre 1960.”

[Published October 13, 1960.]

The first date, the “Demandé™ date, is the date the
application was filed; the hour of the day is given
since there are no interferences and the patent of the
applicant who filed his or her application first would
be the valid one; the city is given since applications
may be filed in various local government offices
throughout the country. The second date, preceded
by the word “Délivré™, is the date the patent was
granted; the French verb “délivrer” when used with
reference (o patents means “to grant.” The third date,
preceded by the word “Publié”, is the date on which
the specification was issued in printed form.

ing with Patent No. 1234901 (granted May
23, 1960) the publié date has been omitted from the
printed specification. It is hence not possible to tell
from the printed copies when they were issued in
such form. This information, however, can be found
in the Official Bulletin which contained periodical
lists of the numbers of the specifications which have
been printed giving the dates when the printed copies
were availgble to the public. Later, the identification
of the Official Bulletin in which the patent was an-
nounced was added to the heading, at first without
the date. Currently, and recently, the heading gives
the filing date, the granting date, and the date and
number of the Official Bulletin. The most recent
format has a coded cover page; item 46 gives the date
of the Official Bulletin.

In 1957 there was a change in the practice in the
French Patent Office, which required a change in the
practice of the U.S. Patent and Trademark Office.
The specifications of granted patents were made inac-
cessible to the public from the date the granting order
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was esecuted, uatil the dats, of the appearance of the
Offficial Bulletin it, and it is only om the
Ister date that members of the pub!ic could inspect
and obtain copies of the specifications of patents. This
change in practice is indicated by 2 notice in the Off-
cial Bulletin which first in the issue for July
11, 1957, snd is teken os beginning with patent No.
1,148,401, the first one anmounced on that date. It is
hence necessary @ apply In re Ekenstam, 1958 C.D.
402, 118 USPQ 349, to these patents and consider the
date of the Bulletin as the eflective date as a patent.

Sumumary, old law patemts: There are numbered
below 2,000,000. The effective date os a patent is the
graating (déliveé) date up to No. 1,148,400, and is
taken ss the date of the Official Bulletin from No.
1,148,401, The effective date as a printed publication
is sbout four or five months later, when printed
copies are issued. For citation purposes, the publié
date is used when this appears; the délivré date, or the
date of the Official Bulletin if it appears, is used when
the Publié date does not appear.

Patents of Addition: These are referred to as “certifi-
cates of addition” and were numbered in a separate
series and whmoneofth&ncnedltmustbendenu-
fied as an addition.

Special Medical Patents: Begmmng in 1958 patents
for medicaments were issued under the heading
“Brevet spécial de médmment“, abbrevisted as
B.S.M.,, in a separate numbering series, with the letter
“M” after the number. These were granted only afier
asearchwasmadeandasamhreportﬁled :

The separate numbering of patents (certificates) of
addition and of patents for medicaments has been dis-
continued under the new law. '

Appltcanan Numbers: Patent applications can be
filed in France in a local government office in each
Dcputment Each local office maintains a register
and has its own series of serial numbers, for applica-
tions filed there. The applicant is given, as a receipt, a
copy of the memorandum or record entered in the
register which is known as a “procés verbal.” The
local office then promptly forewards the papers to the
patent office in Paris. The application number, when
given, appears on the printed specifications following
the abbreviation “P.V.” While there are thus many
different series of numbers, the ranges covered in a
given year apparently do not overlap and the city of
filing is ordinarily dropped. Under the new law, the
numbering system has been changed.

9. France: Law of 1969. The new law which came
into effect January 2, 1969 did not apply to applica-
tions already on file and the remarks made in the pre-
ceding section apply for an overlapping period after
this dste.

Under the new law patents are divided into two
classes: “patents for invention” and “certificates of
utility.” The term of the patent is 20 years from the
filing date and of the certificate of utility 6 years from
the filing date. Except for the fact that medicaments
can be patented, there is no other difference between
the two in subject matter, the conditions for patent-
ability, or in the rights granted.

postponement : g
If the search is not requested by that time, the appli-
cation is sutomatically converted to one for a certifi-
cate of utility. Also the applicant himself may convert
the application to one for a certificate of utility during
this period.

The novelty search was conducted by the Interna-
tional Patent Institute at the Hague and an initial nov-
elty report is issued. The applicant may file arguments
and amendments and a second report is issued. This
reportandtheﬁleareopentothepubbcandtmrd
parties may file references and statements, with the
applicant having an opportunity to file arguments and
amendments. A final novelty report is then issued.
There is no actual rejection or refusal of a patent, but
thcpatent:sgrantedmththerewrdofthcreport.

The system of novelty searches commenced in Jan-
uary l969w1thrwpecttocertamclmesonly,mdhas
since been exiended to additional classes. For the re-
maining classes patents are granted substantially ac-
cording to the old system, without movelty search, but
an action for infringement cannot be brought unless a
novelty report is made. Patents granted under the old
law likewise cannot be sued on unless the patentee
supplies a novelty report. Patentees could order nov-
elty searches and reports directly from the Interna-
tional Patent Institute which is now a part of the Eu-
ropean Patent Office.

Patents (both kinds) under the new law have claims
instead of the old “résumé.”

Under the new law all applications are open to
public inspeation 18 months after the filing date, or
the priority date if one is claimed, unless the applica-
tion has been abandoned (withdrawn). The specifica-
tions are also issued in printed form a short time
thereafter. This publication may occur earlier on re-
quest of the applicant. If the patent is granted early
enough, the publication of the application as applica-
tion does not occur.

The system of application numbers has been
changed. When received by the central office all ap-
plications are renumbered in a single series; the first
two digits of the new number are the last two digits
of the year of filing. The new number replaces the
P.V. number and is referred to on the printed copies
as the “nationsl registration number™.

When the specification is published the first time,
either as application or as patent if there was no pre-
ceding application publication, the case is assigned a
publication number. These numbers begin with
2,000,001 and are retained thereafter, being or becom-
ing the patent numbers. The separate numbering of
medical patents has been dropped and they are now
numbered in the same series. Likewise the separate

900-12




‘PRIOR ART, CLASSIFICATION, SBARCH - -/

numbering: of patents of addition ‘hes been dropped
may be a certificate of addition to & certificate of util-
ity, but identification ss such is not essential.

The printed specifications of pending spplications
are reproductions of the original papers, with & cover
p.‘l?ah from set type giving- eemm information, issued
on light green paper. :

The specifications of patems are printed from set
type, with a new format cover page, on while peper.
If it is the imitisl publication, the words “Premiére et
Unique Publication” (first and oaly publication)
appesar in & box beneath the heading. If it is the
second publication the words “Deuxiéme Publication
de I'Invention” appear.

In both forms the cover pege is coded: apphcmon
number, item 21; filing date, item 22; applicant, item
71; publication of patent number, item 11. There have
been some changes in the coding, however, and some
confusion may remain.

The. printed specxﬁcauons of apphuttons give the
date the appllcatnon was open to. pubhc inspection,
uncoded or item 41, but do not give the date they
were. pubhshed in printed form, which date is of no
concern in France. For the time being the date copies
wererecetvedmtheLibraryxsthedatetobensedas
the effective date; if a more precise date is needed,
the Librarian will attempt to obtain further informa-
tion from the French Patent Office.

The printed specifications of patents give the date
of the publication of the notice that the patent was
granted in the uncoded line reading “Publication de la
délivranice.” For the time being the date appearing in
this line is taken as the effective date as a patent.

It appears that publication of lists of numbers of the
specifications available in printed form, with the dates
they were so available, has been discontinued.

10a. Germany. The first patent law of united Ger-
many came into effect in 1877 and printed copies of
specifications of patents have been received from
number 1 of 1877. Applications were examined with a
search of the prior art. When found aliowable by the
examiner, the application was published for opposition
and within three months anyone could oppose the
granting of a patent. The procedure is outlined in Ex
parte Gruschwitz et al., 1963 C.D. 859, 138 USPQ 505,
with further details in Ex parte Beik and Thiele 161
USPQ 795.

For patents with numbers below 1,000,000, the
printed specifications carry a date in the upper right
hand corner which is preceded by the words “ausgeg-
ben am”. This is the date on which the specification
was issued in printed form and is used for citation. (It
was also used for the date the patent was granmted,
which does not appear on the copies, but this is no
longer of any concern to examiners.) These are print-
ed on white paper.

Prior to September 1955 the only printing of the
specification was after the patent was granted. From
September 1955 through December 1956, the specifi-
cations of allowed applications published for opposi-
tion were issued in printed form in a format similar to

paper.
BM in mey 1957, allowed applications
for opposition were renumbered and issued
. ‘These are headed

Wheamdfﬂtepatentmgm&dtbespemﬁmﬁonu
printed ageim as 8 “Patentschrif™, on white paper,
and carries the same number. Shortly after this system
began, the placing of printed copies of the specifica-
tions of patents in the search files wes discontinued
since these was a printed publication of earlier date.
The numbers had not reached 1,300,000 when a new
law came into effect.

On October 1, 1968, the German Patent Office
shifted into a new examination schedule similar to the
deferred examinat_ion procedure followed in the Neth-
erlands since 1964, but with a few differences. When
anapphutlonlsﬁledltlsnotupforactmnonthc
merits but just remains a pendmg application until
there is a- request for examination, with an examina-
tion fee. If there is no request within seven years from
the filing date . the applxcatxon is no longer pending,

and the application may also lapse for nonpayment of

annual maintenance fees which are due for the third
and following. years from the filing date. The appli-
cant may ask for a search and citation of references
only, paying one third the fee, and the examination
may be requested later (with the balance of the fee)
but still within the seven. years. (Anyone else may pay
the fee and request the examination, but he does not
becomeapartytotheproceedmgs)'l‘here:sno
change in the actusl examination procedure, which
still follows that outlined in Ex parte Gruschwitz et al.
The only difference is in the tnmmg, with some cases
having a separate search report in the record before
the first action on the merits, but some cases will
pever be examined at all.

Under the new law every application is open to the
public and the specification and drawings are pub-
lished in printed form, 18 months after the filing date
or 18 moaths after the priority date if one is claimed,
if then still pending, but a preceding notice must
appear in the official journal.

Applications filed before October 1, 1968 and still
pending on that date were brought under the new law
with the ezception of those which had reached a cer-
tain stage in their prosecution. Publication of these
prior applications is being spread over a period of
several years.

After the application is published, the applicant has
certain provisional rights, not full patent rights, which
can be exercised against infringers, but which are un-
enforceable if the application becomes abandoned.

The new publications are photo-offset reproduc-
tions of the manuscript specification, and drawings if
any, with a top page printed from set type. They are
printed on yellow paper. The top page serves as a
heading and gives a certain amount of coded informe-
tion. The German word “Offenlegungschrift appears
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Iy colned to dmam m -printed o o
the German plural “en” uaddedtothcword)ﬁl‘hey
are aumbered with a seven digit number greater than
1,400,000, The number corresponds to a new sysiem
of numbering applications referred to below. The
items appearing on the first page are coded and fol-
lowing is the significance of some of them.

21. Aktenzeichen. The application number; the old
aumber, if there was one, is in parentheses.

22. Anmeldtag. The filing date.

30-33. Data with respect to a priority application.

43, Offenlegungstag. The publication date. This is
the date to be used for citation purposes and as the
effective date as a printed publication.

71. Applicant, who need not be the inventor.

72. Inventor. ;

The system of numbering applications has been
changed. According to the old system the application
number consisted of the initial letter (or first two or
three letters) of the appheunt's name, followed by a
serial ‘number,” with a different ‘series of numbers for
‘each ‘initial letter; the exanunmg group and classifica-
tion followed the number but these were not used for
identification purposes. According to the new system,
the first ‘case filed in October, 1968, is numbered
1,800,001 and the numbers increase to the end of the

year; the first case filed in 1969 is numbered 1,900,001
and the first case in 1970 is numbered 2,000,001, and
$0 Ofi. Theﬁrsttwodlgltsot‘thenumberareﬂ)lecs
‘than the last two digits of the year. The prior applica-
tions which were brought under the new law were re-
numbered to fit into the new system, beginning with
1,400,001, but here, however, the correspondence
with the year of filing does not regularly exist. As ap-
plications, the numbers also have an additional deci-
mal number following the seven digit number, but this
has only internal significance to the German Office
and is dropped; the letier P may also appear before
the number, this refers to “patent” and distinguishes
from Gm referring to Gebrauchsmustern. The pub-
lished specification will carry the same number as the
application (dropping the letter P and the decimasl
part); if the application is allowed and published for
opposition, it will be printed again on green paper
with the same number; and if a patent is issued the
specification will be printed again on white paper,
with the same number.

The published specifications constitute references as
printed publications, effective on their publication
date. They may be cited and referred to as German
Specifications, with the usual citation data. This term
may also be used for the published (printed) specific-
tions of allowed German applications.

For convenience of distinction, following is a list of
the four types of German publications of specifica-
tions in printed form.

A. Patent specifications (Patentschrift). White paper.
If numbered below 1,00,000 there will not have been
any earlier printed publication except in cases of the
group of paragraph B. If numbered above 1,000,000
and below 1,4000,000 there will have been an earlier

printed publication (see paragraph C) and if numbered

shove 1,400,000 there may have been two eatlier
printed publications. The patent specifications with
numbers sbove lM@MmmMMmm
search files since 1957.

B. Specifications of ellowed applications published for
opposition (Patemsenmeldung). White paper. The speci-
fications of allowed applications published for opposi-
tion were issued in printed form bem
1953 and through December, 1936 in a format samnhr
to patent These carried the application
number and the beading "Patentanmeldung.”

C. Specifications of allowed applications published for
opposition (Auslegeschrift). Green paper. These began
Januvary 1957 and are numbered above 1,000,000. If
numbered sbove 1,400,000 there will have been am
earlier printed publication (see paragraph D) except
for those which were allowed before 18 months from
filing. Those numbered above 1,400,000 have a new
format coded cover page; the date of printed publica-
tion is given opposnte item 44 and ofthe earlier priat-
mg, if any, opposite item 43,

D. Specifications of appltcauans unexamined or in
process of  examination’ (Wmlegungxhrgﬁ) Yellow
paper. Described’ above, this printing is skipped when
the Auslegeschrift is published first. These documents
are printed publications but should not be considered
to be patents, Ex parte Lmks, 184 USPQ 429 (Pat.
Off. Bd. Apps. 1974).

10b. Germany: Gebrauchsmuster (Utility Models).
The German law, in addition to the regular patent
law, provides for short term patent rights in new and
useful articles of manufacture (processes and composi-
tions of matter being excluded) which mlght be (but
not necessarily) of a lower order of inventive merit
than required for the longer term patent. These go by
the name of “Gebrauchsmuster” which word is cus-
tomarily translated as “utility model” and might also
be translated as “useful article”. The term “petty
patent” is also sometimes used. They are registered
without search and the specifications and drawings,
while available to the public, are not issued in printed
form. The term is three years, counted from the filing
date, and they are renewable for another three year
period. Copies of course are not placed in the search
files except for'a few which have come to the examin-
er’s attention.

Right of priority. An application for a Gebrauchs-
muster is considered to be an application for a patent
in a foreign country, and consequently the right of
priority of 35 U.S.C. 119 can be based upon such an
application. A small proportion of applications for
patent filed in the United States by German residents
claim the priority of a previously filed application for
a Gebrauchsmuster. When endorsing the number of
the foreign application on the face of the U.S. file the
examiner should be careful in noting the nature of the
foreign application as a “utility model” by using the
abbreviation “Gm".

Not a printed publication. When a German utility
model is registered a notice thereof is published in the
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July, 1964, with number. 1,895,601, in & new periodi-
ul“AmugemdenGebnucMnmm which is in
the Library. These abstracts may be used, for their
content, as printed publications. The effective date
would be the date the periodical was published. See
Bendix v. Balax, 164 USPQ 485 (7th Cir. 1970).

Inssmuch as the full specifications are not issued in
printed form, they cannot be used as printed publica-
tions, in conformity with decisions of the courts and
of the Office that manuscript specifications of issued
patents, and of applications laid open for public in-
spection, are not printed publncatlons

Prior patents. The examiners may use a Gebrauchs-
muster which has come to his or her attention as a
prior patcnt, ‘effective as of the date of registration, in

the same manner as they would use a Belgm.n or Ital-,

ian patent for the period of several years after it is
gtanted and before the spectﬁcatwn ns iissued in print-
ed form. See Part C

try for the purpose of Section 102 (d) of the statute.

If the examiner needs the full text of a Gebrauchs-
muster specification and. drawings, the librarian will
obtain 2 copy direct from the German Patent Office.
A file of copies which have been obtained in the past
is maintained in the library. Copies received from
Germany may have a clipping from the official jour-
nal pasted near the top of the first sheet and close to
it a stamped date which is the registration date.

Minor patents of other countries. Some other coun-
tries, including Italy, Japan, Poland, Spain, Brazil,
Portugal, Philippines, also have a system of minor
patents. In the Philippine and Italian laws they are
called “patents for utility models.” In Japan they are
searched and examined, and the specifications are
printed, but these have not been placed in the search
files.

15, Grear Britain (United Kingdom). British specifi-
cations published in printed form go back to the 17th
century. From the standpoint of the numbering
system used they are divided into three groups.

1. 1617-1852 (part). Patents are numbered in a
single series from No. 1 of 1617 to No. 14359 of 1852.
The year is necessary in citing one, to avoid confu-
sion with later series. The numbering and printing
was done after 1852.

2. 1852 (part)-1915. Each year has its own number-
ing series and hence the year, which appears on the
specification in large type next to the number is an in-

le part of the identificatio: number, and no
further date need be given. The number and year also
appear on the drawings but occasionally an exponent
appears on the number, giving the corrected year.

3. From 1916. Beginning in 1916, a new number
was assigned when the application was allowed (ac-
cepted), starting with No. 100,001, and this is the cur-
rent series.

The second group includes ot various times the
specifications of applications which became sbaa-
doned, snd at one time after 1916 the specifications of
certsin sbandoned applications were also published in
printed form. The word sbamdoned is not used but
“became void” is used instead.

- An application may be filed “accompanied by”
cither & “peovisions! specification” or a “complete
specification”

The provisional specification need only describe the
nature of the invention; it does not need to have an
engbling disclosure and neither drawing nor claims
are required. Its purpose is to establish a priority date.
The complete specification must be filed within 12
months, with three months extension possible; if not
filed, the application becomes void. New matter in the
complete may be given the benefit of the filing date
of the provisional. The subject matter of several
provisionals may be joined in one complete.

Applications are examined, on the basis of the com-
plete specification, but the examination is partial. In
general oaly prior British specifications are searched
(specifications over 50 years old, of any country, are
not references in any event), and the guestion of cbvi-
ousness cannot be raised by the examiner. When the
application is allowed, the British use the words “ac-
cepted” and “acceptance” where the U.S. Office
would use ‘sllowed” and “allowance™. It is published
for opposition and the opposer can cite any applicable
references and raise all questions of patentability.

At the time of allowance and publication for oppo-
sition, the specification is assigned a number and pub-
lished in printed form; these are the copies which are
placed in the search files. The copies for some time
have carried the expression “complete specification
published™”, with a date; this is the date to be cited
and used as the effective date as a printed publication,
see In re Monks, 200 USPQ 129 (CCPA 1978). Older
copies have the expression “complete specification ac-
cepted”, with a date, which is used for citation.
Recent copies are coded, but the number 45 is used,
instead of the apperently more appropriate number
44, for the date the specification was issued in printed
form.

After the opposition period is over, or after a favor-
able decision if these was an opposition, the patent is
“sealed” (there is & sealing fee). This term is used to
signify the granting of the patent involving the
making up of the “letters patent” with the signing and
affiring of a seal, and comes from the time when the
last act in granting & patent was affixing the Great
Seal of England, which was quite a formal occasion.
Lists of sealing dates are published in the Official
Journel. There is no second printing of the specifica-
tion when or after the patent is granted. Amendments
if any may be printed on slips for attachment, but we
do not use them. A British patent can be amended
similar in extent to & non-broadened or narrowed re-
issue in the U.S. but in a simpler manner, and an
“amended specification™ is sometimes published.
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13 Hungary.: 'Ibedawofthepdnwdpubhcamnof
thamwiﬁmuon of the patent is given at the top, fol-
lowing the word “Memeiem,” in the order year,
month, day.

13, Jigly. Separately prisited copies of the specifica-
tions of Italian patents have been received since 1925.
Thedaulheapphcmonwasﬁledlszevenmthe
heading opposite the words “data di deposito™ and
the date the patent was granted is given opposite the
words “data di concessione”. Prior to No. 500,001,
granted in 1954, different words or abbreviations were
used in referring to filing (Dpd., Domandato) and to
the granting (Dcs., Rilasciato, Concesso).

Copies of the specifications are not issued in printed
form until some time after the patent is granted, gen-
erally two or three years. Prior to about the middle of
1957 (year of grant) a printer’s colophon on the last
page indicated the month and year of printing. This
has been dropped and it has not been possible since
then to ascertain from any information in our Office
when ‘the specifications were pubhshed in printed
form. The date they were recelved m the lerary
here gives a limiting date..

~Since [talian patents are granted some time before

there is a printed publication, they are used as. patents

when the printed: publication date is not early enough.
However the date the patent was actually granted is
not used as the effective date as a patent since the
specification is kept secret by law for a period after
the granting and the date the specification became
available to the publicmust be used instead, In re
Ekenstam. The period is normally three months
except that in a small proportion of cases the period
of secrecy is extended to six months. The official
journal of the Italian Patent Office, the “Bollettino™,
indicates if there was a six months period of secrecy,
but only through the year 1962.

The Memorandum of October 26,1960, 42 J. P.OS.
795-8 gives some further details.

The granting date is used for citation purposes.
However, the applicant should be advised of the ef-
fective date as being three months or six months later
when this information may be useful to him. A dilem-
ma is created if the filing date of the application being
examined is between 3 and 6 months after the grant-
ing date of a prospective Italian patent reference. The
Library will write to the Italian Patent Office to at-
tempt to ascertain the date the specification became
available to the public. In the meantime the patent
could be cited for the applicant’s information, pending
determination of its availability.

14. Japan. Japan enacted a new law in 1970, effec-
tive Januvary 1, 1971, which introduced a form of de-
ferred examination procedure.

Referring to cases under the old law, the specifica-
tions of allowed applications are published in printed
formm at the tme of publication for opposition. This
date appears on the printed copies in Arabic numer-
als, in the order year, month, and day. The year is
given by the regnal year of the present Emperor and
is converted to the calendar year by adding 1925; thus
“40, 3, 6" is 1965, March 6. The date appears in the

ﬁgmmam«.mhmmm

amber 1 assigned st the time of publication and. the

ﬁmtwo\digm,}wedﬁbmtheremm are the

Recent published specifications use the data infor-
mation code and give the calendar yesr, as well as the
regnal year, of publication.

15. Netherlands. The Netherlands insugurated the
deferred examination system on January 1, 1964. Ap-
plications when filed are not examined, except to de-
termine if they are formally in order. At any time
within seven years after filing, the applicant may re-
quest a search repott, paying a fee for the same. After
the search report is received, the applicant may re-
quest the examination of the application leading to
granting of the patent, paying another fee; this like-
wise must be done within the seven years except that
there is an extension of up to four months from re-
ceipt of the search report if the search reguest was
made near the end of the seven years. If there is no
search request within the seven years, or if there was
one but no examination request within the allowed
time, the application becomes abandoned. After the
second year, an annual fee is due to keep the applica-
tion pending.

As part . of the system apphcauons are open to
public inspection 18 months after filing, or after the
priority date if one is claimed, and the specifications
are published in printed form unless the application
has already been abandonded. Certain provxsnonal
rights begin with this publication.

The published specifications are reproductions of
the originals with a cover page or heading, printed on
light green paper. The number appears in the upper
right hand corner of the cover page (Octrooisanvrage
No.); this is a seven digit number the first two digits
of which are the last two digits of the year of filing.
The date of publication is next to the phrase “Datum
van ter inzagelegging:” and the applicant’s name is
next to the word “Aanvrager”.

The Netherlands exarmination is particularly severe.
When found allowable, the application is laid open for
opposition and the specification is at that time also
issued in printed form (making a second printing since
1964). If the patent is granted, the specification is
again issued in printed form (meaking a third printing,
since 1964), an earlier printed publication, the specifi-
cations of granted patents are no longer placed in the
examiner’s search files. Copies of allowed applications
published for opposition were never received by the
U.S. Patent and Trademark Office.

16. Norwap. See under “Denmark, Finland,
Norway, Sweden™.

17. Poland. The date the specification of the patent
was published appears in the upper right hand corner
following he word “Opublikowano™.

18. Sweden. See under “Denmark, Finland,
Norway, Sweden”.

19. Switzerland. Two different systems are in oper-
ation in Switzerland. The majority of patents are
issued without search and examination in the light of
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m but ‘after ‘a rigorous ‘éxkniietio s b
mmdateuwdfmthmumeM(m-
Sffenitlich, publié, pubblicato) date; this is the date the
specification was issved in printed form.

la two. fields, inventions relating to timekeeping,
end imventions relating to the monmechasical treat-
ment of textiles and fibers, applications are searched
and examined in the light of the prior art aad the pro-
cedure differs from that followed in the other cases; it
follows, in general, the in Germany as de-
scribed in Ex Parte Gruschwitz et al, 1963 C.D. 859,
138 U.S.P.Q. 505. Patents which have been issued
under the examination system can be recognized from
information given in the heading which refers to the
publication of the application (in the Freach and
German language applications, Demande publiée and
Gesuch bekanntgemacht, respectively) for oppaosition.
As in the German practice, when a case is found al-
lowsble by the examiner the application is published
for.opposition and the specification is issued in printed
form (called Auslegeschrift on the German - hnguage
copies and Mémorie exposé on the French). These
pnnwdcopmhavenotbeeurecewedbytheUS.
Patent and Trademark Office.. The printed copies of
thepazentspecnﬁcanonswhmhwedorecuvewry
the publication date which is used if sufficieatly early
They indicate the date of the earlier printed version
andnfltbecomesneceesatymoonnecuonwnha
Swiss patent issued under the examination system to
establish an earlier date, the Library can obtain a
copy of the earlier printed specification from the
Swiss Patent Office. .

The effective dates of Swiss patents are d:scussed in
Ex parte Reuge, 115 USPQ 51 and in Ex parte Appeal
No. 194-37, 1966 C.D. 31, 152 USPQ 70.

20. USSR. A general description of the Soviet law
on inventions and discoveries can be found at 43
J.P.O.S. 1-55, January 1961. There have been a few
changes since that date.

With certain exceptions, an inventor may apply for
either an inventor’s certificate (also called an author’s
certificate) or a patent. In the former case the inven-
tion is presented to the state and any establishment in
the country can use it; the inveator is entitled to com-
pensation ordinarily measured on the basis of a per-
centage of the savings from one year's use of the in-
vention, not to exceed 20,000 rubles, and to certain
perquisites. In the case of a patent, the right to ex-
clude others is granted. Nationals do not seek patents.
Less than about 3% of issues are patents, all except
one or two now and then being granted to foreigners,
and foreigners apply for very few inventor's certifi-
cates.

Applications are examined with a search of the
prior art, including foreign patent material. When
granted, the specifications are issued in printed form.
Except for the appearance of identifying words in the
heading, the specifications of author’s certificates and
patents are not distinguishable.

Since the author’s certificates are not patents, they
can only be used as references as printed publications,

nndtheeﬂ’wuvedatewoummtbeduethespecm
tion was issued in printed form. '

The library has recelved pmmedcopmsmw 1958.
For the earlier ones received the date of receipt by
the Library, stamped on the copies, is the date to
used. lssues since 1964 show three successive dates in
the hesding in successive lines: the first is the filing
date; the second (but the priority data if any would
precede this) is the date of publication in the official
journal, the Bulletin, the number of which is also
given; and the third, which is in the last line preced-
ing the horizontal ruling, is stated to be the date of
publication of the description. This last date is the
date to be cited.

201.05(a) Citation Data

Foreign patent publications that use Arabic and
Roman numerals in lieu of names to indicate the date,
show in order the day, month, and year. Roman nu-
merals always refer to the month.

Japanese patent application publncatmns show the
date in Arsbic numerals, by indicating in order the
year of the reign of the present Emperor, the month,
and the day. To convert the Japanese year of the Em-
peror to the Western calendar year, add 1925 to the
JAPANESE YEAR. For example: 40-3-6=March §,
1965.

Foreign language, alphabetical lists of the names of
the months, and of the names and abbreviations for
the United States of America are shown on the fol-
lowing page. The lists set forth only selected, com-
monly encountered foreign language names, and do
not include those which are similar to the English lan-
guage names and thus easily translatable.

In using the lists, identification of the foreign lan-
guage (except for Russian), is not necessary. The
translation into English is ascertained by alphabetical-
ly locating the foreign language name on the list.

The list of the foreign language names and abbre-
viations for the United States is useful in determining
whether a foreign language patent publication indi-
cates the filing of a similar application in the United
States.

Alphsabetical List of Selected Foreign

Langusge Names of Months
aa0sto August
golit August
augusti Auvgust
aviil April
biezen March
dervna June
dervenca July
czerwea Jure
décembre December
dicembre December
dubna April
elokuu August
febbraio February
Feber February
februari February
février February
gennaio January
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belmibue Pelwreary
kv Agril
Sénaer Joopney
Joulebue Docember
Julliay July
m June
Jome
kvetng iay
leden Sepuary
lsoped Now
Katopada November
lokakue October
luglio Jaly
latego February
maaliskuy Maech
eaart Maorch
maggio Masy
e Msy
okl Ml
Marts | - March
Miisz March
MErz0 March
mei Misy
ottobre QOctober
pezdeiernika Cetober
pecsince December
fijoa October
settentbre September
gierpain - Augest
Epas Apgust
stycznia Seanary
syyskuu September
tammikuu Jenmary
toukokus My
uROTa February
wrzelnia September
zasi September
RUSSIAN
asryer Augest
anpeis April
sexalps December
M0 July
HIOEE Jene
ap Masch
HapT
Honlpe November
crTalps October
centelps September
Febmry
SHESDS

Alphabetical List of Selected Foreign Language
MNames and Abbrevistions for the United States
of America

Amerikes Forenta Stater Stati Uniti §’America

De Forenete Stater sv Amerika §.U.

EE.UL. SU.A.

E.U. S.Z.A.

BUA. V.StA.

EU.dAm. V.St.v.A.

Etate-Unis &’ Amérique Ver.St. V. Amf{erika)

Sp.St.A. Vereenigde Staten Van
Amerika

Spoj. 8. Am Vereenigde Staten Van
Noord-Amerika

MANUAL OF PATENT EXAMINING PROCEDURE

Spojene Staty Americke V«mmm
MyljodaomAmyke Vm&mnm&n

901.05(b) Oﬁuwaelmnm e

Occuiomllytheeuctdateoffomgnpemungbe-
comes materinl: In the case of Australia, Austria, East
Germany, Indis, Ireland, United Kingdom end
U.S.S.R,, it does not appear on the printed copies of
the patents. If necessary, thismformmoncmbese-
cured from the Scientific Library.

Fortheeﬁecnvedatesofnelgunpme:m,seethe
Memorandum of March 2, 1959, which has been re-
produced in 41 J.P.O.S. at page 440.

For the effective dates of Italian patents, see the
Memorandum of October 25, 1960 distributed to all
examiners and published in 42 J.P.O.S. 795-8.

Comments concerning German, French and Belgian
procedure in granting patents are found in Ex parte
Gruschwitz et al., 138 USPQ 505. This case did not
involve anticipation but the bar of foreign patenting
under 35 US.C. 102(d). TheBoatdoprpealshas

. held that a Japanese application was “patented” upon

its publication date; Ex parte lizuks, 171 USPQ 30.

A German Offenlegungsschriften publication ‘is not
considered to be a patent under 35 U.S.C. 102(d), Ex
parte Links, 184 USPQ 429 (Bd. of Appls. 1974).
However, & German Auslegeschrift publication is
considered to provide the legal effect of a patent
under 35 U.S.C. 102(d), Ex parte Beik, 161 USPQ 795
(Bd. of Appls. 1968)

Some countries issue patents of addition and they
should be identified as such and, when separately
numbered as in France, the number of the addition
patent should be cited. “Patents of addition”™ generally
cover improvements of a patented parent invention
and can be obtained by the proprietor of the parent
invention. Inventiveness in relgtion to the parent in-
vention need not be demonstrated and the term is
governed by the term of the parent patent.

For citation of the number of pages of drawing and
specification, see § 707.05(e).

Some foreign countries list the references cited
during the prosecution. These, especially if they are
U.S patents, may be helpful, either as references of in-
terest to the examiner or to suggest an overlooked
field of search.

FEDERAL REPUBLIC OF GERMANY

German allowed applications have been issued in
printed form beginning September 1, 1955. Those
printed from this date up to December 31, 1956, are
captioned “Patentanmeldung.” They should be cited
as “German printed applications” and identified by
the name of the applicant, the serial number of the ap-
plication, and the date of publication. They are print-
ed on white paper. The applications printed after Jan-
uary 1, 1957, are printed on green paper and are cap-
tioned “Auslegeschrift” and have an additional
number which is larger than 1,000,000 and which will
be the number of the patent, if issued. This new
number should be used instead of the original serial

900-18




© . PRIOR'ART, CLASSIFICATION; SEARCH '

number, When and if the patent is granted, the speci-
fication is printed sgain on white paper with the same
number. - -

On October 1, 1968, the West German Patent
Office shifted to a deferred examination procedure.
Under this procedure «il pending applications are
priated on yellow paper at 18 months after the filing
or claimed priority date as “Offenlegungsschriften”.
The numbering system is larger than 1,400,000.

German Utlhty Models (Gebrauchsmuster) may be
used as references as prior patents, but not as prior
pnnted publications since the full specifications are

not printed effective as of their registration date.
When necessary, the Librarian will obtain the com-
plete text of the specification from the German Patent
Office. A file of such copies is mamtamed in the Sci-

entific Library.
NETHERLANDS

Netherlands applications, - unless mthdrawn, are
printed beginning January 1, 1964. They are cap-
tioned “Octrociaanvrage”. They should be cited as
Netherlands applications. giving the number, date of
publication, “Datum van ter inzagelling”, name of ap-
phcant, “Aanvrager” and data customanly given im
cmng fore:gn patents. .

UNITED KINGDOM -

Certam United Kingdom apphcatxons had become
void and hence lack a date of acceptance Neverthe-
less, they were given a number in the patent series.
The date of publication (vear only} is given following
the statement “Printed for His Majesty’s Stationery
Office,” and this should be cited.

British specifications prior to 1916 have printed in
large heavy type at the head of the first page of the
specification a number and year, as 1451 A.D. 1912.
This, together with the name, as required by the
rules, is always the proper citation of the patent. The
year given at the head of the specification is either the
year of filing or the year of acceptance, but in either
case it is the official designation of the patent.

The year printed on the drawing is not always the
year for correct designation of the patent. Where it is
not, the correct year is shown by a small superior
number or exponent placed to the right and above the
serial number of the patent, as—

1910—No. 49911

1912—No. 1942113
In instances of this kind the patent should be cited as
No. 499 of 1911 or No. 19421 of 1913.

FRANCE

The date of recent French patents to be taken as
the effective date as a patent for reference purposes is
the date of the Official Bulletin of the French Patent
Office (Bulletin Officiel de la Propriété Industrielle) in
which the granting of the patent was announced. This
date does not appear on the printed copies of the
specifications of the patents. The printed copies give
the date the patent was granted (délivré) and the
number of the particular issue of the Official bulletin

in' which the granting of the patent wes announced.
The date of the issue of the bulletin, if needed, may
be obtained from the Bulletin itself in the Library and
would be about five or six weeks later than the grant-
ing date. The grantmg date may be used for citation
purposes but if the precise date is critical the effective
date should also be given.

The date used as the effective date when the patent
is used as a patent (rather than as a printed publica-
tion which date is later) has been the date on which
the patent was granted, indicated on the printed
copies by the word “délivré”, as was established by
decisions of the courts, the commissioner, and the
Board of Appeals. Owing to a change in the practice
in the French Patent Office whereby the specifica-
tions of granted patents are mow not available to the
public until the date of the Official Bulletin, it is nec-
essary to apply In re Af Ekenstam, 45 CCPA 1022,
256 F.2d 321, 1958 CD 402, 734 OG 290, 118 USPQ
349; and used the date on which the specification

became available to the public as the effective date as

a reference. This practice will apply to recent French
patents, going back to number 1,148,401 announced in
the Official Bulletin of July 11, 1957 and back to
patent of addition number 67,251. No change in prac-
tice is indicated with respect to Freach patents prior
to these numbers. See also Ex parte Appeal No. 242~
47, 196 USPQ 828 (Bd. Appl. 1976).

SWITZERLAND

The effective dates of Swiss patents are discussed in
Ex parte Reuge, 115 USPQ 51 and in Ex parte
Appeal No. 194-38, 1966 CD 31, 152 USPQ 70. It
should be noted that two different systems are in op-
eration in Switzerland. The majority of patents are
issued without search and examination in the light of
references, and the date used for these is the publica-
tion (verdffentlicht, publié, pubblicato) date. In two
fields, inventions relating to time-keeping, and inven-
tions relating to the non-mechanical treatment of tex-
tiles and fibers, applications are searched and exam-
ined in the light of the prior art and the procedure
differs from that followed in the other cases; it fol-
lows, in general, the procedure in the Federal Repub-
lic of Germany as described in Ex parte Gruschwitz
et al., 1963 C.D. 8359, 138 USPQ 505. Patents which
have been issued under the examination system can be
recognized from information given in the heading
which refers to the publication of the application (the
French and German language applications, Demande
publiée and Gesuch bekanntgemacht, respectively).
As in the German practice, when a case is found al-
lowable by the examiner the application is published
for opposition and the specification is issued in printed
form (also referred to as Auslegeschrift, German and
Mémoire expose, French). These printed copies have
not been received by the Office. If it becomes neces-
sary in connection with a Swiss patent issued under
the examination system to establish a date earlier than
the date the patent was granted, the library can obtain
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a copy of the uﬂiet.pmwdappﬁcmion from the
Swiss Patent Office.

901 w«:) Obtdn(u Coples

Photocopies of foreign can be ordered by
mexmiwfosplwementiatlnahmofachm
wh:chheorsheexmm, if the patents would be of
frequent use in that class (§§ 905.01 and 903.03).
901.05(d) Transiation

Exeminers may request translators in the Tramsle-
tion Branch of the Scientific Library to assist them
orally or with written translations of foreign language
specifications thought to be pertinent (o an application
being examined. (See §901.06(a), Translations—Re-
quests for Translations, and § 903.03, Classificatiorn of
Foreign Patents, below.) Alternative versions of speci-
fications, in English or other languages known to the
cxaminer, can commonly be found. Searches for alter-
nate versions are performed in the Foreign Patent
Branch of the Scientific Library. As a substitute for
translatmn, this service materially reduces the appar-
ent problem posed by a foreign languageé specifica-

901.06 Non-Patent Publications

All printed publications may be used as references,
the date to be cited being the publication date. Recog-
nized sbbreviations of names of periodicals may be
used in their citation (§ 707.05(e)).

There are some publications kept or circulated in
every group and each assistant examiner should ascer-
tain which are available in his group and whether or
not any of them is likely to bear on any class assigned
to him.

Where & non-patent literature reference with a doc-
ument identification number is cited, the identification
number and the class and subclass should be included
on form PTO-892.

The citation should be as follows: (S00840001)
Winslow, C.E.A. Fresh Air and Ventilation N.Y., E.P.
Dutton, 1926, p. 97-112, TH 7653. WS, 315-22.

901.06(e) Scientific Library

35 US.C. & Library. The Commissioner shall maintain & library
of scientific and other works and periodicals, both foreign and do-
mestic, in the Patent and Trademark Office to aid the officers in the
discherge of their duties.

The technical literature, foreign patent and services
supplied by the New Documents Processing Branch
and available in the Scientific Library are important
to the examiner for two primary reasons. In the first
place, they provide material which must be known or
searched to determine whether claims of applications
are directly anticipated, and therefore unpatentable
under the provisions of 35 U.S.C. 102. In the second
place, in cases in which the primary search indicates
that there is some novelty as compared to any single
reference in the art, the library handbooks, textbooks,
periodicals, reports and other materials assist in decid-
ing the question of patentable invention (35 U.S.C.
103). They enable the examiner to make a further
study to determine whether the features novel in the
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particular combinstion seerched would be ebvious to
@ person skilled in the art from the general state of
knowledge as reflected in the technical literature.

MATERIALS AVAILABLE

. Foreign Patents

The United States Patent and Trademark Office re-
ceives foreign patents by exchange from almost all
countries that print their patents. In most cases, two
copies are received: one for the examiners’ search files
and one for the numerical set in the Library. Since
July, 1969, the numerical set for many countries have
been obtained on 16 mm microfilm reels. Patents on
which there is no date of publication (Australia,
France and Italy) show the date of receipt in the Li-
brary. Soviet and Bulgarian authors’ certificates are
date-stamped even though a “date of publication™ ap-
pears thereon because there is some doubt whether
“publication” means “printing.”

Foreign Patent Journals

Most foreign countries issue official petent and
trademark journals corresponding to the Official Ga-
zette. Patent journals are shelved under country names
in the patent collections, and with the numerical sets
of those countries which print their patents. Trade-
mark journsls are retained for only 4 months. Most
countries issue name indexes; some also issue classified
indexes. These are shelved with the journals.

Books

A representative selection of books published in the
United States and Great Britian in the fields of ap-
plied technology is systematically acquired by the Li-
brary. In addition to the English language books,
there is a modest selection from French and German
literature, mostly in the filed of chemistry. There are
also collections in the various examining groups of
books and trade catalogs pertinent to the arts which
t